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THe TRADEMARK REPORTER™ 


Part | 


THE THIRTEENTH YEAR OF ADMINISTRATION OF THE 
LANHAM TRADEMARK ACT OF 1946'* 


By Walter J. Derenberg** 


PART I. INTERPRETATION OF THE LANHAM ACT 
BY THE PATENT OFFICE IN EX PARTE 
PROCEEDINGS 


I. THE PRINCIPAL REGISTER 
1. Registrability 


a. Trademarks and Trade Names 


The Patent Office has, of course, continued to frown upon 
registration of mere trade names or corporate names, at least in 


situations in which the name is obviously used solely for the pur- 
pose of indicating a return address or the seller’s or manufacturer’s 
location and business establishment. Thus, the Southern X-Ray 
Equipment Company was unsuccessful in registering the word 
SOUTHERN as a service mark for the maintenance of x-ray equip- 
ment where the specimens only revealed the full name of applicant 
including its business address.’ Likewise, the name PERMA-LIFE 
MUFFLERS, INC. was held unregistrable as a service mark for in- 
stallation and service of mufflers, tail and exhaust pipes for auto- 
mobiles because the name as used failed to identify applicant’s 
services and consisted merely of the name under which applicant 
conducted his business.’ 


Ep. Note: The cases herein discussed are limited to those published before August 
1, 1960. 

t 100.3—FEDERAL TRADEMARKS ACTS—ACT OF 1946. 

* A Progress Report submitted to the Section of the Patent, Trademark and Copy- 
right Law of the American Bar Association at its Annual Meeting at Washington, D.C., 
August 27, 1960. Reprinted by special permission from the September 12, 1960 issue 
of the Patent, Trademark and Copyright Weekly Reports, with certain modifications 
and rearrangement made with the approval of the author. Copyright© 1960 by The 
Bureau of National Affairs, Inc., Washington 7, D.C. 

** Member of the New York Bar; Professor of Law, New York University School 
of Law. 

1, In re Maguire, 122 USPQ 398, 50 TMR 88 (Tm. Bd.. 1959). 

2. In re Perma-Life Mufflers, Inc., 123 USPQ 584, 50 TMR 437 (Tm. Bd., 1959). 
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On the other hand, the Appeal Board, in at least two recent 
ases, has indicated that the strict rule against registration of 

trade names should be relaxed in cases in which the name is used in 
distinctive lettering or in abbreviated form so as to serve as a 
trademark and trade name at the same time. For that reason, the 
Examiner of Trademarks was reversed in a case where the name 
LYTLE was displayed in lettering distinctively different from the 
remaining portion of applicant’s trade name and created “a sep- 
arate and independent impression.” * The Examiner was also over- 
ruled—and, it is submitted, properly so—when an applicant sought 
to register the mark canco within an oval design for its house 
organ and other publications in Class 38.* The Examiner had held 
that the booklets served only to advertise applicant’s goods and 
that the mark as used in the back of the booklets served to identify 
applicant’s trade name, rather than its trademark. The Board 
correctly pointed out that since applicant’s full corporate name 
also appeared in the booklet, it was apparent that its well-known 
mark canco and the design accompanying it were displayed sep- 
arately and distinctly from applicant’s trade name and therefore 
constituted a registrable trademark. 

It may not be amiss to point out that a survey of recent issues 
of the Official Gazette reveals a change of policy within the Trade- 
mark Division with regard to registering or, at least, re-register- 
ing certain trade names and corporate names which had been 
permitted registration under the Act of 1905; it appears to be the 
present view that, in the absence of any other identification of the 
product, the name may serve as a trademark and trade name at 
the same time even though it may not have been printed or dis- 
played in any distinctive lettering. Thus, where registration may 
have been permitted in the past for names such as BEST & CO. or 
LORD & TAYLOR OF R. H. MACY & CO. and innumerable others, where 
these names were the only identifying symbols affixed to the mer- 
chandise, such names may, according to present thinking, be eli- 
gible for purposes of registration without being in conflict with 


3. In re Lytle Engineering & Mfg. Co.. 125 USPQ 308 (Tm. Bd., 1960). The 
Lytle case is also noteworthy for the broad ruling that, under Trademark Rule 2.41(b), 
no evidence of distinctiveness need be filed in cases in which such evidence had been 
submitted by the same applicant with regard to the same trademark on a previous 
occasion, provided that a sufficiently close relationship exists between the products or 
services involved in the prior registration and those subsequently added. In the instant 
ease, proof of distinctiveness previously filed by the same applicant in a service mark 
application was accepted without more in connection with a subsequent application for 
registration of the word LYTLE as a trademark. 

4. In re American Can Company, 125 USPQ 354 (Tm. Bd., 1960). 
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the rule laid down in the Duncan, Walker Equipment, Lyndale 
Farm and other cases,’ which had emphasized the basic legal dis- 
tinction between trademarks and trade or corporate names. The 
present policy of the Office would draw a distinction between cases 
in which the name sought to be registered was clearly and solely 
used for purposes of indicating the manufacturer and the location 
of his business, and those in which but one name, without more, 
appears on the product and in the eyes of the public is regarded 
as functioning simultaneously as trade name and trademark. 


b. Slogans and “Combinations of Words” 


A distinguished senior federal judge, who recently served on 
the Court of Customs and Patent Appeals by designation, made 
the following pertinent observation with regard to registrability 
of slogans and combinations of words: 


“The Trademark Act is not an act to register words but 
to register trademarks. Before there can be registrability, 
there must be a trademark (or a service mark), and, unless 
words have been so used, they cannot qualify for registration. 
Words are not registrable merely because they do not happen 
to be descriptive of the goods or services with which they are 
associated.” ° 


In that particular case, the Court unanimously affirmed the Com- 
missioner in refusing to register the words GUARANTEED STARTING 
as a service mark for automobile inspection services; these words 
were held to do no more than inform the public “with reasonable 
accuracy” of applicant’s services and hence were deemed unregis- 
trable as a service mark.’ It would seem, however, that despite 
Judge Kirkpatrick’s quoted caution, the Examiner of Trademarks 
and the Board have continued to allow registrations even on the 
Principal Register of slogans which, although not descriptive, 
would hardly qualify as trademarks in the traditional sense and 
would probably have been refused registration in the earlier years 





5. Duncan Electric Mfg. Co. v. Marzall, 95 USPQ 242, 42 TMR 919 (D.C. D.C., 
1952), discussed in The Sixth Year, infra n. 426, p. 2, 43 TMR at 781; In re Walker 
Process Equipment, Inc., 233 F.2d 329, 110 USPQ 41, 46 TMR 1225 (CCPA, 1956), 
discussed in The Tenth Year, infra n. 426, pp. 1-2, 47 TMR at 881; and Jn re Lyndale 
Farm, 186 F.2d 723, 88 USPQ 377, 41 TMR 245 (CCPA, 1951), discussed in The Ninth 
Year, infra n. 426, p. 2, 46 TMR at 1019. 

6. In re The Standard Oil Company, 275 F.2d 945, 125 USPQ 227, 50 TMR 647 
(CCPA, 1960). 

7. For the same reason, the Commissioner and the Court refused registration of 
the term GUARANTEED RADIATOR PROTECTION to the same applicant, In re The Standard 
Oil Company, 275 F.2d 735, 125 USPQ 188 (CCPA, 1960). 
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of the Lanham Act before the Commissioner’s decision authorizing 
registration of the slogan MOVING AIR IS OUR BUSINESS for electric 
fans on the Principal Register.* For instance, in In re Scoville, 
Brown & Company, the Examiner had refused registration of the 
slogan JUST HITS THE spot within a shield design for tea, coffee, 
and related products. In reliance on Ex parte Robbins & Myers, 
Inc.,’° the Board, in reversing the Examiner, held this slogan to be 
registrable on the Principal Register.” 

The Examiner was also overruled in Jn re Esslinger’s, Inc.” 
where the Board went so far as to permit registration on the Prin- 
cipal Register of the language, THE FLAVOR OF DRAUGHT BEER IN A 
BnoTTLE. According to the Board, this phrase had “a degree of 
originality”. However, it would seem doubtful whether an in- 
genious slogan of this sort falls within the definition of “combina- 
tion of words” registrable on the Principal Register as distin- 
guished from “slogans” which are not included in the definition 
of a trademark in See. 45 but are specifically referred to only in 
connection with service marks and marks registrable on the Sup- 

plemental Register. 

| On the other hand, there have been a number of Board deci- 
sions refusing registration of slogans on the ground that they did 
not function to identify the applicant’s goods or services. The 
phrase SANTA CLAUS WAS HERE was held unregistrable as applied 





8. Ex parte Robbins & Myers, Inc., 104 USPQ 403, 45 TMR 477 (Com’r, 1955), 
discussed in The Eighth Year, infra n. 426, pp. 11-12, 45 TMR at 1009. 

9. 122 USPQ 327, 49 TMR 1226 (Tm. Bd., 1959). 

10. N. 8, supra. 

11. Registration does not, of course, answer the crucial question to what extent 
the registrant would be protected against use of identical or similar language for 
different, although related, products. It may not be amiss to mention here that, perhaps 
for the first time, a temporary injunction has just been granted by a district court in 
Chicago in a case involving infringement of a well-known slogan. According to a report 
in Advertising Age, Julv 18, 1960, Anheuser-Busch, Ine., which had used the slogan 
WHERE THERE’S LIFE, THERE’S BUD for about 25 years, succeeded in enjoining a manu- 
facturer of floor wax containing insect repellant from using the slogan, WHERE THERE’S 
LIFE, THERE’S BUGS. Apparently the court was influenced by the near identity of the 
slogans, the vast investment made by the brewery in promoting its slogan (said to be 
40 million dollars) and the brewerv’s desire to protect the slogan against use by others 
on products of unpleasant connotation. 

The case of Small Motors, Inc. vy. Controls Company of America, 124 USPQ 428, 
50 TMR 441 (Tm. Bd., 1960), may serve as a rather interesting illustration of what 
rather unexpected difficulties may be encountered from third parties after the Patent 
Office may have passed a slogan for publication in the Official Gazette. Registration of 
the slogan THE BIG NAME IN SMALL MOTORS on the Principal Register for electric motors 
having been allowed by the Examiner of Trademarks, an opposition was entered by 
Small Motors, Ine. on the ground that in the manufacture of the identical product, it 
used the trademark BANTAM which had been previously registered by opposer for elec- 
trically operated motors. It would seem to this writer that any likelihood of confusion 
under such circumstances would be rather far-fetched and the Board correctly dismissed 
the opposition. 

12. 123 USPQ 236, 50 TMR 289 (Tm. Bd., 1959). 
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to Christmas wrapping paper."* Even in that case the applicant 
was offered an opportunity by the Examiner to submit evidence 
of distinctiveness, but advised the Examiner that such effort on 
his part would be “insignificant by comparison with a large cor- 
poration.” As a result, the slogan was rejected on the ground of 
being but an overall decoration and lacking in trademark sig- 
nificance. Likewise, an applicant who sought to register the slogan 
USE ME NEXT—I’M READY FOR SERVICE for a certain type of wire 
cloth was unsuccessful both before the Examiner and the Board.” 
It was held that the slogan failed to serve a trademark function 
and that applicant had not submitted any evidence of distinctive- 
ness of this notation as used in conjunction with his design trade- 
mark. For the same reason, the Board recently affirmed the Exam- 
iner in denying registration of the slogan THE CHOICE OF ANIMAL 
CHAMPIONS for a veterinary medicine.** The Board here empha- 
sized, that in cases in which a slogan is used in conjunction with 
one or more trademarks, the applicant had to prove that the slogan 
served a trademark function in addition to and apart from his 
primary trademark. The Board went so far as to say: 


“A slogan, when used on a label in association with trademarks, 


would not ordinarily be relied upon by purchasers to identify 
the goods on or in connection with which it is used.” 


It would seem, however, that if this rule were more uniformly 
followed by the Patent Office, numerous other slogans, registration 
of which has been permitted in recent years, should have been 
added to the list of casualties.*® 


c. Style and Model Designations 


While it is now well established that style and grade designa- 
tions may, in appropriate cases, serve a trademark and grade mark 
function at the same time,” situations continue to arise in which, 
according to the Patent Office tribunals, the normal meaning would 





13. In re Lynes, 122 USPQ 614, 49 TMR 1353 (Tm. Bd.. 1959). 

14. In re Wisconsin Wire Works, 124 USPQ 183, 50 TMR 765 (Tm. Bd., 1960). 

15. In re Zirin, 125 USPQ 587 (Tm. Bd., 1960). 

16. Where the applicant seeks to register an entire label, including pictorial 
material as well as language, on the Principal Register, it is, of course, clear from the 
language of Sec. 2 of the Act of 1946, in conjunction with Sec. 23. that such label, if 
registrable at all, would be eligible at best for registration on the Supplemental Register, 
even though the label may include what the applicant refers to as “a combination of 
words.” In re D’Amora, 124 USPQ 337, 50 TMR 513 (Tm. Bd., 1960). 

17. Kiekhaefer Corp. v. Willys-Overland Motors, Inc., 236 F.2d 433, 111 USPQ 
105, 46 TMR 1377 (CCPA, 1956), discussed in The Tenth Year, infra n. 426, p. 3, 47 
TMR at 885. 
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be considered so predominant as to exclude the names or designa- 
tions from registrability. In In re Plymouth Cordage Company 
the notation OHIO RIVER LAY MARK VI was refused registration by 
both the Examiner and the Board on the ground that the specimens 
submitted, and particularly the language of applicant’s catalogs, 
made it clear that this alleged mark served solely as a type designa- 
tion to differentiate between several varieties of applicant’s prod- 
ucts and as so used lacked all trademark significance. For the same 
reason, an application for registration of the term BLUE LUSTRE 
for hybrid petunia seeds was unsuccessful.*® It was emphasized 
that applicant’s own catalog prominently displayed his trademark 
BODGER and that BLUE LUSTRE was but one variety name available 
to all who grow these particular seeds. Again, applications to 
register three different combinations of numbers for retaining 
rings was denied on the ground that the numbers served merely 
as series designations and not, as applicant had sought to prove 
by documentary evidence, as trademarks for its various types of 
goods.” 

Probably the most unusual case falling into the category of 


unregistrable type designations was In re Williams,” involving 
an application to register the term OBEDIENCE oscaR for animal 
achievement awards in the form of trophy figures. It was held by 
both Patent Office tribunals that applicant’s products were the 
trophies themselves and that the term sought to be registered 
merely designated a particular type of award, rather than com- 
mercial origin. 


d. Ornamentation, Background and Bottle Design 


Until a few weeks ago, it could have been stated with con- 
siderable confidence that the Patent Office tribunals have continued 
to follow the decisions of the Court of Customs and Patent Appeals 
in the Brach case and the earlier Burgess Battery case,” although 
the scope of the latter decision must be deemed to have been some- 
what narrowed by the more recent decisions of the CCPA in the 


122 USPQ 336, 49 TMR 1230 (Tm. Bd., 1959). 
In re Cohn Bodger & Sons Co., 122 2 USPQ 345, 49 TMR 1234 (Tm. Bd., 1959). 
In re Waldes Kohinoor, Inc., 124 USPQ 471, 50 TMR 644 (Tm. Bd., 1960). 
In re Williams, 124 USPQ 79, 50 TMR 439 (Tm. Bd., 1960). 
22. Inre E. J. Brach §& Sons, 256 F.2d 325, 118 USPQ 308, 48 TMR 1399 (CCPA, 
1958), aff’g 112 USPQ 267, 47 TMR 531 (Com’r, 1957); In re Burgess Battery Co., 
142 F.2d 466, 61 USPQ 367 (CCPA, 1944), aff’g 55 USPQ 423 (Cum’r, 1942). 
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POLKA Dot and Singer cases ;** it may well be that the effect of the 
Hillerich** and Brach cases must now be reconsidered in the light 
of the Court’s recent decision of July 6, 1960, in the Matter of the 
Application of Hehr Manufacturing Company,” although the 
Court, speaking through Chief Judge Worley, professes to fol- 
low the general principle derived from those decisions. In the 
Hehr case, the Appeal Board had affirmed the Examiner’s refusal 
to register on the Principal Register a mark which was described 
as “a square red label upon which applicant’s secondary trade- 
marks are usually placed” for use on windows and ventilators for 
automobile trailers. It had been held that the background label 
alone without the language did not identify applicant’s products. 
The Court, after stating that “ ... we respect the views of the 
board,” limited itself to rule that, in its opinion, the instant label 
“sufficiently distinguishes and identifies” applicant’s goods so as 
to justify registration, and that the applicant had made a sufficient 
showing of secondary meaning. 

In the great majority of cases in which the Examiner of 
Trademarks refused registration on the ground that the matter 
sought to be registered consisted of “mere background design” or 
“mere ornamentation”, the Board, on appeal, affirmed the Exam- 
iner. This has been particularly true in numerous instances in 
which an applicant sought to register a background design without 
the language which the applicant used in connection therewith 
in the actual conduct of his business.2* Thus, in in re Yetter 
Manufacturing Company” a background design in the nature of a 
circle with an attached rectangle resembling a key outline was 
rejected on the ground that applicant had failed to prove that the 
design alone and without language had acquired trademark sig- 
nificance. In In re Dailey Pickle Company,” In re Standard Brands 
Incorporated,” In re Fashionbilt Garment Company, Inc.,*° In re 





23. In re Swift & Co., 233 F.2d 950, 106 USPQ 286, 45 TMR 1356 (CCPA, 1955) ; 
Ex parte The Singer Mfg. Co., 112 USPQ 268, 47 TMR 536 (Com’r, 1957). 

24. In re Hillerich & Bradsby Co., 204 F.2d 287, 97 USPQ 451, 43 TMR 967 
(CCPA, 1953), aff’g 92 USPQ 185, 42 TMR 269 (Com’r, 1952). 

25. July 6, 1960, Pat. App. No. 6563, not yet published. 

26. One of the few cases in which the background design alone had been held 
registrable was Commissioner Leeds’ decision in Ex parte Dole Refrigerating Company, 
111 USPQ 282, 47 TMR 256 (Com’r, 1956). 

27. 122 USPQ 108, 50 TMR 364 (Tm. Bd., 1959). 

28. 122 USPQ 340, 49 TMR 1232 (Tm. Bd., 1959). 

29. 122 USPQ 619, 49 TMR 1355 (Tm. Bd, 1959). Background material was 
denied registration in this case despite the fact that it had been previously registered 
under the Act of 1905. 

30. 125 USPQ 311 (Tm. Bd., 1960). This application was rejected despite the 
fact that applicant had from time to time used the phrase LOOK FOR THE EMBROIDERED 
LINING, and had displayed the designs in catalogs featuring its wearing apparel. 
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Rod’s Food Products, Inc.,*' registration of background design was 
denied both by the Examiner and the Board on the same ground. 
Similarly, it was held in In re Magnetics, Inc.** that registration of 
background material alone must be refused where words and de- 
sign are so used “as to create but a single commercial impression,” 
or, as in In re Red Devil Tools,** were “merely a decorative dress- 
ing’ for goods. In In re Izod Ltd.,** an applicant unsuccessfully 
sought to register a design consisting of parallel red and blue 
bands woven into applicant’s socks. Registration was denied on 
the ground that it was common practice to decorate men’s socks 
with colorful designs and that, consequently, applicant’s design 
constituted but an ornamental feature of its product and not an 
indication of origin. 

Finally, special reference should be made to the case of In re 
Esso Standard Oil Company,* because in that case the applicant 
had gone to the extent of submitting a public reaction test for 
the purpose of satisfying the Patent Office that its label, consisting 
of a number of background colors and two small ovals, had ac- 
quired trademark significance. The Board expressed the view, 
however, that the result of the test was inconclusive since the 
questionnaire had not given the interviewees an opportunity to 
state what features of the label actually had created the association 
with applicant’s product. As a result, the Examiner’s refusal to 
register the color device was affirmed. 

There were, however, a few cases during the last year in 
which the Board, contrary to the Examiner of Trademarks, per- 
mitted registration of decorative features. Thus, a leaf scroll 
design used in the base or cap portion of trophy figures was held 
registrable on the ground that this design, while ornamental and 
decorative in character, had at the same time been shown to have 
acquired trademark significance, at least with regard to retail deal- 
ers in trophies, although, in all probability, not with regard to 
ultimate purchasers.** According to the Board, it sufficed for trade- 


31. 125 USPQ 495 (Tm. Bd., 1960). Registration was refused on the authority 
of the Brach case, n. 22 supra, despite the fact that applicant claimed to have spent 
over 2 million dollars in advertising his salad dressing under the background label. He 
had failed to prove, however, that he had ever used the design alone without inclusion 
of his trademark Rop’s. 

32. 128 USPQ 455, 50 TMR 524 (Tm. Bd., 1959). 

33. 123 USPQ 555, 50 TMR 202 (Tm. Bd., 1959). 

34. 125 USPQ 423, 50 TMR 653 (Tm. Bd., 1960). 

35. 124 USPQ 77, 50 TMR 439 (Tm. Bd., 1960). 

36. Inre F. H. Noble and Co., 122 USPQ 621, 49 TMR 1356 (Tm. Bd., 1959). 
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mark registration purposes to show that retailers associated the 
scroll design with applicant, even though the general purchasing 
public may not look upon the design as an indication of commer- 
cial origin. The Board also permitted registration of a Scottish 
tartan border design for sportswear, which had been rejected by 
the Examiner as “mere label ornamentation”.*’ It was found that 
sportswear bearing this design had been sold in an amount of ap- 
proximately 450 million dollars and that in spending about nine 
million dollars in advertising its merchandise, applicant had al- 
ways featured its primary trademark mcocrecor in letters of red 
and green Scottish tartan. The conclusion was reached, there- 
fore, that the design alone served “not only as an embellishment 
for applicant’s labels but also as a symbol of its goods.” The 
Board also reversed the Examiner in Jn re Vari-Krom, Inc.,** hold- 
ing the arbitrary color arrangement there involved to be capable 
of distinguishing applicant’s paints for purposes of registration 
on the Supplemental Register. But in In re The Todd Company, 
Inc.,*° a background design for certain “safety paper” products, 
including checks, bank money orders, stock certificates, licenses, 
ete., was held incapable of distinguishing. This would seem to be 
the only ex parte decision by the Board thus far in which the Board 
was not unanimous; according to the majority opinion, written 
by Commissioner Leeds, the background pattern sought to be reg- 
istered could not be deemed to be a “device” capable of distin- 
guishing applicant’s goods within the meaning of Sec. 23 of the 
Act of 1946; the dissenting Board member expressed the view 
that as a result of a common practice in the safety paper industry, 
to use distinctive overall surface designs as background material, 
the applicant’s pattern should have been held registrable on the 
Supplemental Register. 

In the light of the precedents thus far discussed, it appears 
rather difficult to follow the reasoning of the Board’s most recent 
decision. In In re Pittsburgh Crushed Steel Company® the Ex- 
aminer had refused registration of a color design covering the 
major front of applicant’s bags as used for abrasive and polishing 
materials, on the ground of “mere ornamentation”. It appeared 
that applicant used different colored diagonal stripes for its vari- 
ous products and that the application before the Board involved 


In re McGregor-Doniger Inc., 123 USPQ 49, 50 TMR 93 (Tm. Bd., 1959). 
124 USPQ 242, 50 TMR 527 (Tm. Bd., 1960). 

123 USPQ 562, 50 TMR 205 (Tm. Bd., 1959). 

124 USPQ 518 (Tm. Bd., 1960). 
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but one of the applications for registration of colored striped mark- 
ings which applicant had pending in the Office. It was held, on 
the authority of the poLKa port case,** and the decision of the Court 
of Appeals for the Seventh Circuit in the BarBasoL case,** that 
the “stripe” marks as used on applicant’s bags should be consid- 
ered more than “mere ornamentation”.** It seems difficult to 
harmonize this decision with the observation by the United States 
Supreme Court over 50 years ago: 


“HKiven if it were conceded that a person might claim a 
wire rope coloured red or white, or any other colour, it would 
clearly be too broad to embrace all colours ; 

te * * 


and a trade-mark which may be infringed by a streak of any 
colour, however applied, is manifestly too broad.” * 


The Court of Customs and Patent Appeals has just released a 
decision of major importance in Jn re Mcllhenny Company.** There 
applicant’s attempt to register on the Principal Register a mark 
which was said to consist of a “capped bottle of pepper sauce”, had 
been unsuccessful before the Examiner of Trademarks as well as 
before the Appeal Board, and it fared no better with the Court. 
The majority of the Court, speaking through Judge Martin, 
reached the conclusion that there was no room on the Principal 
Register for “a nondistinctive bottle without an identifying label” 

. “in the absence of convincing evidence that the naked unlabeled 
bottle containing the product does in fact identify and distinguish 
applicant’s goods...” It was pointed out that under the definition 
of a trademark in Sec. 45, the alleged mark must distinguish ap- 
plicant’s goods from those manufactured by others and that an 
otherwise undistinctive device such as the tasasco bottle in ques- 
tion could certainly not be registered in the absence of convincing 
proof of distinctiveness under Sec. 2(f). The prncu BorTLe case* 
was distinguished on this ground.“ 


41. N. 23 supra. 

42. Barbasol Co. v. Jacobs, 160 F.2d 336, 72 USPQ 350, 37 TMR 135 (C.A. 7, 
1947). 

43. Since this extremely liberal decision, additional color devices by the same 
—_ have been published in the Official Gazette, May 31, 1960, TM pp. 186-188. 

44. Leschen §& Sons Rope Co. v. Broderick & Bascom Rope Co. .. 201 U.S. 166, 171 


“' 
; 126 USPQ 138 (CCPA, 1960). 
46. Ex parte Haig § Haig Ltd., 118 USPQ 229, 48 TMR 1031 (Com’r, 1958). 
47. Judge Rich in a separate concurring opinion commented on the “interesting 
question whether the goods can be their own trademark” and expressed doubt that this 
could be the case under any circumstances. 
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Before concluding this phase of the report, we should refer 
the reader once more to the case of Ex parte Kotzin discussed 
last year,** in which an applicant had been unsuccessful on ap- 
peal to the Commissioner in registering the distinctive location 
of a woven rectangular tag. Commissioner Leeds had ruled that 
no manufacturer could claim an exclusive right in the location of 
a label displaying his trademark. A majority of the Court of 
Customs and Patent Appeals, while affirming the Assistant Com- 
missioner’s decision, at the same time remanded the case for the 
purpose of offering an opportunity to the applicant to make a 
showing that, contrary to normal practice, a tag found in a par- 
ticular location may under certain circumstances acquire dis- 
tinctiveness.*® According to Judge Rich’s majority opinion, it 
could not be said that the tag as located on applicant’s goods was 
“inherently incapable of distinguishing”. Judge Rich said in this 
regard: 





“The public is accustomed, however, to seeing printed and 
woven fabric labels stitched to shirts, suits, coats, slacks, 
ties, shoes, pajamas, hats, caps, cushions, mattresses, and 
furniture in a variety of locations and in the absence of con- 
vineing evidence we see no reason why purchasers would 
think that appellant’s label location has any significance at 
all.” 50 









It may indeed not be a simple task for the applicant to make a 
showing under Sec. 2(f) under these circumstances, particularly 
since Chief Judge Worley expressed the view that the remand 
would serve no purpose and that Commissioner Leeds’ decision 
should have been affirmed.” 











e. Mere “Informational” Material 


Both the Patent Office tribunals and the Court of Customs and 
Patent Appeals had occasion again to emphasize that merely infor- 
mational matter will under no circumstances qualify for trademark 
registration. For that reason, the Board recently held the term 
PRODUCT LINER unregistrable for certain electric equipment on the 
ground that this expression was used merely as the name for 






48. 118 USPQ 465, 49 TMR 107 (Com’r, 1958); see The Twelfth Year, infra n. 
426, p. 4,49 TMR at 1026. 
49. In re Kotzin, 276 F.2d 411, 125 USPQ 347 (CCPA, 1960). 
50. 276 F.2d 415, 125 USPQ 350. 
51. Ibid. 





784 THE TRADEMARK REPORTER Vol. 50 TMR 








vehicles employed by applicant to advertise and display its goods 
and, therefore, lacked the elements of a registrable trademark.** 
But where the word sought to be registered appears within the 
frame of otherwise informational matter, it may be singled out 
for registration purposes. It was so held in In re The Dow Chem- 
ical Company, where the Board, overruling the Examiner of 
Trademarks, permitted registration of the term METALSEAL. The 
term was considered merely suggestive, rather than descriptive, 
of applicant’s goods. However, the Court of Customs and Patent 
Appeals, in the two recent Standard Oil Company cases previ- 
ously referred to,* held unanimously that words, such as Guar- 
ANTEED STARTING, Which in their normal meaning “do no more than 
inform the public with reasonable accuracy what is being offered,” 
were incapable of trademark or service mark registration. The 
Court said: 

“The words are well understood, English words in com- 
mon use. Taken together, they amount to no more than a sort 
of condensed announcement that the applicant will guarantee 
the work done in order to insure the starting of the customer’s 
ear.” 55 


f. “Merely Descriptive” Marks Under Section 2(e) 


In reviewing over thirty ex parte decisions in which an appeal 
was taken from a final refusal by the Examiner of Trademarks 
based on descriptiveness, it will immediately be noted that in the 
great majority of cases, the Appeal Board indicated its agreement 
with the Examiner’s decision. The following designations were 
held to be “merely descriptive” under Sec. 2(e): wipERSEAL for 
packing rings embodied in power cylinders and also sold sep- 
arately ;°° caRBNPAD for carbon paper ;°’ CROSS-RIB-RUNNER for run- 
ners, mats and rugs having a heavy V-shaped rig extending across 
the width thereof ;°* sare for a drain cleaner ;*® pLatiINUM for gaso- 
line produced by a reforming process utilizing a platinum cata- 


52. In re Square D Company, 125 USPQ 250, 50 TMR 652 (Tm. Bd., 1960). 
53. 122 USPQ 161, 49 TMR 1114 (Tm. Bd., 1959). 
54. Supra, ns. 6, 7. 
55. 275 F.2d 945, 947, 50 TMR 647. 
56. In re Hannifin Corp., 122 USPQ 298, 49 TMR 1225 (Tm. Bd., 1959). 
57. In re Columbia Ribbon § Carbon Mfg. Co., 122 USPQ 299, 49 TMR 1225 (Tm. 
Bd., 1959). 
” 58. In re Wear Proof Mat Company, 122 USPQ 326, 49 TMR 1226 (Tm. Bad., 
1959). 
59. In re Circle Research Laboratories, Inc., 122 USPQ 326, 49 TMR 1226 (Tm. 
Bd., 1959). 
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lyst;°° crrcuLoTION MASK for a liquid cosmetic facial mask, held 
unregistrable because it was but the apt descriptive name for the 
product, a circulation mask ;** BLUEGRASS GREEN for floor, wall and 
ceiling ceramic tile ;°* sanpy for coin-controlled mechanical hobby 
horses ;°* GREYTONE for floor, wall and ceiling ceramic tile ;°* HEAvy- 
puty for roof coating ;° youR PET AND MINE for magazine section 
in a periodical; tri-coLor for color cameras; suBJECT BOOK for 
bound notebooks ;** om-pruF for rubber heels and soles (held to be 
unregistrable even on the Supplemental Register) ;° THE Liquip 
LOCK WASHER for settable resinous liquid composition used as a 
bonding agent ;"° v-FILE for a card filing device having an opening 
between cards in the form of a “V”;" THE RED cup for hydraulic 
wheel cylinder brake cups ;** SHAMPOO PLUS EGG for a hair condi- 
tioning shampoo (as used for the product this designation was 
held to be an apt descriptive name and registration was denied 
despite unusual commercial success of the product and the ex- 
penditure of large sums of money for promotional purposes) ;" 
CRABAPPLE-SMOKED for canned oysters and sturgeon smoked by a 
process utilizing crabapple wood;‘* warranty for hosiery (held 
used by applicant, in connection with hosiery, “in its primary and 
literal sense as a certification or guarantee” of quality and not as 
a trademark).” 

In one instance, an applicant sought to register a design for 
a fiberglass fishing rod which, at the time of the application, was 
still protected by a subsisting patent.’® The Board, in accord with 





60. In re Texas Gas Corp., 122 USPQ 337, 49 TMR 1230 (Tm. Bd., 1959). 

61. In re Helena Rubinstein, Inc., 122 USPQ 399, 49 TMR 1346 (Tm. Bd., 1959). 

62. In re The Mosaic Tile Company, 122 USPQ 578, 49 TMR 1237 (Tm. Bd., 1959). 

63. In re Yetter, 122 USPQ 618, 49 TMR 1355 (Tm. Bd., 1959). 

64. In re The Mosaic Tile Company, 122 USPQ 624, 49 TMR 1357 (Tm. Bd., 1959). 

65. In re The Southwestern Petroleum Co., 123 USPQ 54, 50 TMR 96 (Tm. Bad., 
1959). 

66. In re Meredith Publishing Co., 123 USPQ 557, 50 TMR 204 (Tm. Bd., 1959). 

67. In re Robertson Photo-Mechaniaz, Inc., 124 USPQ 141, 50 TMR 763 (Tm. Bd., 
1960). 

68. In re Birmingham Paper Company, 124 USPQ 427, 50 TMR 441 (Tm. Bd., 


re Seiberling Rubber Company, 124 USPQ 434, 50 TMR 444 (Tm. 
re The American Sealants Company, 124 USPQ 436, 50 TMR 444 (Tm. 
re Zephyr American Corporation, 124 USPQ 464, 50 TMR 649 (Tm. 
72. re Surelock Mfg. Co., Inc., 125 USPQ 23 (Tm. Bd., 1960). 

73. In re Helene Curtis Industries, Inc., 125 USPQ 352 (Tm. Bd., 1960). 


74. In re Bendiksen, 125 USPQ 357 (Tm. Bd., 1960). 
75. re M. K. M. Knitting Mills, Inc., 125 USPQ 536, 50 TMR 770 (Tm. Bd., 





re Shakespeare Company, 122 USPQ 339, 49 TMR 1231 (Tm. Bd., 1959). 
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the Examiner, ruled that since the design would become available 
to all upon expiration of the patent, it was not proper subject 
matter for trademark registration. 

On the other hand, the Board disagreed with the Examiner of 
Trademarks in the following cases in which the marks applied for 
were held not to be merely descriptive: FRUIT-FRESH for an ascorbic 
acid preparation for use in preserving the color and flavor of 
fruits ;'* sare Buy for used automobiles reconditioned according 
to applicant’s specifications ;** GREEN LIGHT for used, reconditioned 
automobiles ;* certirreD for motor oil (under Sec. 2(f)) ;°° HoLD 
Loap for paper liners for box cars and trucks ;** DANGER sIGNAL for 
threaded fittings inserted in apertures in tubes or pipes at spaced 
intervals to close during operation of a process, or flow, line ;* 
sor: roz for leather shoes ;** Jos Firtep for the rental, cleaning and 
repair of working uniforms and industrial garments.™ 

One case involving registration of an allegedly common de- 
scriptive term came before the Court of Customs and Patent 
Appeals. The applicant there sought to register the word oFFICIAL 
as a trademark for seal presses.*° The Commissioner had held 
that the word as so used was incapable of distinguishing and had 


denied registration. On appeal, the Commissioner’s decision was 
affirmed despite the fact that, according to the Court, the word 
OFFICIAL was capable of losing its primary meaning and becoming 





77. In re Merck § Co., Inc., 122 USPQ 214, 49 TMR 1136 (Tm. Bd., 1959). 

78. In re Ford Motor Company, 122 USPQ 328, 49 TMR 1227 (Tm. Bd., 1959). 
Applicant was, however, requested to amend the application by substituting a proper 
identification of the goods as reconditioned used automobiles. 

79. In re Ford Motor Company, 122 USPQ 328, 49 TMR 1227 (Tm. Bd., 1959). 
Registration again was conditioned upon amendment properly identifying the goods as 
reconditioned used automobiles. 

80. In re Fleet-Wing Corporation, 122 USPQ 335, 49 TMR 1229 (Tm. Bd., 1959). 
The Board pointed out that the word was not used in its primary literal sense, but as 
a designation of origin and had been so used since 1936. 

81. In re Central States Paper § Bag Co., 122 USPQ 621, 49 TMR 1356 (Tm. Bd., 
1959). The words were held to be used in a manner not merely descriptive, but sug- 
gestive. 

82. In re Crawford Fitting Company, 123 USPQ 43, 50 TMR 90 (Tm. Bd., 1959). 
Held to be highly suggestive, but not merely descriptive. 

83. In re Miller Shoe Co., Inc., 123 USPQ 459, 50 TMR 525 (Tm. Bd., 1959). The 
Board commented that no one would be prevented from making a fair and proper use 
of “soft toe” in the primary descriptive sense. The Examiner had refused registration 
on the ground that the mark was nothing but a misspelling of a common trade term. 

84. In re National Overall Dry Cleaning Co., 123 USPQ 556, 50 TMR 203 (Tm. 
Bd., 1959). The phrase was held to have no particular meaning as applied to applicant’s 
cleaning and repair services of uniforms and industrial garments; it was considered 
merely suggestive. 

Opposition and cancellation proceedings, based on alleged descriptiveness or generic- 
ness of an applicant’s or registrant’s trademark will be treated below, in Part II, Sub- 
division II, a. 

85. In re Meyer §& Wenthe, Inc., 267 F.2d 945, 122 USPQ 372, 50 TMR 59 (CCPA, 
1959). 
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distinctive under Sec. 2(f). The Court there found the evidence 
actually submitted by the applicant for the purpose of meeting 
the requirements of Sec. 2(f) to have been insufficient. 






g. Rejection Based on Section 2(a) of the Act of 1946 


While there appear to be no reported decisions during the last 
twelve months on the meaning of “primarily geographically de- 
scriptive”, under Sec. 2(e) of the Act, there have been three rather 
unusual precedents discussing some of the absolute grounds for 
rejection under Sec. 2(a). In one instance, in Jn re P. J. Valcken- 
berg, GmbH,* an application had been filed to register MapoNNA 
for wine. Registration had been refused on the ground that 
MADONNA as applied to wine should be considered scandalous under | 
See. 2(a), as it had been held to be by the Court of Customs 
and Patent Appeals under the Act of 1905.*° The Appeal Board 
has now ruled that the word is equally unregistrable under the 
Act of 1946, despite the fact that wines under that name had 
been shipped to the United States from Germany since 1934. 

Two cases involved registrability of designs which, according 
to the Examiner, consisted of simulations of the Great Seal of 
the United States and were, therefore, unregistrable under Secs. 
2(a) and (b) of the Act. The Board found, however, in both cases 
that the resemblance between the applicants’ marks and the Great 
Seal was not sufficiently strong to justify refusal of registration 
on that ground.* * 

The Board also disagreed with the Examiner with regard to 
the registrability of the term u.s. HEALTH cLUB for vitamin tablets.” 
It had been the Examiner’s view that use of the letters “U.S.” 
would “falsely suggest a connection” with the United States Gov- 
ernment and that registration was, therefore, prohibited by See. 
2(a). The Board observed that there were over 90 registrations 
in existence consisting of or including the letters “U.S.” and that 
the registrability of these letters had to be determined in each 
case by the nature of the goods for which registration was sought. 
Consequently, registration should not be denied where no one 

























































































86. 122 USPQ 334, 49 TMR 1229 (Tm. Bd., 1959). Cf. Abramson, Notes from 
the Patent Office, 50 TMR 243 (1960). 

87. In re Riverbank Canning Company, 95 F.2d 327, 37 USPQ 268, 28 TMR 257 
(CCPA, 1938). 

88. In re American Box Board Company, 123 USPQ 508, 50 TMR 293 (Tm. Bd., 
1959). 
89. In re National Van Lines, Inc., 123 USPQ 510, 50 TMR 293 (Tm. Bd., 1959). 
90. In re Horwitt, d.b.a. U. 8S. Health Club, 125 USPQ 145 (Tm. Bd., 1960). 
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would be misled into believing that the applicant had a connec- 
tion with or that the product was approved or sponsored by the 
Government. No such assumption could be made, in the Board’s 
opinion, with regard to the use of the words vU.s. HEALTH CLUB for 
vitamin tablets. 

To those familiar with well-known cigarette brands of Euro- 
pean origin, it must have come as a surprise to learn that both the 
Ixaminer and the Board refused to register the trademark sENnvuss1, 
on the ground that this was the name of a Moslem sect whose 
tenets forbid the use of cigarettes." According to the Board, reg- 
istration and use of the name of a religious order as a trademark 
for a product which may not be used by its members would be 
“an affront to such persons” and would tend to “disparage their 
beliefs”. In other words, s—Nussi was held to be “scandalous” as 
used on cigarettes, although it had been registered in Germany 
in 1919 and had become known as one of the finer brands of Euro- 
pean-made cigarettes not only in Europe but in many other parts 
of the world. 


h. Surnames 


In In re Speer Filler Strip Company,” registration of the 
name SPEER was refused but the applicant was given leave to pre- 
sent evidence of distinctiveness under Sec. 2(f) of the Act. In 
In re Carl Braun, Camerawerk,® the mark BRAUN CAMERAS Was 
denied registration because the word BRAUN was applicant’s own 
surname; the argument that “Braun” in German meant the color 
brown and therefore was not “primarily merely a surname” was 
rejected both by the Examiner and the Board. 


1. Disclaimer and “Mutilation” 


The Board in a few eases had to pass upon the borderline 
between permissible disclaimers, on the one hand, and removal of 
unregistrable portions of a trademark on the other. Where an 
applicant sought to register a composite mark which included the 
word MELENZATA, it was held that this word was not a coined word 
without meaning, but actually the Italian word for eggplant, 
“melanzana”, with only two letters changed. Since applicant’s 
product was marinated eggplant and was offered to the public 


91. In re Reemtsma Cigarettenfabriken G.m.b.H., 122 USPQ 339, 49 TMR 123 
(Tm. Bd., 1959). 

92. 122 USPQ 614, 49 TMR 1353 (Tm. Bd., 1959). 

93. 124 USPQ 184, 50 TMR 766 (Tm. Bd., 1960). 
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under the trademark mMANcrtNI, it was held that a disclaimer was 
not acceptable but that the word was, for all practical purposes, 
the name of the goods and should be removed from the drawing.”* 
On the other hand, the Board overruled the Examiner in Jn re 
Cohn, where registration of a design including a large lifesaver 
with a drawing of a man in a swimming suit grasping a rope 
attached thereto was sought without the words om Garp which 
were actually used by the applicant in connection with the picture 
in selling its lubricants. The applicant had previously registered 
the same composite mark including the words om Garp and TRANS 
GARD. It was the Board’s view that the registration of the life- 
guard and lifesaver alone made a commercial impression sep- 
arate and apart from om Garp and that for this reason the mark 
should be permitted registration without these words. But the 
Examiner was affirmed in refusing to register the term Miss 
GEORGIA REAL CHURNED for buttermilk; the applicant had previ- 
ously registered Miss GEora1a for various dairy products, including 
buttermilk. It was the Examiner’s opinion that the notation REAL 
CHURNED being merely descriptive, did not constitute an integral 
part of the composite mark and should, therefore, be removed 
from the drawing. The Board agreed with this ruling. 


j. Ex Parte Rejection Based on Likelihood of Confusion 


Since the creation of the Trial and Appeal Board, more 
appeals from final rejection based on likelihood of confusion with 
a previously registered trademark appear to have been taken than 
during earlier years.*’ On the other hand, only a very small number 
of cases of this sort reached the Court of Customs and Patent Ap- 
peals upon further appeal. Indeed, it will be pointed out hereafter 
that only two Court of Customs and Patent Appeals decisions 
have been found during the period here under review which con- 
sidered an ex parte appeal based on rejection by the Patent Office 
tribunals on the ground of likelihood of confusion. It appears, 
from an examination of over 35 decisions reviewing final rejec- 
tions by the Examiner of Trademarks on this ground, that he was 


94. In re The Mancini Packing Company, 122 USPQ 298, 49 TMR 1225 (Tm. Bd., 
1959). 

95. 122 USPQ 407, 49 TMR 1350 (Tm. Bd., 1959). 

96. In re Miss Georgia Dairies, Inc., 125 USPQ 77 (Tm. Bd., 1960). 

97. According to information received from Board Member Lefkowitz in July 
1960, there have been 397 appeals during the period from September 1958 through June 
30, 1960, from decisions of the Examiner of Trademarks in ex parte cases. Of these, 
236 have been disposed of and resulted in 188 affirmances and 48 reversals. 
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reversed in not more than five cases. This undoubtedly must be 
attributed to a large extent to a policy of the Examining Division 
to resolve doubts concerning likelihood of confusion with a pre- 
viously registered trademark in favor of the applicant and to 
resort to final rejection only in situations in which likelihood of 
confusion would seem to be so clearly present that publication of 
the mark in the Official Gazette would almost certainly result in 
the filing of a notice of opposition on the part of one or more 
previous registrants. 

It may be of interest briefly to tabulate those marks which 
were rejected ex parte by the Examiner and on appeal. In the 
following tabulation, the applicant’s mark is listed first: contour 
CONTROL with a drawing of a woman resting on a mattress, for 
mattresses and box springs, and the marks CONTOUR CHAIR-LOUNGE 
and contour for chairs ;** CITATION worsTtED for men’s suits, top- 
coats, overcoats and sports coats, and citation Fasrics for silk and 
cotton piece goods;°® puraFiLm for laminated and/or extrusion- 
coated translucent or transparent packaging films, and puROFOIL 
for similar film material laminated to a metallic foil; THRIFTEE 
for sponge mops and sponge mop refills, and tTHrirt for mops ;™™ 
SEISMO-JET for seismographic explosive packages, and SEISMO CAP 
for electric blasting caps;?” sEILER’s as a service mark for cater- 
ing food, and sEILEr’s for smoked fish and smoked and cured meats 
of many kinds ;** FaARMLINE for electrical motors, and FARMSTARTER 
and FARMOTOR for magnetic motor controls for starting and stop- 
ping electric motors and for electric motors, respectively ;'°* KISMET 
CASHMERE (“Cashmere” disclaimed) for ladies’ and misses’ coats, 
and KISMET KLOTH for silk piece goods ;** score for a dishwashing 
compound, and s’cor previously registered for toilet soap, liquid 


98. In re Restonic Corporation, 122 USPQ 100, 50 TMR 362 (Tm. Bd., 1959). 
Doubt was also expressed whether the illustration of a woman lying on a mattress 
fitting the contour of her body used in conjunction with the mark applied for actually 
constituted more than a mere illustration of applicant’s mark. 

99. In re Joseph & Feiss Company, 122 USPQ 159, 49 TMR 1135 (Tm. Bd., 1959). 
The Board also suggested that the applicant’s alleged mark might well be considered 
generic. 

100. In re The Dow Chemical Company, 122 USPQ 161, 49 TMR 1135 (Tm. Bd., 
1959). 

101. In re W. E. Kautenberg Co., 122 USPQ 220, 49 TMR 1137 (Tm. Bd., 1959). 

102. In re Trojan Powder Company, 122 USPQ 325, 49 TMR 1225 (Tm. Bd., 1959). 

103. In re H. J. Seiler Co., 122 USPQ 330, 49 TMR 1228 (Tm. Bd., 1959). This 
involved likelihood of confusion between applicant’s service mark and a previous regis- 
tration of the identical term as a trademark. 

104. In re The Brown-Brockmeyer Company, 122 USPQ 331, 49 TMR 1228 (Tm. 
Bd., 1959). 

105. In re Regal Garment Corporation, 122 USPQ 397, 50 TMR 89 (Tm. Bd., 
1959). 
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cleaning compound and concentrates ;°° Jack N’ JILL with an illus- 
tration for hosiery, and Jack aNnp Jiu for shoes for infants, babies, 
children, youths and misses; LONDON WALKERS for men’s shoes, 
and BRITISH WALKERS with an illustration for women’s and men’s 
shoes ;*°° mr. z for women’s suits, blouses, skirts, sweaters and 
coats, and z TarLors for men’s and women’s suits, slacks, overcoats 
and sports coats ;*°’ mMouLInex for electrically operated nonheating 
culinary appliances, and MouLI and MOULI MULTI CRACKER for food 
graters, slicers, shredders, and mills for a nut and _ lobster 
cracker ;*° pLastoMeEric for a sealing compound for glass, metal 
and stone surfaces, and Lasto-meEric for joint sealing compounds ;""’ 
HOOVER and HOOVER with a design of a lightning bolt for electric 
dynamos, actuators and solenoids, and Hoover for electric mo- 
tors; post GraD for men’s pants and sports coats, and uNDER- 
GRAD and PREP-GRAD for boys’ clothing ;’** sprca and a stylized draw- 
ing of a grain of wheat enclosed in a triangle, for canned, bottled 
and preserved foods including hors d’oeuvres, fish, pizza, ete., and 
a similar drawing with the letters s.p.1.c.a. for alimentary pastes ;** 
“D” for electrical condensers, and “D” for capacitors, time delay 
relays and printed electronic circuits ;**° DACRO-PRENE for fire hose 


of the synthetic fiber jacket, neoprene-lined type, and pacron for 
synthetic polyester fibers and yarns;’* reLopar for photographic 
and lens systems, and TEeLor for supplementary telephoto lenses 
for motion picture cameras ;7"’ LEctTRIcAIRE for electrically operated 
air cleaner, and ELECTROATRE for ozone generators ;'* LA FINESSA 


106. In re Economics Laboratory, Inc., 122 USPQ 577, 49 TMR 1236 (Tm. Bd., 
1959). 

107. In re Marks, 122 USPQ 616, 49 TMR 1354 (Tm. Bd., 1959). 

108. In re Atkinson Shoe Corp., 123 USPQ 52, 50 TMR 95 (Tm. Bd., 1959). 

109. In re Grant Avenue Fashions, Inc., 123 USPQ 53, 50 TMR 95 (Tm. Bd., 
1959). 

110. In re Société d’Etudes et d’Exploitation Chimie et Mécanique Legumex, 125 
USPQ 239, 50 TMR 291 (Tm. Bd., 1959). 

111. In re Plastic Products Company, 123 USPQ 274, 49 TMR 1361 (Tm. Bad., 
1959). 

112. In re Hoover, 123 USPQ 394, 50 TMR 365 (Tm. Bd., 1959). 

113. In re Henry I. Siegel Co., Inc., 123 USPQ 419, 50 TMR 76 (Tm. Bd., 1959). 
Applicant’s contention that the term GRAD was descriptive and not subject to exclusive 
appropriation by anyone was rejected by the Board on the ground that the mere fact 
that a term may be found in a dictionary does not in and of itself make such term 
descriptive of all products on which it may be used. 

114. In re Wax & Vitale, 123 USPQ 456, 50 TMR 524 (Tm. Bd., 1959). 

115. In re Industrial Condenser Corp., 123 USPQ 458, 50 TMR 525 (Tm. Bd., 
1959). 

116. In re Lee Rubber & Tire Corporation, 123 USPQ 512, 50 TMR 294 (Tm. Bad., 
1959). Held that purchasers of applicant’s goods would immediately associate his 
trademark with the registered trademark DACRON. 

117. In re Meopta, Narodni Podnik, 123 USPQ 583, 50 TMR 436 (Tm. Bd., 1959). 

118. In re Radex Corporation, 124 USPQ 184, 50 TMR 766 (Tm. Bd., 1960). 
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for woolen, worsted and cashmere piece goods, and FINESSE for 
b) b 
cotton piece goods;"® SLEIGH BELLES BY MOXEES for women’s and 


2120 


children’s snow boots, and sLEIGH-BELL for children’s snow suits; 
citrus for canned orange juice, and crrcus for canned vegetables ; 
FLYING A with a design of wings extending from the letter “A” for 
gasoline and lubricating oil, and three registrations showing the 
letter “A” within a shield supported by stylized wings, for lubricat- 
ing oil;'** twin for electric circuit breaker assemblies, and TwIn- 
BLOK for junction blocks which become part of prefabricated elec- 
.trical wiring harnesses and systems;’** meErito for rum, and 
MARQUES DEL MERITO for wines ;?** SPARKLET alone and with design 
for electric drink blenders, pouring spouts and strainers, and 
SPARKLETS for compressed carbonic acid gas and for covered si- 
phons and bulbs or capsules for containing compressed or liquified 
gas ;’*° Mira MAGIC MAID for garbage disposers, and Macic mat for 
electric percolators, sad irons, toasters and hot plates ;**° suzANNE’s 
and pictorial matter for frozen pastries, and susans for biscuits ;**7 
BEN FRANKLIN for envelopes, and a portrait with design mark in- 
cluding the name FRANKLIN for notebooks, tablets, ete.*** scoTsMoor 
for textile carpets and rugs, and scors-wat for rugs and carpets of 
fiber ;**° “B” with a lightning slash therethrough for electrical con- 
nectors, and “B” for radio contact pins, prongs, point jacks, ete. ;*°° 
OCEAN cuLUB for frozen fish, and sEa cLvuB for canned salmon ;*** ROTO- 
rRATE for railway brake rigging and parts thereof, and ROTOBRAKE 
for brakes for vehicle wheel and axle assemblies ;**? Mopac for a 


119. In re H. M. Prince Tertiles Inc., 124 USPQ 190, 50 TMR 768 (Tm. Bd., 
1960). The Board refused to attach any weight to a letter of consent obtained from 
the registrant despite some differences both in the mark and in the goods. 

120. In re The Belarade Shoe Company, 124 USPO 384 (Tm. Bd., 1960). 

121. In re Southern Fruit Distributors, Inc., 124 USPQ 435, 50 TMR 444 (Tm. 
Bd., 1960). citrus and circus held to be confusingly similar despite complete difference 
in meaning of the two terms. 

122. In re Tidewater Oil Company, 124 USPQ 516 (Tm. Bd., 1960). Here, again, 
a letter of consent by previous registrant held insufficient to overcome the prohibition 
of See. 2(d). 

123. In re General Electric Company, 125 USPQ 79 (Tm. Bd., 1960). 

124. In re National Distillers and Chemical Corporation, 125 USPQ 197 (Tm. Bd., 
1960). Other difficult legal problems raised in this proceeding will be discussed below, 
see text and n. 171. 

125. In re Knapp-Monarch Company, 125 USPQ 204 (Tm. Bd., 1960). 

126. In re National Sales, Inc., 125 USPQ 246, 50 TMR 651 (Tm. Bd., 1960). 

127. In re Suzanne’s Frozen Foods, 125 USPQ 307 (Tm. Bd., 1960). 

128. In re The American Envelope Company, 125 USPQ 309 (Tm. Bd., 1960). 

129. In re Jambyrl, Inc., 125 USPQ 317 (Tm. Bd., 1960). 

130. In re Burndy Corporation, 125 USPQ 497 (Tm. Bd.. 1960). 

131. In re Fishery Products, Inc., 125 USPQ 533, 50 TMR 770 (Tm. Bd., 1960). 

132. In re American Steel Foundries, 125 USPQ 533, 50 TMR 770 (Tm. Bd., 1960). 
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modified milk formula, and mopauac for a modified low-fat milk ;*** 
Hy-top for vegetable shortening, and H1GH tor for wheat flour.’* 

The Board reversed the Examiner of Trademarks only in the 
following cases: NATIONAL so FRESH for fresh, fresh frozen, quick 
frozen and pre-cooked frozen poultry and parts thereof, and na- 
TIONAL, previously registered for canned beef, pork, lamb, ete. ;**° 
“303” for fuel oil additives, and a design mark including interlock- 
ing circles, one bearing the words GRaAPH:TEx and the numerals 
305” thereunder, for lubricating oils ;**° KEEP-Tys for knot retainers 
for shoe laces of infants’ shoes, and stay-tys for shoe laces;’* a 
composite mark including the words SLUMBERLAND SOFA-MATE for 
sofas, cushions, chairs and couches, and sora-Mmatic for sofas, beds, 
and folding sofa bed constructions.*** 

The Board also reversed the Examiner of Trademarks in Jn re 
Societe des Parfums Schiaparelli, S.A.,°° where an application to 
register st for perfumery and beauty products, cosmetics and den- 
trifrices, had been rejected because of previous registration of 
the term mats out. The Board, in an opinion by Assistant Commis- 
sioner Leeds, acknowledged that the Examiner had correctly re- 
fused registration in view of the earlier decision by the Court of 
Customs and Patent Appeals,” but, admitting its departure from 
the quoted CCPA decision, nevertheless reached the conclusion 
that confusion was not likely to result from simultaneous use of 
the single word st and the phrase mats OUT. 

In what appears to be the only case on this issue which reached 
the Court of Customs and Patent Appeals, the court, in a three- 
to-two decision, sustained the Patent Office tribunals’ final rejec- 
tion of the trademark cuLTuRED BEMBERG for certain types of fabric 
because of a prior registration of the mark cuLTuRED corTon for 


133. In re Gerber Products Company, 126 USPQ 20 (Tm. Bd., 1960). 

134. In re Vegetable Oil Products Company, Inc., 126 USPQ 24 (Tm. Bd., 1960). 

135. In re National Tea Co., 122 USPQ 617, 49 TMR 1354 (Tm. Bd., 1959). The 
Board held the difference in goods to be sufficient in view of the fact that the word 
NATIONAL had been registered over a thousand times for various products. 

136. In re National Aluminate Corporation, 123 USPQ 273, 49 TMR 1360 (Tm. 
Bd., 1959). No confusion found in view of the difference in goods and channels of dis- 
tribution, although applicant’s mark was incorporated in toto in the previous registrant’s 
composite mark. 

137. In re Creative Craft Co., Inc., 124 USPQ 186, 50 TMR 767 (Tm. Bd., 1960). 
In view of the difference in goods, the similarity in connotation was insufficient to cause 
purchaser confusion. 

138. In re Slumberland Products of Rhode Island, Inc., 125 USPQ 252, 50 TMR 
653 (Tm. Bd., 1960). Held that the two marks involved differed in appearance and 
suggestive significance apart from the inclusion of the descriptive word “sofa.” 

139. 122 USPQ 349, 49 TMR 1215 (Tm. Bd., 1959). 

140. Bourjois, Inc. v. Parfums Schiaparelli, Inc., 72 USPQ 32, 37 TMR 80 (Com’r, 
1946). 
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cotton textile fabrics.’** The Commissioner had expressed the 
view that fabrics marked CULTURED BEMBERG and CULTURED COTTON 
respectively might cause a purchaser to believe that the products 
emanated from a single source. Judge Rich, speaking for the 
majority, noted that the Patent Office tribunals should be upheld 
despite the fact that the applicant had offered to disclaim the word 
“Cultured”. According to the Court, the disclaimer, even if en- 
tered, would not affect the fact that the two terms, looked upon 
as a whole, may be likely to cause confusion. Nor did the Court 
go along with applicant’s suggestion that the mark should at least 
be published for opposition purposes, as it was by no means certain 
that the registrant of cuLTURED cotton would even file a notice of 
opposition. In conclusion, Judge Rich stated: 


“The point we wish to make is that many in the class of people 
who buy BEMBERG piece goods are not trademark sophisticates 
and in making a ‘pure hypothesis’ about the likelihood of con- 
fusion or mistake as to origin we cannot assume them to be 
such. For this reason, we have not been swayed by the 
$6,000,000 spent since 1930 in advertising BEMBERG products 
or by the ten prior registrations of that mark.” ** 


The two dissenting judges took the view that the emphasis placed 
by the majority on the word “Cultured” in effect nullified the prin- 
ciple of considering the marks in their entirety. The decision em- 
phasized the complete dissimilarity in looks, sound and meaning 
of the words BEMBERG and corTron and suggested that, according 
to the majority opinion, a virtual monopoly in the word cuLTURED 
in favor of the previous registrant would result. It would seem 
to this writer that, in view of the worldwide celebrity of the word 
BEMBERG, much could be said in favor of the dissenting view which 
criticized the majority for “sorely underestimating the intelligence 
of the average purchaser”; it would seem that the issue of likeli- 
hood of confusion was sufficiently doubtful to justify publication 
of the mark in the Official Gazette which would, at least, have re- 
sulted in an indication whether the previous registrant would have 
considered himself injured by the registration of another mark in- 
cluding the word “Cultured” for a different type of fabric. 


141. In re Beaunit Mills, Inc., 274 F.2d 436, 124 USPQ 370, 50 TMR 267 (CCPA, 
1960). 
142. 124 USPQ 370, 373; 50 TMR 267, 270. 
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k. Service Marks 


The relatively few decisions by the Board concerning registra- 
bility of service marks during the past year require but little com- 
ment.*** In In re ACF Industries, Inc.,“** an application had been 
filed to register MASTERS OF RE-CARBURETION for inspection, repair 
and tune-up services in connection with internal combustion en- 
gines. It was held that the advertising leaflets using the above 
term in distinctive manner did not refer to it for the purpose of 
promoting applicant’s services, but were used rather to identify 
persons who had received applicant’s training. Similarly, a manu- 
facturer of meat products including “wieners” was unsuccessful 
in seeking to register WIENERMOBILE for entertainment services in 
connection with the sale of this product.’** It was held that the 
device sought to be registered was but an “advertising gimmick” 
in the nature of a specially constructed vehicle in the shape of a 
wiener which was equipped for playing phonograph records and 
for making public announcements. The vehicle prominently dis- 
played the name oscar MAYER on the side panels. The Board agreed 
with the Examiner that the term wiENERMOBILE merely identified 
the vehicle “used as a prop in the performing of applicant’s ser- 
vices” and did not identify any services as such. 

On the other hand, an applicant succeeded in registration of 
FORT REP/UTATION as a service mark for the finishing of textile 
fabries.*** In the Examiner’s opinion, the mark was used to identify 
the textile finish itself, rather than applicant’s services. The Board 
ruled, however, that since applicant did not sell a finish but actu- 
ally rendered a finishing service, the mark was properly used to 
indicate applicant’s services, rather than a product. 


l. Certification and Collectiwe Marks 


The only Board decision dealing with the concept of collective 
marks was in In re Safe Electrical Cord Committee,’ where it 
was sought to register a device indicating that certain electrical 
cords had been inspected and approved for safety by an under- 
writers’ laboratory, to which the products of the members of ap- 
plicant’s committee were submitted for inspection. Both the Ex- 


143. Cf. Abramson, Notes from the Patent Office, 50 TMR 414 (1960). 

144. 122 USPQ 163. 49 TMR 1116 (Tm. Bd.. 1959). 

145. In re Oscar Mayer & Co., Inc., 124 USPQ 471, 50 TMR 642 (Tm. Bd., 1960). 

146. In re United Merchants and Manufacturers, Inc., 124 USPQ 11, 50 TMR 366 
(Tm. Bd., 1959). 

147. 125 USPQ 310 (Tm. Bd., 1960). 
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aminer and the Board reached the conclusion that the label involved 
was not used by the members of an organization to identify their 
services or to indicate membership in an organization, but solely 
for the purpose of advising purchasers of the fact that the labora- 
tories had inspected the members’ goods and approved them as 
safe. 


2. Trademark Use and Ownership 


a. Extent and Character of Use Requirements Under Section 1 
of the Act 


1. Application Based on Foreign Registration or Application 
(a) Requirement of Verification 

A major change in the Trademark Rules concerning applica- 
tions filed by foreign applicants was announced by the Commis- 
sioner in April 1960.*** It may be recalled that, contrary to earlier 
practice, a rule was established a few years ago which permitted 
the filing of applications by foreign applicants based on a foreign 
registration or pending application without verification and with- 
out including certain other requirements specified in Rule 2.33 for 
domestic applications. Since it had been feared that applications 
so filed may be found defective, the Office has now reverted to the 
original practice under the Act of 1946. As a result, the new rule, 
which became effective May 12, 1960, specifies that a foreign ap- 
plicant must comply with all the requirements set forth in Rule 2.33 
except that the statement with regard to use of the mark may be 
omitted in accordance with Rule 2.39. 
(b) May a U.S. Assignee Secure Registration Based Solely on Application by a 

Foreign Applicant Without Allegation of Use of the Mark in Commerce? 

The just-mentioned change of the rules with regard to foreign 
applicants or registrants has not resolved numerous issues of a 
more substantive nature which continue to arise in the examina- 
tion of applications based on Sec. 44(e) of the Act and Article 6 
of the International Convention. Thus, an interesting question 
arose in In re the Attorney General of the United States, assignee 
of J. A. Henckels Zwillingswerk A.G.* with regard to the right 
of the Attorney General to register certain famous German trade- 
marks for which an application had been filed by the German manu- 
facturer but which, in the course of an opposition proceeding 
instituted by the Attorney General (Office of Alien Property), 


148. 25 Fed. Reg. 3125 (April 12, 1960). 
149. 123 USPQ 46, 50 TMR 91 (Tm. Ba., 1959). 
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had been assigned by the German concern to the latter. It was 
held by the Board that the Attorney General was not entitled to 
secure the registrations despite the assignment, since he was not 
one of the persons identified in Sec. 44(b) of the Act of 1946 who 
would be entitled, under the International Convention, to rely on 
an assignment from the foreign applicant. In other words, it was 
here decided that under no circumstances may an American as- 
signee acquire the Convention benefits which would be available to 
a foreign applicant under Sees. 44(b) and (e) of the Act of 1946. 
On reconsideration,’*° the Board adhered to its earlier decision. 


(c) “Eligibility” of Foreign Trademark Under Section 44(e) of the Act 

The Board had to pass upon an application for registration of 
five alleged trademarks for drinking glasses and glass cups which 
had been previously registered in Czechoslovakia in In re Karlo- 
varske Sklo, Narodni Podnik. Registration had been denied 
by the Examiner on the ground that the words GIANT sNIFTER, 
which were combined in hyphenated form with LonG FAcE, sLIM 
LADY, THICK BERTA, MOON FACE and STOUT GENTLEMAN, merely stood 
for “giant snifter” and were descriptive of stemmed glasses in this 
country and, therefore, lacked trademark significance. On appeal, 
the applicant argued that since Czechoslovakia belonged to the 
aris Convention, it was entitled to registration based on the for- 
eign registrations, in accordance with Article 6 of the Convention, 
regardless of whether or not the designations were considered 
registrable under Sec. 2 of the 1946 Act. The Board, however, 
held that under the present wording of Sec. 44(e), a mark entitled 
to Convention protection may be registered on the Principal Reg- 
ister only “if eligible”, otherwise it is registrable on the Supple- 
mental Register, and that Article 6 of the Convention itself 
permitted refusal of registration of trademarks which had no dis- 
tinctive character under the law of the country where registration 
was sought subsequent to registration in the country of origin. 


2. What Constitutes Trademark “Use” 

Although the “affixation” requirement of the Act of 1905 has 
been considerably relaxed in Sec. 45 of the Act of 1946, under which 
use even on displays associated with the applicant’s products may 
satisfy the “use” requirement of Sec. 1, it still remains true that 
trademark use in advertising alone will not suffice. Thus, an 


150. 123 USPQ 328, 50 TMR 92 (Tm. Bd., 1959). 
151. 122 USPQ 583, 49 TMR 1221 (Tm. Bd., 1959). 
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application to register a composite mark in Class 38 for books, 
pamphlets and similar merchandise was rejected where the ap- 
plicant’s mark actually identified certain light weight structural 
material of which the applicant’s printed materials appeared to 
be merely informational or promotional.’ Applicant’s contention 
that the owner of a valid trademark for merchandise was also 
entitled to register the mark for “utterances or publications” which 
were incidentally distributed was rejected by both the Examiner 
and the Board. And in Jn re Webcor, Inc.,** the Board pointed 
out that use by an applicant of a mark for phonograph records on 
panels of a truck did not constitute trademark use but only use 
in advertising, which was insufficient to support an application for 
registration. 
Nor will an application for registration of a service mark for 
insurance services be accepted where the specimens submitted con- 
stitute only an announcement of an intention to use the mark in 
the future but fail to indicate that the insurance services are 
rendered at the time of filing of the application.** 


3. First “Use” of New Drugs Under Section 505 of the Food, Drug & Cosmetic Act 

A rather significant and welcome decision was recently handed 
down by the Board in an opposition proceeding, the outcome of 
which turned upon the question of determination of the require- 
ment of ‘first trademark use” of a pharmaceutical product under 
the “new drug” section of the Food, Drug and Cosmetic Act.’ 
It appeared in Chas. Pfizer & Co. v. R. J. Moran Co.,** that the 
applicant had sold a cough medicine containing a narcotic since 
February 26, 1958, and had without doubt been the first to make a 
commercial sale. The opposer, however, who had secured a regis- 
tration of a similarly sounding and looking mark for an anti- 
diabetic preparation, established that it had shipped a quantity of 
its preparation to physicians as early as January 1958, for the 
purpose of conducting independent clinical investigations thereof, 
and that such shipments were continued thereafter until, in Oc- 
tober 1958, “new drug” approval was obtained from the Food and 
Drug Administration and commercial sales began. In other words, 


152. In re Douglas Aircraft Company, Inc., 123 USPQ 271, 49 TMR 1333 (Tm. 
Bd., 1959). 

153. 122 USPQ 97, 50 TMR 361 (Tm. Bd., 1959). 

154. In re Nationwide Mutual Insurance Company, 124 USPQ 465, 50 TMR 640 
(Tm. Bd., 1960). 

155. Sec. 505 (a) (b). 

156. 125 USPQ 201 (Tm. Bd., 1960). 
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the record showed that opposer’s first commercial shipment started 
more than six months subsequent to applicant’s first commercial 
use ; it was held, however, that in determining the issue of priority, 
the Office was not bound to take into consideration only the date 
of the first sale, but the first use of a trademark on a pharmaceu- 
tical product may be established by proof of shipments for in- 
vestigational use, followed by ultimate approval of the new drug 
by the Food and Drug Administration. This decision should go 
a long way toward alleviating uncertainties and hardships fre- 
quently incurred by pharmaceutical concerns which are not per- 
mitted, under their regulatory statute, to use a trademark com- 
mercially on a new product until after the drug will have been 
approved by the Food and Drug Administration, sometimes long 
after the use of the mark on the first experimental shipment of 
the drug. 


4. When Are Services “Rendered in Commerce’? 


In past reports, criticism has been occasionally expressed in 
connection with the extremely narrow interpretation by the Patent 
Office tribunals of the language “services rendered in commerce”. 
A more liberal approach is reflected in the rather important deci- 
sion by the Board on reconsideration of the dismissal of a petition 
for cancellation in Zimmerman v. Holiday Inns of America, Inc.’™* 
Probably encouraged by earlier Patent Office rulings, the peti- 
tioner contended on motion for reconsideration that “providing 
meals and lodgings in motels are services which are inherently 
incapable of being rendered in commerce” even if such services are 
performed in a plurality of states. It was held, however, in an 
opinion by Examiner Bailey, that services of this sort which are 
“uniformly performed under the control of a single entity in loca- 
tions in a plurality of states” should be deemed to be “rendered 
in commerce”. As a result, a motion for reconsideration of the 
earlier Board decision, denying the petition, was also denied. 


157. Cf. The Tenth Year, infra n. 426, p. 7, 47 TMR at 894 and n. 70; The 
Eleventh Year, p. 7, 48 TMR at 1054, ns. 94, 95. An unusually narrow approach 
was taken by the Examiner of Trademarks in In re Aero Design and Engineering 
Co., 126 USPQ 210 (Tm. Bd., 1960), which involved an application to register ALTI- 
CRUISER for aircraft. Since it appeared that the sales of applicant’s plane were made 
on a so-called “fly-away” basis, the Examiner refused registration on the ground that 
the mark was not used in interstate commerce. The Board reversed for the reason that 
the manufacture and sale of aircraft was, of course, subject to federal regulation and 
that applicant was engaged in commerce within the meaning of the Lanham Act. 

158. 123 USPQ 549, 50 TMR 194 (Tm. Bd., 1959). The original decision is 
reported at 123 USPQ 86, 50 TMR 282 (Tm. Bd., 1959). 





800 THE TRADEMARK REPORTER Vol. 50 TMR 








It appears that the Examiner of Trademarks in the ex parte ex- 
amination of service marks may from now on adopt a similarly 
liberal interpretation and examine such applications from the view- 
point of the overall nature of the applicant’s business, rather than 
from that of the local or intrastate character of the individual 
services rendered. 


b. Status of U.S. Distributors of Foreign-Manufactured 
Merchandise 


The problem of “special ownership” of U.S. registrations by 
exclusive distributors or licensees has been discussed in these 
reports almost every year since Commissioner Leeds first held, in 
the Birnbaum case,’ that an importer of foreign-made merchan- 
dise could under no circumstances be considered the “owner” of 
the U.S. trademark and that registrations standing in the name of 
such distributors were subject to cancellation. It has been pointed 
out in previous reports’® that the Commissioner’s view has not 
been followed by the courts at least in those instances in which an 
exclusive distributor or licensee was involved, who had been held 
entitled to special ownership under the doctrine of the Scan- 
dinavian Belting and Bourjois cases,’ and, a fortiori, in cases 
in which the U.S. business and good will had been assigned to the 
distributor here.’ It would seem that even in the Patent Office 
itself the pendulum has begun to swing back toward the view that 
those exclusive distributors which had either created or played 
an important part in establishing a good will for the foreign prod- 
uct in the United States come within the definition of those persons 
who, under Sec. 45 of the Act of 1946, may qualify as trademark 
owners. In other words, appropriate emphasis seems to be placed 
on the fact that, according to Sec. 45, a trademark may be used 
not only by a manufacturer, but also by a merchant. In In re “21” 


159. Mackie-Lovejoy Mfg. Co. v. Charles Birnbaum, 102 USPQ 38, 44 TMR 1223 
(Com’r, 1954). See discussion, The Seventh Year, infra n. 426, pp. 4-5, 44 TMR at 999. 

160. Cf. The Tenth Year, infra n. 426, p. 9 et seg., 47 TMR at 899 et seq.; The 
Eleventh Year, p. 9 et seg., 48 TMR at 1058 et seg.; and The Twelfth Year, p. 8, 49 
TMR at 1037 and n. 83. 

161. Scandinavia Belting Co. v. Asbestos G& Rubber Works of America, Inc., 257 
F. 937, 9 TMR 136 (C.C.A, 2, 1919); Bourjois g Co. v. Katzel, 260 U.S. 689, 13 TMR 
69 (1923). 

162. Roger § Gallet v. Janmarie, Inc., 245 F.2d 505, 114 USPQ 238, 47 TMR 1126 
(CCPA, 1957); Watson, Comr. Pats. vy. E. Leitz, Inc., 254 F.2d 777, 117 USPQ 13, 48 
TMR 974 (C.A., D.C., 1958); cf. also Current Trademark Problems in Foreign Travel 
and the Import Trade, infra n, 429. 
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Brands, Inc.,** the Board ruled that a distributor of alcoholic 
beverages, some of which were produced for it by others and bore 
the distiller’s trademark, could register his own label as a house 
trademark with regard to all goods distributed by him, since he 
was clearly a “merchant” within the statutory definition. Again, 
it was held that a U.S. applicant was entitled to register a trade- 
mark including the words LONDON WALKERS—MADE BY JOHN WHITE 
OF ENGLAND because the goods so advertised were actually made by 
John White in England and since the term LONDON WALKERs should 
be considered “the merchant’s, as distinguished from a manu- 
facturer’s mark” to which certain explanatory statements were 
added.** 

On the other hand, it need hardly be stated that a U.S. agent 
or distributor who cannot make a showing either of an assignment 
or of the type of exclusive and special ownership which had been 
recognized in the Scandinavian Belting and subsequent cases,’® 
will not be protected either against infringers or against priority 
and ownership claims on the part of the foreign principal. For 
that reason, the U.S. assignee of the German manufacturer of the 
famous ROSENTHAL china recently defeated an opposition instituted 
by an American concern which claimed to have acquired U.S. 
distributing rights from the Swiss holding corporation of the 
German manufacturer in the early nineteen-twenties for the sole 
purpose of importing and selling the products.*® Assistant Com- 
missioner Leeds found that the nonuse of the mark by the original 
German manufacturer and his successors in title during the War 
was excusable nonuse and that neither the opposer nor his prede- 
cessor had shown that they had ever acquired valid title to the 
trademark in the United States. It may be noted, however, that 
Commissioner Leeds, in dismissing the opposition, questioned at 
the end of her decision the applicant’s title to the trademark on 
the ground that he seemed to be “merely a distributor” of the 
German-made porcelain and should be required to make a clear 
showing of his own ownership of the mark. 

It sometimes happens that a United States agent will register 
his principal’s trademark without the latter’s knowledge or ap- 
proval, or will refuse to cancel his registration after termination 


163. 123 USPQ 51, 50 TMR 94 (Tm. Bd., 1959). 

164. In re Atkinson Shoe Corporation, 123 USPQ 52, 50 TMR 95 (Tm. Bd., 1959). 

165. N. 168 infra. 

166. Shenango China, Inc. v. The Rosenthal Block China Corp., 122 USPQ 93, 
50 TMR 369 (Com’r, 1959). 
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of an agency relationship. Indeed, this problem seems to arise in 
international trade with sufficient recurrence to have resulted in 
the inclusion of a new provision in the International Convention 
specifically providing a remedy for the foreign principal in situa- 
tions of this sort.’ Thus, a recent Italian applicant for a trade- 
mark for cheese was confronted with an ex parte rejection on the 
ground that his trademark had already been registered in the name 
of his sole U.S. agent.’ It was, of course, held that under such 
circumstanees the foreign principal could not allege that the 
registration inured to his benefit since the agent had sworn— 
rightly or wrongly—that he was the owner of the mark at the 
time of the filing of the application; it would, therefore, be neces- 
sary for the foreign principal to seek cancellation of his agent’s 
registration or to secure an assignment of the registration to 
himself. 


Most recently, a well-known German manufacturer succeeded 
in having a registration canceled which had been secured in the 
United States by one of its distributors.*” The record before the 
Board revealed that it had never been contemplated under the 
agreement between the foreign manufacturer and the U.S. dis- 


tributor to confer ownership of the U.S. registration upon the 
latter and that, moreover, any rights which the registrant might 
have had, had reverted to the manufacturer upon termination of 
the contractual relationship between them. As an additional reason 
for cancellation, it was pointed out by the Board that even at 
the time of the filing of the application the registrant had not 
been the exclusive importer but that the manufacturer had ex- 
pressly reserved and in fact exercised the right to have his 
products distributed in the United States by others.’” 





167. Article 6 septies, as adopted at the Lisbon Conference of October 1958, 
authorizes a foreign principal to seek cancellation or assignment to himself in cases in 
which an agent or representative in another Convention country may have unauthorizedly 
registered the principal’s trademark in his own name. 

168. In re Fratelli Fulvi, 8S.A.R.L., 125 USPQ 249, 50 TMR 651 (Tm. Bd., 1960). 

169. Porzellanfabrik Weiden Gebr. Bauscher, Zweigniederlassung der Porzellan- 
fabrik Hutschenreuther A.G. v. Arthur Schiller & Son, 125 USPQ 313 (Tm. Bd., 1960). 

170. It may be mentioned here in passing that a New York district court, in the 
recent case of Majestic International Corp. v. Lumal Sales Co., Inc., 178 F.Supp. 906, 
124 USPQ 286 (D.C., 8.D. N.Y., 1959), denied relief to an alleged exclusive distributor 
of the German-made GRUNDIG products against importation of genuine products by a 
competitor, on the ground that plaintiff had failed to show that he had an exclusive 
right to the name GRUNDIG in the United States or that he was the owner of the name 
“by use or otherwise.” It should be noted that no registration in the United States of 
any of the trademarks involved had issued in plaintiff’s name. As a result, the court 
found neither trademark infringement nor unlawful interference with plaintiff’s con- 
tractual relationship with Grundig. For a more detailed discussion of these problems, 
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Finally, the hazards involved in recurrent change of owner- 
ship of registrations as between foreign manufacturer or principal 
and United States distributor were dramatically illustrated in the 
recent case of In re National Distillers and Chemical Corpora- 
tion," where the U.S. applicant sought registration of the term 
MERITO for rum but was rejected ex parte on the ground that 
MARQUES DEL MERITO had been previously registered for wine to 
another party. The latter proved to be the applicant’s foreign 
supplier, who, in 1946, had assigned to the applicant as sole dis- 
tributor all trademarks and labels including the good will con- 
nected therewith and had authorized the applicant to secure U.S. 
registrations of those marks which had not yet been registered. 
It was further provided that all marks except the trademark 
MERITO as used for rum were to be reassigned to the supplier upon 
termination of the agreement in 1958. Applicant reassigned the 
mark now cited as a reference against it to its supplier, and in the 
assignment instrument itself the applicant’s right to use MERITO 
for rum was reaffirmed. Although the Board found that applicant 
had sold meriro rum to a value of over 43 million dollars between 
1941 and 1958 and had expended more than a million dollars in 
advertising MERITO rum under its own name, registration was 
denied on the ground that under Sec. 2(d) of the Act, the sup- 
plier’s substantially identical registration of the same mark for 
wine prevented the allowance of applicant’s registration. The 
applicant thus remained unsuccessful despite the fact that it pre- 
sented a letter of consent from the registrant and notwithstanding 
the fact that the owner of the prior registration had expressly 
assigned all right, title and interest to the mark as used on rum 
to applicant who had been using it continuously for over 18 years 
with unusual commercial success. It is submitted that under such 
circumstances, the Patent Office should have granted the applica- 
tion and should have given weight to the letter of consent as well 
as to the established fact that over a long period of time the 
American public had become accustomed to associate the rum 
trademark with the applicant; it is hard to see what public interest 
could be served by the failure of the Office to take into account 


see Current Trademark Problems in Foreign Travel and the Import Trade, infra n. 429, 
and Callmann, Worldmarks and the Anti-Trust Law, 11 VANDERBILT L. Rev. 515 (1958). 
The special situation recently before the Court of Appeals of the District of Colum- 
bia, concerning ownership of the vested trademark ZEISS will be discussed infra, Part 
II, Subdivision III, a. and n. 313. 
171. 125 USPQ 197 (Tm. Bd., 1960). See also n. 124 supra. 
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the differences between products and marks in conjunction with 
the clear and complete understanding between applicant and regis- 
trant over a period of almost twenty years with regard to the 
division of ownership of the U.S. trademark rights in the MERITO 
mark.** 


c. Use by Related Companies 


In an earlier report attention had been called to the decision 
by Assistant Commissioner Leeds in the Donald case, in which the 
opinion had been expressed that an applicant may not rely on 
the related companies provision of the 1946 Act, See. 5, and may 
not claim that the use of a mark inures to his benefit unless the 
mark was openly used “in such manner as to identify the product 
on which it is used as a product of the applicant” and this, 
“irrespective of the terms of any agreement which may exist 
between him and someone else.” ** It was there pointed out that 
this view, under which disclosure of the licensor-licensee relation- 
ship on the label itself would be mandatory, did not seem in accord 
with modern theory of trademark law. The first Donald decision 
had been rendered by the Commissioner on petition during the 
prosecution of the application. When, therefore, after final rejec- 
tion by the Examiner of Trademarks, the case came before the 
Appeal Board, the decision by the Board was looked forward to 
by members of the trademark bar with unusual interest and some 
concern. To the disappointment of many, the Board’s decision 
did not even mention the earlier issue but now proceeded to deny 
registration on the ground that the applicant had not actually 
been in business when entering into the agreement under which 
the licensee was permitted to use the mark sought to be regis- 
tered.*** In so ruling, the Board made no reference to the fact 
that since the 1938 amendment to the Act of 1905 even persons 
“having no commercial establishment” had, under certain defined 
circumstances, a right to seek registration; it was this amend- 
ment which, before the Act of 1946, was frequently resorted to 
to enable originators of character names, cartoons and the like 
to seek trademark registrations for products made by their com- 





172. A petition for reconsideration has been filed. 

173. Ex parte C. B. Donald Co., 117 USPQ 485, 48 TMR 1028 (Com’r, 1958) ; ef. 
discussion in The Eleventh Year, infra n. 426, p. 11, 48 TMR at 1063 et seq. 

174. In re C. B. Donald Co., 122 USPQ 401, 49 TMR 768 (Tm. Bd., i959). 

175. Ch. 332, 52 Stat. 638, 492 O.G. 256 (1938); ef. Thralls, Collective Marks— 
The Act of 1938 Amending the Trade-Mark Act, 35 TM BuLL. 133 (May 1940). 
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mercial licensees even though they themselves may not have been 
engaged in actual trade. Nor did the Board seem to have been 
influenced by the fact that at the time of the filing of the appli- 
cation, the licensee was actually established in business, as contem- 
plated by the original agreement. It may well be argued that, for 
purposes of registration under Sec. 5, the crucial point of time 
should be that of the filing of the application, rather than that of 
the signing of the agreement under which the licensee had com- 
menced operations some time before the filing. Be that as it may, 
however, the more regrettable result of the Board’s decision was 
its failure to use this opportunity for the purpose of clarifying 
or, as was hoped, modifying the earlier decision on petition. As 
a result of the Board’s silence on the crucial issue, the applicant 
was deprived—even had he decided to appeal to the Court of 
Customs and Patent Appeals—of the opportunity to present this 
crucial issue to the appellate tribunal. On petition for reconsidera- 
tion, the Board, merely reiterated its former position that, at the 
time of the making of the agreement, no trademark had been in 
existence and could thus have been the subject of a license agree- 
ment.**® 

As was to be expected, courts, commentators and, most 
recently, the Board itself have taken issue with the broad observa- 
tion in the first Donald case making it mandatory for related 
companies fully to reveal the relationship on the label of the 
product.*” 

Thus, Judge Kirkpatrick, in The Alligator Company v. Robert 
Bruce, Inc.,** denied a motion by the defendant to dismiss and 
for summary judgment in an infringement suit instituted by the 
foreign manufacturer’s U.S. exclusive distributor of the famous 
ALLIGATOR sports shirts which was based primarily on the con- 
tention that the aLLicatTor trademark no longer identified plaintiff’s 
merchandise in the United States and should be held to have been 
abandoned. It was defendant’s contention that the plaintiffs could 
not rely on Sec. 5 of the 1946 Act (although the license agreement 








176. InreC. B. Donald Co., 122 USPQ 535, 49 TMR 873 (Tm. Bd., 1959). 

177. For criticism of the Donald case, see Woodward, Some Observations on Leaiti- 
mate Control of the Nature and Quality of the Goods, 49 TMR 609 (June 1959) ; 
Halliday, Safeguarding the Integrity of Licensed Marks, 49 TMR 602 (June 1959) ; 
on the problem of related companies generally, see also Diamond, Comparative Concepts 
in Contemporary Trademark Licensing Programs, 49 TMR 1262 (December 1959); and 
F. Vern Lahart, Control—The Sine Qua Non of a Valid Trademark License, 50 TMR 
103 (February 1960). 

178. 176 F.Supp. 377, 122 USPQ 276 (D.C., E.D. Pa., 1959). 
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carefully provided for contro] and supervision) because, under the 
Commissioner’s decision in the Donald case, they had failed to 
reveal the license relationship on the label. In denying the defen- 
dant’s motion, the court had this to say about the first Donald 
decision : 


“If, in view of some language in the latter part of the opinion, 
the Commissioner is to be understood as denying the right of 
a trademark owner to license a related company to use the 
mark, it seems to me that such statement would be in direct 
conflict with the Act and would have to be disregarded. Section 
5 of the Lanham Act by expressly excepting cases where an 
element of deceit is involved impliedly recognizes that, if 
goods sold under a trademark have to be in conformity with 
the trademark owner’s standards of quality, there is no decep- 
tion of the public.” *”* 


Moreover, as recently as May 1960, the Board itself had occasion 
to express doubt with regard to the soundness of the first Donald 
decision. In Tetra Pak Company, Inc. v. Schneider,’ an opposer 
alleged that through licensees, it had used a mark deemed to be 
confusingly similar to applicant’s mark for several years prior 
to the latter’s asserted date of first use. Applicant had unsuccess- 
fully moved to dismiss the opposition and, on reconsideration, 
alleged that under the Donald rule, opposer had “abandoned” its 
right in the mark because the specimens submitted in opposer’s 
pleading had failed to reveal the relationship between opposer 
and its licensees. More particularly, applicant relied on the fact 
that opposer’s containers bore solely the names and marks of its 
licensees without mentioning the opposer-registrant’s trade name. 
In rejecting this argument and denying the motion for reconsidera- 
tion, the Board, speaking through Examiner Bailey, succinctly 
stated: 


“Tt is the function of a trademark to identify a single, 
albeit anonymous, source of commercial sponsorship of the 
goods to which it pertains. In accordance with that funda- 
mental principle, there is nothing in the common law which 
requires that a trademark be used in association with the 
tradename of its owner; and this necessarily obtains whether 
the owner personally produces and sells the goods, or they are 
produced and marketed to his benefit by a person or persons 


179. Ibid., 278. 
180. 125 USPQ 460, 50 TMR 655 (Tm. Bd., 1960). 
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in privity with him under a contractual arrangement. E. J. du 
Pont de Nemours & Co. v. Celanese Corporation of America, 
and cases therein cited, 77 USPQ 364, 38 TMR 666 (CCPA, 
1948). In so far as the decision relied upon by applicant may 
be inconsistent therewith, the decision of the Court in the 
case just cited is controlling in this matter.” ** 


It would thus appear that the first Donald ruling may no longer 
be followed even by the Patent Office tribunals themselves, so that 
trademark owners may again be advised that it is optional, rather 
than mandatory, for related companies to reveal their relationship 
on the label or advertising of the product. 

Some years ago, it was pointed out that, for purposes of 
trademark registration, a parent and a daughter corporation or 
two sister corporations may not be deemed “related” in cases 
in which one of them desires to secure a registration of a mark 
already registered in the name of the other.*** This rule, although 
frequently overlooked by applicants, still prevails today. In Jn re 
Air Products, Inc.,** applicant corporation sought registration of 
a mark which had been owned by its wholly owned subsidiary 
since 1915 and which had been and still was registered in the name 
of the subsidiary at the time of the filing of the application for 
goods either identical with or closely related to the goods of the 
applicant. Both the Examiner and the Board ruled that under 
Section 2(d) the previous registration served as a bar, regardless 
of any relationship between the prior registrant and the present 
applicant. It would seem necessary, therefore, in cases of this sort 
to seek an assignment from the prior registrant subsidiary to the 
parent company, or to apply for reregistration by the parent after 
the filing of an abandonment by the registrant of the earlier 
registration.** 


d. Single Use and Multiple Registration 


Two years ago, reference was made to Judge Holtzoff’s deci- 
sion in Mead Johnson Company v. Watson, Com’r.,*** which per- 
mitted registration of the identical mark by the same applicant in 





181. Ibid., 461. 

182. The Third Year, infra n. 426, p. 9 et seq., 40 TMR at 926 et seq. 

183. 124 USPQ 81, 50 TMR 440 (Tm. Bd., 1960). 

184. For a collateral discussion of the requirements of supervision and control 
under Sec. 5 as a prerequisite for the filing of a petition for cancellation by the licensor 
against a third-party registration, see Bellbrook Dairies, Inc. vy. Bowman Dairy Com 
pany, 273 F.2d 620, 124 USPQ 316 (CCPA, 1960), discussed infra at text, n. 281. 

185. 148 F.Supp. 6, 112 USPQ 284, 47 TMR 509 (D.C., D.C., 1957). See The 
Eleventh Year, infra n. 426, p. 12, 48 TMR at 1066. 
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more than one class. It was also stated that after that decision 
had been affirmed by the Court of Appeals,** the Commissioner, 
upon further application by the same applicant had again ruled 
that the mark, having already been registered in Class 18, Phar- 
maceuticals, was not also registrable for the same product in the 
food class, Class 46. In a second lawsuit against the Commissioner 
of Patents, seeking to compel registration in both classes, a dif- 
ferent district judge ruled again that, upon payment of the appro- 
priate fees, it was the privilege of an applicant to register the 
same mark for the same product in two different classes where 
the product involved was, in fact, according to the Commissioner’s 
own decision, a food and a pharmaceutical preparation at the 
same time.**? Consequently, it was held that the rejection of the 
second application was contrary to the provision of Sec. 30 of 
the Act of 1946. 


II. THE SUPPLEMENTAL REGISTER 


By far the most significant case dealing with registrability on 
the Supplemental Register was the unanimous decision by the 


Court of Customs and Patent Appeals in In re Simmons Com- 
pany.** The applicant there sought to register a series of hori- 
zontally spaced pairs of rows of stitches as applied on the outer 
vertical face of its mattresses. In advertisements, the public’s 
attention was called to this feature by statements such as LOOK FOR 
THE BORDER WITH THE VERTICAL DOUBLE STITCH LINES—IT IDENTIFIES 
THE BEAUTYREST MATTRESS. The applicant had first sought to register 
this feature on the Principal Register but had then transferred 
the application to the Supplemental Register upon the suggestion 
of the Examiner. However, the mark was subsequently rejected 
even for registration on the Supplemental Register on the ground 
that it was not capable of distinguishing the applicant’s goods 
and the Appeal Board affirmed the Trademark Division’s final 
rejection. However, the Court has now ruled that the device 
should have been held capable of distinguishing. It said: 


“So far as appears from the record, the double rows of stitch- 
ing are quite distinct in appearance from the stitching on the 





186. Watson, Comr. Pats. v. Mead Johnson § Co., 253 F.2d 862, 117 USPQ 13, 
48 TMR 1159 (C.A., D.C., 1958). 

187. Mead Johnson §& Co. v. Watson, Comr. Pats., 125 USPQ 564 (D.C., D.C., 
1960) ; ef. also 117 USPQ 405, 48 TMR 1159. 

188. 278 F.2d 517, 126 USPQ 52, 50 TMR 636 (CCPA, 1960) 
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mattresses of others, the attention of the public has been 
directed to this feature as distinctive of appellant’s goods, and 
affidavits have been presented to the effect that they identify 
appellant’s goods by such stitching. On the basis of such facts 
we cannot hold that the mark is incapable of distinguish- 
ing.” 189 


In the only other ex parte appeal in which the Board had to 
pass upon registrability of a mark originally filed for the Supple- 
mental Register, applicant had sought registration of the word 
RED prominently displayed in conjunction with the words FASHION 
coLor and beneath applicant’s well-known trademark cuiarrou.’*” The 
letters comprising the word RED appeared in brilliant red color. 
The Examiner of Trademarks held this word to be so highly 
descriptive as to be incapable of distinguishing applicant’s goods 
under Sec. 23 of the Act. Furthermore, the Examiner ruled that 
the word rep formed so integral a portion of the phrase RED FASHION 
coLor that elimination of the latter two words would result in 
mutilation of the mark. The Board affirmed the Examiner on 


both grounds. It observed that the word rep so dominated appli- 
cant’s mark that to purchasers, the phrase RED FASHION COLOR would 
merely indicate that the product was a red hair tint or dye. It 
was, therefore, incapable of distinguishing even for purposes of 
the Supplemental Register and could not, in any event, be regis- 
tered apart from the unitary explanatory phrase in connection 
with which it was used. 


In another decision involving the Supplemental Register, the 
Court of Customs and Patent Appeals recently affirmed the Com- 
missioner’s decision ordering cancellation of the trademark HAtR 
COLOR BATH for hair tinting preparations.’ It was held that this 
designation was, in fact, the generic name rather than a trademark 
for the goods on which it was used, and that, moreover, the regis- 
trant himself in his advertising had stated that “miss cLarRoL is a 
hair color bath,” thus himself treating the term generically. The 
Court concluded that the expression was “nothing but the normal 
use of the English language.” 


189. Ibid., 53; 637. 

190. In re Clairol, Inc., 122 USPQ 109, 50 TMR 364 (Tm. Bd., 1959). 

191. Clairol, Inc. v. Roux Distributing Co., Inc., Cancellation No. 6,359, not yet 
officially reported. 
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PART II. INTERPRETATION OF THE LANHAM ACT 
IN INTER PARTES PROCEEDINGS 


I. LIKELIHOOD OF CONFUSION 
1. The Patent Office 

Until this year, a rather complete review has been included 
in these reports of all those Patent Office inter partes decisions 
on the issue of likelihood of confusion which had been heard and 
decided by the Assistant Commissioner of Patents on appeal from 
the initial decision rendered by the Examiner of Interferences. 
This was done primarily for the purpose of offering an oppor- 
tunity for comparison between the viewpoint of the first hearing 
officer, on the one hand, and the Assistant Commissioner on appeal 
on the other. Since the establishment of the Trial and Appeal 
Board, all inter partes decisions of the Board are initial decisions; 
only in ex parte matters does the Board exercise appellant juris- 
diction. Consequently, a large number of inter partes decisions 
by the Board, although regularly published in the pages of the 
United States Patents Quarterly, have, in fact, taken the place 
of a multitude of decisions formerly rendered by the Examiner of 
Interferences which, in the absence of an appeal, never saw the 
light of official publication in past years. It is believed, therefore, 
that rather than enumerate or tabulate the vastly increased num- 
ber of reported initial inter partes rulings on the issue of likelihood 
of confusion, it may better serve the profession and the reader 
of these annual reports if this section were limited to highlighting 
some of those Board decisions which present unusual factual or 
legal aspects. 

In examining the reported decisions with that purpose in 
mind, the most striking feature which will immediately become 
apparent is the substantial unanimity of the Board members in 
almost all cases thus far reported. Only three or four rulings 
have been found over a twelve-month period in which a member 
of the Board has offered a dissent. 


a. Opposition Proceedings 


1. Consideration of Third Party Registrations 
Since the Court of Customs and Patent Appeals held in the 
Shoe Corporation case’ that third party registrations may be 


192. Shoe Corp. of America v. Juvenile Shoe Corp. of America, 266 F.2d 793, 121 
USPQ 510, 49 TMR 650 (CCPA, 1959); see The Twelfth Year, infra n. 426, p. 16, 
49 TMR at 1060. 
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admissible evidence especially where they are introduced for the 
purpose of showing descriptiveness or suggestiveness of a prefix, 
there has apparently been a somewhat exaggerated tendency on 
the part of applicants to place reliance thereon even in situations 
which do not come within the permissible limits suggested by the 
CCPA. Thus, the Board held in Continental Boiler and Sheet Iron 
Works v. Continental Copper & Steel Industries, Inc.® that an 
applicant who sought to register the notation CONTINENTAL would 
derive no benefit from placing in the record some 27 third party 
registrations including the word conTINENTAL all registered for 
products distinctly different from those marketed by the appli- 
cant or the opposer. For the same reason, an applicant seeking 
to register WEAREVER for vinyl] floor tile over opposer’s FLOR-EVER 
for composition floor coverings unsuccessfully relied on some 38 
other registrations comprising the word Ever.** Nor was a ref- 
erence to third party registrations an effective argument in a case 
in which registration was sought for the term RANCHLINE as op- 
posed by the registrant of RANcH RooF, both marks being used 
on roofing materials,’” and in Sunbeam Corporation v. Duro Metal 
Co.,'** an opposition based on registration of the word DRILLMASTER 
was sustained against woopMasTER, notwithstanding the fact that 
applicant had introduced more than twenty registrations by third 
persons including the word “master”. Here again, the Board 
emphasized that those registrations pertained to distinctly dif- 
ferent fields of trade and not to those in which the parties oper- 
ated; likelihood of confusion was found despite the fact that 
“master” was a laudatory term and that the remaining parts of 
the marks, “drill” and “wood” were merely descriptive. 

On the other hand, reliance on third party registrations 
played an important part in Velveray Corporation v. Charles 
Pindyck, Inc.,*" concerning an opposition based on registration 
of vELvERAY for piece goods as against an application to register 
VELVETERRY for cotton fabrics in the piece and related products. 
Here it was held that there had been dozens of registrations for 
similar products which included the term vet or vELveE and that 
in view of the highly suggestive nature of the common component 


193. 123 USPQ 228, 50 TMR 286 (Tm. Bd., 1959). 

194. Congolewm-Nairn Inc. v. The Mastic Tile Corp. of America, 123 USPQ 277, 
49 TMR 1336 (Tm. Bd., 1959). 

195. Bird & Son, Inc. v. Allied Chemical Corp., 123 USPQ 586, 50 TMR 437 (Tm. 
Bd., 1959). 

196. 125 USPQ 360 (Tm. Bd., 1960). 

197. 123 USPQ 548, 50 TMR 210 (Tm. Bd, 1959). 
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of the marks now before the Board, there was no likelihood of 
confusion. The same conclusion was reached more recently when 
an applicant for registration of PERMAsPRAY defeated an opposi- 
tion by the owner of PERMACEL primarily on the ground that the 
prefix PERMA had been previously registered by others in the same 
general line of business.*® 


2. Opposer’s Reliance on “Family” of Trademarks 


Opposers continue to rely on the argument—rarely success- 
ful—that the registration on which the opposition is based is but 
one of a “family” of trademarks, all including the same syllable 
or feature. It seems that in practically every case in which such 
an allegation was made before the Board, it was of no avail. This 
was particularly true where the portion of the mark alleged to 
have “family” significance had a descriptive significance. Thus, 
no special weight was attached in Servo Corporation of America 
v. Reilly Engineering Limited’ to the fact that opposer owned 
trademark registrations for sERvo and numerous other sERVvo- 
combination marks; the opposer sought to prevent registration of 
SERVOMATIC. (The opposition was, however, sustained on other 
grounds.) The Board observed that the “doctrine of ‘family 
of marks’” is restricted to cases where the alleged family char- 
acteristic is “an arbitrary designation.” *°° For the same reason, 
an opposition filed by the registrant of GLASWELD, WELDWoop and 
FLEXWOOD against registration of GLASwOop was dismissed over 
the opposer’s argument that it had aequired a “family” of marks 
characterized by the word “wood”.** According to the Board, 
there was nothing in the record which would have indicated public 
recognition of the existence of a “family” of marks and that, 
moreover, the family mark doctrine was inapplicable where the 
word involved was merely the name of the goods. Another in- 
stance occurred when an opposition against registration of 
AGRISTIM by the registrant of acrico was based, inter alia, on the 
ground that opposer’s registration was but one of a family of 
marks all containing the prefix acrr.”” It was pointed out that 
since AGRI was the accepted abbreviation for the word “agricul- 


198. Johnson §& Johnson v. Permaspray Mfg. Corp., 125 USPQ 22 (Tm. Bd., 1960). 

199. 122 USPQ 346, 49 TMR 1234 (Tm. Bd., 1959). 

200. Ibid., 347; 1235. 

201. United States Plywood Corporation v. Modiglass Fibers, Inc., 124 USPQ 82, 
50 TMR 441 (Tm. Bd., 1960). 

202. The American Agricultural Chemical Co. v. Chas. Pfizer & Co., Inc., 124 
USPQ 142, 50 TMR 764 (Tm. Bd., 1960). 
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ture”, there was no indication that the public associated the prefix 
AGRI with the opposer. For the same reason, the registrant of 
JALLOoY and other terms including the first syllable sAL was unsuc- 
cessful against an application to register JAL-o-veNnT.** Again 
it was held that sau was highly suggestive of jalousie doors and 
that, moreover, opposer’s other family marks were used in con- 
nection with products distinctly different from those sold by the 
applicant. 

The “family mark” argument did not even succeed in con- 
nection with the well-known trademark CELANESE; in opposing 
registration of cELLEx for cushions, opposer relied on a large 
number of registrations all beginning with the syllable ce..** Even 
in this case, the Board failed to find any evidence to show that 
the public or trade recognized the existence of a family of trade- 
marks owned by opposer and identified by the term cEL. 

In at least one instance, the “family” argument was raised 
not by an opposer, but by an applicant: Chas. Pfizer & Co., Inc., 
seeking to register TERRAFORTE, tried in vain to defeat an opposi- 
tion on behalf of the prior registrant of THERAFORTE by alleging 
that it already owned numerous registrations beginning with the 
syllables TerrA and that for that reason the public would imme- 
diately associate TERRAFORTE With applicant.” The opposition was 
sustained despite this allegation. 


3. Likelihood of Confusion in General: 

(a) Significant Recent Board Decisions 
As previously stated, no useful purpose would be served by 
listing the hundreds of cases in which the Board passed on what 
might be referred to as routine cases of likelihood of confusion. 
Indeed, it would seem rather difficult at times to understand from 
the bare facts of the cases as reported why some oppositions were 
instituted. To mention but one illustration, from the decision 





203. Jones g& Laughlin Steel Corp. v. Jones Engineering Co., 124 USPQ 180, 50 
TMR 764 (Tm. Bd., 1960). 

204. Celanese Corp. of America v. Jersey City Foam Products Co., 125 USPQ 82 
(Tm. Bd., 1960). The “family” mark argument was also unsuccessfully raised in 
Michigan Chemical Corp. v. Remington Products Corp., 126 USPQ 200 (Tm. Bd., 1960), 
where the petitioner for cancellation of a registration of FLYMASTER for insecticides 
cited its many registered marks including the word MASTER, all used on insecticides and 
having prefixes indicative of insects of one kind or another. The Board said: “Although 
the word MASTER is essentially laudatory in character in its connotation of excellence, 
the record here in no way indicates that it lacks distinctiveness as applied to insecti- 
cides.” The petition for cancellation was granted on this basis rather than on the 
ground that the products were sold, advertised or promoted so as “to create or bring 
about purchaser awareness and recognition of a ‘family’ of marks.” 

205. Hiss Pharmacal Company, Inc. v. Chas. Pfizer § Co., Inc., 122 USPQ 219, 
49 TMR 1121 (Tm. Bd, 1959). 
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alone it is not easy to see why the registrant of CHRISTIAN BROTHERS 
for wine and brandy found it necessary to oppose an application 
to register the name BACO BROTHERS for whiskey.*® 

Among the more significant decisions in which the Board 
unanimously sustained the opposer, the following may be men- 
tioned here: the owner of CHANEL and No. 5 prevailed against an 
applicant for registration of RAvEL No. 9 for perfume and cos- 
metics;*°" registration of scotrroaM by the well-known paper 
manufacturer was denied over opposition by Minnesota Mining 
relying on its registration for scorcHroaM for different but related 
products.” The Seven-Up Company, which has recently com- 
menced a vigorous campaign to protect the integrity of its trade- 
mark, successfully opposed registration of qur-up for a lithiated 
lemon drink ;*° sump up for carbonated soft drinks ;”° and way uP 
for soft drinks and syrups.”* Moreover, the Company was also 
successful in canceling mor vp for soft drinks.** However, its 
petitions to cancel two registrations of cet-up for a lithiated lemon 
soda were dismissed primarily on the ground that the crt-upP 
mark had been in use for a period of over 20 years and had been 
registered since 1935; an opposition proceeding against a new 
registration of cet-up for the same drink was also dismissed.** 
The Company was also unsuccessful in opposing registration of 
up-towN for soft drinks and syrups;** it was held that the con- 
notation of uP-rowNn was entirely different from that conveyed by 
opposer’s well-known mark for its drink; an opposition against 
registration of BoTToMS up was dismissed for similar reasons.**° 


206. De La Salle Institute v. Ben Arnold Co., Inc., 124 USPQ 429, 50 TMR 442 
(Tm. Bd., 1960). The opposition was dismissed. 

207. Chanel Industries, Inc. v. Ravel Perfume Corp., 123 USPQ 557, 50 TMR 211 
(Tm. Bd., 1959). 

208. Minnesota Mining and Manufacturing Company v. Scott Paper Company, 126 
USPQ 25 (Tm. Bd., 1960). 

209. The Seven-Up Company v. Qualtop Beverages, Inc., 123 USPQ 72, 50 TMR 
300 (Com’r, 1959). 

210. The Seven-Up Company v. Jump Corp., 123 USPQ 78, 50 TMR 303 (Com’r, 


211. The Seven-Up Company v. Silverman, 123 USPQ 81, 50 TMR 303 (Com’r, 


212. The Seven-Up Company v. The Mor-Up Company, Inc., 123 USPQ 76, 50 
TMR 301 (Com’r, 1959). 

213. The Seven-Up Company v. The Get Up Corporation, 123 USPQ 87, 50 TMR 
282 (Tm. Bd., 1959). 

214. The Seven-Up Company v. Feigenson Brothers Company, 123 USPQ 89, 50 
TMR 283 (Tm. Bd., 1959). 

215. The Seven-Up Company v. Quaker State Coca-Cola Bottling Company, 123 
USPQ 91, 50 TMR 284 (Tm. Bd., 1959). For an interesting discussion of this litiga- 
tion, see Diamond, “The Trademark ‘7-UP’: A Case History,” Advertising Age, Dec. 
14, 1959, p. 72. 
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A ease which might well have been decided differently if visual 
similarity had been the only test was Heublein, Inc. v. Destileria 
Serralles, Inc.”** It was there held that likelihood of confusion 
existed between opposer’s well-known trademark smrirnorr for 
vodka and applicant’s serranov for the same product. The Board 
expressed the view that liquor was customarily ordered by word 
of mouth and that there was a substantial similarity in sound 
between the two names. 

It is now well established that a finding of likelihood of con- 
fusion will be made based only on the respective marks them- 
selves and that the use of additional elements or trademarks will 
not play a part in making the determination. It was so held by 
the Board in Borg-Warner Corporation v. Allied Chemical Cor- 
poration™ and in Talk-A-Phone Co. v. Fanon Electric Co., Inc.® 
In the latter case, the Board, quoting the CCPA’s ram BiRD-GAME 
BIRD decision,”*® noted that the fact “that applicant may use its pri- 
mary mark or other matter in conjunction or in association with 
TALK-A-LOT was not relevant to a determination of this question. 

Alleged genericness of a portion of an opposer’s mark, if 
proven, will, of course, always be a factor for the Board’s con- 
sideration. In this respect, the case of Lewis-Howe Company v. 
McIntyre** may be noted, where the registrant of the well-known 
stomach remedy tums, who also used the slogan TUMS FOR THE 
TUMMY, Opposed an application to register TUMMyYTONEs for a 
similar product. As against applicant’s allegation that no one 
should be held entitled to the exclusive use of the words Tums 
and tummy, these being well-known slang expressions for the 
stomach, it was held that the terms had acquired a secondary 
meaning for opposer’s product so that confusion was likely to 
arise if the application were allowed. 

Among the many cases in which opposers were unsuccessful, 
the following have been selected for inclusion in this report either 
by reason of a rather unusual or interesting factual situation, or 
because they may be considered borderline cases, despite the 
Board’s unanimity: The registrant of the well-known trademark 
ROBERT HALL for men’s clothing was unsuccessful in opposing reg- 
istration of the name ROSE HALL for wearing apparel, including 


216. 124 USPQ 111, 50 TMR 296 (Tm. Bd., 1960). 
217. 122 USPQ 104, 50 TMR 363 (Tm. Bd., 1959). 
oy 122 USPQ 106, 50 TMR 363 (Tm. Bd., 1959). 
Hat Corporation of America vy. John B. Stetson Company, 223 F.2d 485, 106 
USPQ 200, 45 TMR 1343 (CCPA, 1955). 
220. 125 USPQ 26 (Tm. Bd, 1960). 
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men’s wear, despite the fact that opposer also relied on a regis- 
tration of ROBERTA HALL for women’s wear.** The Board held that 
since HALL was a common surname, people were accustomed to 
distinguish between persons having such names by their baptismal 
names. For the same reason, the cosmetic manufacturer Helene 
Curtis Industries, Inc. failed to prevent registration of the name 
HELENE CAREW for a similar line of products.” In General Cigar 
Co., Inc. v. T. E. Brooks & Co.,** the registrant of wM. PENN for 
cigars was unsuccessful in opposing an application for registra- 
tion of wm. TELL for the same product. In this instance, it was held 
that both names were so well-known to the purchasing public in 
their respective historical meanings that no reasonable likelihood 
of confusion existed. 


Furthermore, no likelihood of confusion was found between 
the well-known trademark paLM sBrEAcH for textile fabrics and 
PEBBLE BEACH for a different type of fabric;*** between BUFFERIN 
and BUFFAGUM ;*” between CREAM OF VANILLA for vanilla and CREME 
DE VAN for an imitation vanilla emulsion;*** between pomino for 
sugar and sugar products, and pomrno for pet food for dogs and 


and the same word as used on bathroom and kitchen closet acces- 
sories ;*** and REVLON for cosmetics was found not to be confusingly 
similar to LEVLON as used on certain synthetic fiber products.*” 


(b) Confusion as to Sponsorship 


One of the more interesting Board decisions was its ruling in 
Academy of Motion Picture Arts and Sciences v. Rose Jewelry 
Company,”*° where the Motion Picture Academy was successful 
in preventing registration of the words MOTION PICTURE ACADEMY 


221. Robert Hall Clothes, Inc. v. Studds, 122 USPQ 347, 49 TMR 1236 (Tm. Bd., 
1959). 

222. Helene Curtis Industries, Inc. v. Carew Products, Inc., 124 USPQ 429, 50 
TMR 442 (Tm. Bd., 1960). 

223. 123 USPQ 453, 50 TMR 522 (Tm. Bd., 1959). 

224. Goodall-Sanford, Inc. v. J. P. Stevens & Co., Inc., 122 USPQ 615, 49 TMR 
1354 (Tm. Bd., 1959). 

225. Bristol-Myers Company v. Pharmaco, Inc., 124 USPQ 523 (Tm. Bd., 1960). 

226. Marion-Kay Products Co., Inc. vy. Lancaster, Inc., 122 USPQ 404, 49 TMR 
1348 (Tm. Bd., 1959). 

227. The American Sugar Refining Company v. Andreassen, 124 USPQ 381 (Tm. 
Bd., 1960). 

228. some Decorators, Inc. v. Ekco Products Company, 123 USPQ 554, 50 TMR 
200 (Tm. Bd., 1959). 

229. Revlon, Inc. v. Morgenstern Fabrics Development Corp., 125 USPQ 203 (Tm. 
Bd., 1960). 

230. 124 USPQ 188, 50 TMR 768 (Tm. Bd., 1960). 
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as a name for a television program displaying films. It was held 
that applicant’s use of this language would be likely to suggest a 
nonexistent connection between applicant and opposer. In an- 
other liberal decision, the Board sustained the magazine FAMILY 
CIRCLE in its opposition against registration of the identical name 
for ice cream products.’ It was emphasized that opposer’s maga- 
zine was sold largely in grocery stores and was widely known 
to housewives and the general public. Purchasers might readily 
assume that applicant’s products were sponsored by or in some 
way connected with the opposer. 

On the other hand, the Board was unwilling to go this far 
when the well-known airline, Swissair, opposed registration of 


SWISSAIRE for men’s and women’s jackets and coats.*** In this case, 
applicant’s motion to dismiss the opposition was granted. Ap- 
parently the Board took the view that opposer would be unable, 
as a matter of law, to prove confusion as to sponsorship even | 
though the airline had also alleged use of its mark upon its em- 

ployees’ uniforms and other equipment. 





















(c) Confusion Between Trademark and Service Mark 


The just mentioned Swissair case was not the only instance 
of an alleged conflict between a trademark and a service mark. 
In at least one instance the Board sustained an opposition on 
behalf of a trademark registrant as against an application to 
register a service mark. In Arnold Bakers, Inc. v. Food Catering, 
Inc.*** the registrant of Brick OvEN for rolls and bread succeeded 
in preventing registration of a composite service mark including 
the words THE BRICK OVEN and design for restaurant services. 


4. Registration on the Supplemental Register as Basis for Opposition 





In Safeway Stores, Inc. v. Eastenn-Dukes Chemicals, Inc.,**4 
the registrant of the trademark poocn, registered on the Supple- 
mental Register for dog food, sought to prevent registration of 
poocH-poo for a dog shampoo. It was held that under Sec. 26 of 
the Act of 1946 a registration on the Supplemental Register was 
incompetent to establish an opposer’s claim of priority. 








231. The Family Circle, Inc. vy. Snow’s Dairy Bar, Inc., 125 USPQ 421, 50 TMR 
653 (Tm. Bd., 1960). 

232. Swissair: Swiss Air Transport Co., Ltd. v. B. W. Harris Mfg. Co., 125 
USPQ 25 (Tm. Bd., 1960). 

233. 123 USPQ 511, 50 TMR 293 (Tm. Bd., 1959). 
234. 125 USPQ 25 (Tm. Bd., 1960). 
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5. Laches, Estoppel and Res Judicata 


In at least one recent case, the Board, in an interlocutory 
ruling, made it clear that the CCPA’s decision in the Salem case** 
should not be interpreted to have absolutely precluded a defense 
of laches in opposition proceedings but that estoppel by acqui- 
escence or laches on the part of a trademark owner may be estab- 
lished even in such proceedings under appropriate circumstances.** 
Consequently, the Board refused to sustain a motion to strike the 
defense of laches as being inapplicable as a matter of law in 
opposition proceedings. The Board also took occasion, in dis- 
missing the opposition filed by the registrant of sHuLToN’s for 
soaps and shaving cream against an application for registration 
of sutron for soap and other related products, to rule that simul- 
taneous use of the two marks involved for a period of almost 20 
years without any evidence of confusion was a factor weighing 
heavily against the opposer.** 

In Duron Paint Mfg. Co., Inc. v. The Durox Company, an 
applicant for registration of purox for certain coatings suggested 
to the Board that the opposer should be held estopped from taking 
a position with regard to the strength of his own trademark which 
was contradictory to his position in another earlier opposition 
proceeding. However, since the applicant had not been a party 
to the previous proceeding, it was held that the defense of estoppel 
did not lie. Where, on the other hand, an applicant’s right to 
use a trademark had been conclusively determined between the 
same parties by a state court, such judicial determination was held 
to constitute res judicata in a subsequent opposition proceeding.” 


6. Dissenting Opinions 


As already indicated, it seems noteworthy indeed that among 
the hundreds of decisions rendered by the Board only five have 
been discovered thus far in which a member of the Board dis- 
sented and in at least one of these, only partially. In the first 
such decision, a complicated factual situation concerning the much 
litigated trademark JEAN MARIE FARINA, Board Member Wald- 


235. Salem Commodities, Inc. v. The Miami Margarine Co., 244 F.2d 729, 114 
USPQ 124, 47 TMR 1267 (CCPA, 1957). 

236. McCormick § Company, Inc. v. Hygrade Food Products Corp., 124 USPQ 16, 
50 TMR 368 (Tm. Bd., 1959). 

237. Shulton, Inc. v. Sutton Cosmetics, Inc., 123 USPQ 54, 50 TMR 96 (Tm. Bd., 
1959). 

58, 125 USPQ 534, 50 TMR 760 (Tm. Bd., 1960). 

239. Crown Beverage Corp. v. Royal Crown Cola Co., 124 USPQ 465, 50 TMR 638 
(Tm. Bd., 1960). 
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streicher expressed the view that an opposition based on opposer’s 
prior registration should not have been sustained where the rec- 
ords of the Patent Office and particularly those of opposer’s own 
registrations, strongly suggested that the registration may have 
been granted in error or that, in any event, opposer’s present 
position was entirely incompatible with its own attitude and 
representations before the Patent Office at an earlier time.**° The 
same board member expressed partial dissent in Minnesota Mining 
and Manufacturing Company v. Crown 400 Corporation, with 
regard to the majority’s findings that the trademark scotcH as 
used on dust cloths was not confusingly similar to scorry as used 
on mops. He once again dissented in Victor Adding Machine Co. 
v. General Dynamics Corp.,**? where the majority had dismissed 
an opposition filed by the prior user of DiGcIT-MATIC against an 
application for registration of picirmatic. The dissent was based 
on the consideration that in view of the similarity of the marks, 
the products “might reasonably be attributed to a single pro- 
ducer’. Most recently, it was Board Member Leach who did not 
agree with his colleagues’ dismissal of an opposition by the reg- 
istrant of a candy trademark including the words HEAVENLY HASH 
against an application to register a trademark including the words 
IT’S HEAVENLY accompanied by a picture of a boy.*** According 
to his dissent, the word “heavenly” was so prominently used in 
both marks as to make confusion likely. 


b. Cancellation Proceedings 


The most important recent development with regard to peti- 
tions for cancellations was the return to the earlier practice of 
not permitting an applicant involved in an opposition proceeding 
to include in his answer a request for affirmative relief by way 
of cancellation of the opposer’s registration. In McCormick 
Company, Inc. v. Hygrade Food Products Corp.,** the Board 
ruled that such a request should be stricken because it was, in 
fact, a counterclaim for cancellation which should not be enter- 
tained unless verified as required by Rule 2.112 and accompanied 





240. Roger § Gallet v. Johann Maria Farina Gegeniiber dem Neumarkt, 122 USPQ 
292, 49 TMR 1223 (Tm. Bd., 1959). 
241. 124 USPQ 388 (Tm. Bd., 1960). 
242, 124 USPQ 521 (Tm. Bd., 1960). 
243. Elmer Candy Co., Inc. v. Wil Wright’s Ice Cream, Ltd., 125 USPQ 194 (Tm. 
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” 244, 04 USPQ 16, 50 TMR 368 (Tm. Bd., 1959). 
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by the prescribed fee. The Board has since reiterated its posi- 
tion on several occasions.*** Recently an applicant charged in a 
petition to the Commissioner that it was error for the Board to 
require verification and submission of the statutory fee, since this 
requirement was contrary “to prior decisions by the Patent Office” 
and to “accepted standard practice”.*** However, the First As- 
sistant Commissioner denied the petition. 

Among other Board decisions, the following may be briefly 
mentioned: With regard to the petitioner’s standing to institute 
cancellation proceedings, it was held in Land O’Lakes Creameries, 
Inc. v. Oconomowoc Canning Company, that a petitioner may 
not allege as ground for cancellation that respondent’s registra- 
tion was invalid as a result of alleged uncontrolled use by third 
parties, or that registration had been secured by perpetrating a 
fraud on the Patent Office. The Board ruled that these allegations 
failed to show that petitioner would be damaged by the registra- 
tion since he had not alleged a superior right to use the registered 
mark or that the registration was in any way inconsistent with 
his own right to continue the use of the mark. For the same 
reason, a petitioner was held to have no standing in attacking 
the validity of the registration Nusorr as used for a rinse for 
clothing ;*** respondent’s motion to dismiss was granted. 

On the other hand, the petitioner in G. Levor & Co., Inc. v. 
Nash, Inc.,*° succeeded in having the trademark cAsretrta for 
leather bill folds canceled on the ground that it had been fraudu- 
lently obtained. 

The owner of the well-known trademark NoxzEMa prevailed 
in having the inark miLzeMa canceled as used in conjunction with 
a design on similar skin cream products; not only were the two 
marks held to be confusingly similar but it appeared that re- 
spondent had not made the first sale of his product under the 
MILZEMA mark until about six months after the date of the regis- 
tration.“°° The registrant of the word carautina for play-suits, 
blouses, athletic trunks and other garments including swim suits, 


245. Cf. for instance, Jet-Pak, Inc. v. United States Plywood Corp., 124 USPQ 
385 (Tm. Bd., 1960). 

246. Jet-Pak, Inc. vy. United States Plywood Corp., 125 USPQ 491 (Tm. Bd., 
1960). 
247. 122 USPQ 411, 49 TMR 1352 (Tm. Bd., 1959). 
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was successful in seeking cancellation of the same mark as regis- 
tered for sun glasses ;°" cancellation was ordered despite the fact 
that respondent called attention to sixty third-party registrations, 
all of which comprised the word catatina. In view of the celebrity 
of petitioner’s mark, the Board went all out in protecting peti- 
tioner’s business by observing that its rights in caTaLINa “ex- 
tended not only to the articles to which it has been applied, but 
to such other:articles as might naturally be supposed to come 
from it.” ?° 

In Cooper’s, Incorporated v. Finn,?* a registration for men’s 
wear showing the name JERRY FINN in association with the picture 
of a jockey was ordered canceled on petition of a registrant of 
JOCKEY and a similar picture as used on men’s and boys’ under- 
wear, which had been widely advertised for a period of almost 
20 years; it was held that the picture of a jockey, although dif- 
ferent in detail, was a feature of both marks which the public 
was likely to remember. The same petitioner was also successsful 
in a court proceeding brought to enjoin a competitor from using 
the trademark rocké for hosiery and to have defendant’s trade- 
mark canceled.** In a previously instituted cancellation proceed- 
ing, the Examiner of Interferences had ordered cancellation of 
the rock&é trademark but had been reversed by the Commissioner 
of Patents ;?* the court agreed with the Examiner of Interferences 
primarily on the ground that defendant’s and plaintiff’s trade- 
marks would be pronounced alike despite the accent on the letter 
“e” in ROCKE and that most Americans were not familiar with the 
“refinements of the French language”. 

In Weaver Manufacturing Co. v. The Joyce-Cridland Co.,?*° 
a cancellation petition was filed by the registrant of twin Post 
as used on certain hydraulic lifts against respondent’s registra- 
tion of Twin-MAsTER for a different type of hydraulie lift. Again 
it was held that in view of the wide secondary meaning which 
petitioner’s product had acquired and in view of the competitive 
nature of the products involved, confusion was likely to arise. 
Likewise successful was the registrant of cHicare for a soluble 
coffee and chicory product in canceling cHoc carh for a powdered 


251. Catalina, Inc. v. Miller, 123 USPQ 460, 50 TMR 525 (Tm. Bd., 1959). 
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chocolate-flavored coffee composition, which had been registered 
on the Supplemental Register,” and the registrant of minute for 
tapioca and similar products succeeded in having the registration 
for the same word for macaroni, which had issued on the Supple- 
mental Register, canceled as a result of substantial secondary 
meaning developed by petitioner for its line of food products.”** 

Especially interesting is, perhaps, the recent decision of the 
Board granting National Airlines’ petition to cancel two reg- 
istrations of the term RED CARPET in connection with a travel and 
air transportation service which had been acquired by United Air 
Lines through assignment.**® It was National’s allegation that it 
and others had always used the phrase “red carpet” for the pur- 
pose of denoting selected premium flights in connection with which 
a red carpet was actually laid out for passengers to walk upon. 
The petition was granted over United’s contention that petitioner 
had acquiesced in the use of the mark by respondent’s predecessor 
for many years and should be held estopped from challenging the 
validity of the registration at this late date. The record showed 
that respondent’s witnesses generally testified that RED CARPET 
suggested United Air Lines to them, but that they also associated 
the term with prestige or luxury services. It was held that re- 
spondent’s registration was inconsistent with petitioner’s ac- 
tivities in using the same phrase in promoting its luxury flights; 
the registration for travel service was canceled because of lack 
of use and abandonment. 

In one of the relatively rare cases in which a finding was 
made that both parties involved in an opposition and cancellation 
proceeding had acquired substantial rights in the same mark as 
a result of concurrent use for more than 45 years within the 
same general class, the Board held the applicant association in 
Borden Co. v. Challenge Cream & Butter Ass’n,*® entitled to a 
concurrent registration for 14 states and restricted the associa- 
tion’s existing registrations as well as opposer’s registration. The 
association’s charge that opposer’s trademark CHALLENGE should 
be deemed abandoned because it was never used without inclusion 
of opposer’s house mark BorDEN’s was rejected on the ground that 
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use of a house mark in connection with a product mark did not 
constitute abandonment of the latter. 


2. Decisions by the Court of Customs and Patent Appeals 


In reviewing the decisions of the Court of Customs and 
Patent Appeals on the issue of likelihood of confusion during 
the last year, we find a more than usual diversification of opinion 
among the members of the Court and an unusually large number 
of dissenting and concurring opinions. Several reasons suggest 
themselves for these many differences of opinion between the 
judges themselves and, in numerous instances, between the Court 
and the Patent Office tribunals. In the first place, there have, of 
course, been several changes in the personnel of the Court; two 
new appointments were made during the recent past and it cannot 
be surprising that on an issue as subjective as that of likelihood 
of confusion, new judges may bring a different viewpoint and 
approach to the problem. In addition, several distinguished fed- 
eral judges have been designated in recent months to sit on the 
Court and participate in the hearing and deciding of trademark 
appeals because of the illness of the senior member of the Court. 
It would also seem that the number of appeals in trademark inter 
partes cases has increased since the inter-Office appeal to the 
Commissioner of Patents from the decisions of the Examiner of 
Interferences has been eliminated by statute. In the past, many 
litigants, who had been unsuccessful in opposition or cancellation 
proceedings before both the Examiner and the Commissioner on 
appeal, became discouraged at that point and concluded that the 
issues involved did not merit the hazards and expense of yet 
another appeal either to the Court of Customs and Patent Appeals 
or to the district court under Sec. 21 of the Act. Such parties 
may be more readily inclined now to take advantage of the oppor- 
tunity of at least one appeal from an adverse decision by the 
Board to the Court of Customs and Patent Appeals. There has 
been a noticeable trend in recent months to appeal to the CCPA, 
rather than to institute a de novo proceeding in the federal court 
under Sec. 21 of the statute.*™ 


261. During the period from September 1958 through June 30, 1960, 87 inter partes 
and 21 ex parte Board decisions have been appealed to the Court of Customs and Patent 
Appeals, while review by the district courts was sought in only 17 inter partes cases 
and 3 ex parte appeals. 
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The decisions by the Court of Customs and Patent Appeals on 
likelihood of confusion have been grouped for the convenience of 
the reader into four categories °° 


a. Likelihood of Confusion Found Both by the Patent Office 
and the Court of Customs and Patent Appeals. 


PLEXTRUM for an acrylic masonry coating and PLEXTONE reg- 
istered for industrial coating finishes for producing multiple- 
colored film coatings: a 4-to-0 decision, one judge not sitting. 
The Court observed that the fact that a prefix may be common to 
other marks in the particular field involved was of no significance 
where the use of the two marks, when viewed in their entirety, 
was likely to cause confusion as to source.*®* 

PLEXICHROME and PLEXxIcoLoR for a finish coating for asphalt 
and conerete surfaces and paint for masonry walls, respectively, 
and PLExTONE for industrial coating finishes, ete.: the Court di- 
vided 4-to-1, with one of the majority judges concurrent only with 
regard to one of the trademarks involved. The Court agreed 
with the Commissioner that the marks “stimulated almost iden- 
tical mental associations” and that the products of both parties 
“moved generally in the same channels of trade’’.*** 

THRILL-MATES for women’s and children’s shoes and the reg- 
istered mark roorHritts for shoes and slippers of leather or kid; 
a 3-to-2 decision, Judge Martin voting for affirmance solely on 
the ground that there existed some doubt which should be re- 
solved against the newcomer. The Commissioner’s finding of 
likelihood of confusion was affirmed, the majority observing that 
THRILL was a rather unusual word to use in connection with shoes 
and was, therefore, likely to remain in the minds of women shoe 
buyers.”” 

HOLLYMATIC for automatic water heaters, home heating ap- 
pliances and cooking ranges with oven and broiler attached or 
detached, and the registered mark HoLLyMaAtic for automatic 








262. For ex parte cases previously mentioned in this report, see ns. 6, 7, 49, 85 
and 141 supra. 

263. Sundure Paint Corp. v. Maas §& Waldstein Co., 267 F.2d 948, 122 USPQ 377, 
50 TMR 65 (CCPA, 1959). 

264. California Stucco Products of New England, Inc. v. Maas §& Waldstein Co., 
272 F.2d 398, 124 USPQ 75, 50 TMR 428 (CCPA, 1959). 

265. Rex Shoe Company, Inc. v. The Juvenile Shoe Corp. of America, 273 F.2d 179, 
124 USPQ 173, 50 TMR 763 (CCPA, 1959). 
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electrically-operated hamburger patty-molding machines: another 
4-to-0 decision, Judge Johnson not sitting. 

SUPERIN for an aspirin suppository product, and the regis- 
tered mark sUPRARENIN for a synthetic epinephrine preparation 
for the treatment of diseases of the eye, nose, larynx, ete.: a 
unanimous decision. The differences in the manner of sale were 
held not controlling, both products being medicinal preparations.” 


b. No Likelihood of Confusion Found by the Patent Office, 
But Found to Exist by the CCPA: 


DOG-E-DITE for a vitamin and mineral dietary supplementary 
preparation for feeding dogs, and the registered mark poGGy DINNER 
for a food for dogs, cats and other animals: The Commissioner 
had found no similarity in appearance and only slight similarity 
in sound. Despite that, the Court, in its 3-to-2 decision,” held 
that the differences in appearance and sound were insufficient 
“to overcome the potential purchaser’s psychological reactions 
and mental associations produced by the mark.” It may be noted 
that Judge Smith, speaking for the majority, quoted from an 
article by Commissioner Leeds, whose decision was reversed, in 
which the Commissioner had remarked: “A consciousness of 
the fallibility of human recollection must, of course, be para- 
ats 


TROPIC AIR for spray chemical room deodorizer compound and 
the registered mark TROPIC-AIRE as used on automotive heaters 
and also on air heating, cooling and ventilating units for motor 
vehicles: The Court unanimously held confusion to be likely on 
the ground that “those familiar with the varied products of op- 
poser relating to air moving and treating and bearing the trade- 
mark TROPIC-AIRE, would, upon seeing TROPIC armR on other air 
treating products such as appellee’s deodorants, conclude that 
they had the same source of origin.” °° 

THERM-O-LITE for combination units comprising an aluminum 
frame assembly which carries both glass and screen sections, and 





266. Hollywood Water Heater Co. vy. Hollymatic Corp., 274 F.2d 679, 124 USPQ 
452, 50 TMR 647 (CCPA, 1960). 

267. The Merritt Corp. v. Sterling Drug, Inc., 125 USPQ 584 (CCPA, 1960). 

268. S. FE. Mighton Company v. La Pryor Milling Co., 274 F.2d 676, 124 USPQ 
376 (CCPA, 1960). 

269. Leeds, Trademarks—The Rationale of Registerability, 26 Gro. WASH. L. REv. 
653, p. 660, 48 TMR 903. 

270. Tropic-Aire, Inc. v. Approved Products, Inc., 275 F.2d 728, 125 USPQ 182 
(CCPA, 1960). 
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the registered mark THERMOPANE for insulating glass: The Court 
disagreed with the Commissioner in a 3-to-2 decision. Speaking 
for the majority, Judge Martin observed, inter alia, that the 
endings PANE and LITE, although different in sound and appear- 
ance, would have the same connotation to the public when used 
in conjunction with THERM, which, although suggestive, was the 
dominant feature of both trademarks. Judge Kirkpatrick in dis- 
sent observed that a mere possibility of confusion of source was 
not sufficient under the Trademark Act but that what was nec- 
essary was a likelihood thereof, which, in his opinion, was “de- 
cidedly more than a mere possibility.” *” 

PERSONAL BLEND for shampoo, and the registered mark PER- 
SONAL CHOICE for shave lotion, cologne, tale and deodorant cream: 
The Court here split 4-to-1 in reversing the Examiner of Inter- 
ferences and the Commissioner’s rulings that no confusion was 
likely to arise. PERSONAL CHOICE and PERSONAL BLEND looked upon 
in their entirety were held sufficiently close to cause likelihood 
of confusion with regard to the products involved.” 

INGENUE for brassieres, and the registered mark INGENUE as 
used on women’s shoes and hosiery: The Commissioner had held 
that use of the identical mark on women’s shoes and brassieres, 
respectively, was not likely to cause confusion. Four judges of 
the Court disagreed with the Commissioner’s observation that 
shoe manufacturers did not ordinarily manufacture other items 
of apparel. As a matter of fact, they pointed out, that “in view 
of the current wave of industrial mergers and resultant diversifi- 
cation”, it was difficult to know with certainty “just who is manu- 
facturing what”. Judge Rich, in a concurring opinion, reached 
the same conclusion by applying the concept of confusion as to 
sponsorship, rather than confusion as to source.” 

FRIG-TROPIC and the registered mark trRoP-artic, both for 
substantially identical goods, all-weather motor oils: a 4-to-0 
decision. The Commissioner had found that the marks “neither 
look alike nor sound alike”. The Court, in a decision written by 
District Judge Kraft, observed that the issue could not be “so 


271. Libbey-Owens-Ford Glass Co. v. General Aluminum Window Co., Inc., 275 
F.2d 947, 125 USPQ 229, 50 TMR 648 (CCPA, 1960). 

272. Daggett § Ramsdell, Inc. v. The Procter & Gamble Company, 275 F.2d 955, 
125 USPQ 236, 50 TMR 616 (CCPA, 1960). The case was unusual in that the applicant 
itself alleged the word “personal” to be descriptive per se and had, in a different oppo- 
sition proceeding, stipulated that PERSONAL BLEND, too, was descriptive. 

273. General Shoe Corp. v. Hollywood-Mazwell Co., 277 F.2d 169, 125 USPQ 443, 
50 TMR 648 (CCPA, 1960). 
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summarily determined” and that the marks were obviously iden- 
tical in meaning and not as highly suggestive as found by the 
Commissioner.*”* 

Most recently, the Court unanimously held that the Assistant 
Commissioner had erred in dismissing an opposition filed by the 
registrant of the word MADEMOISELLE for ladies’ shoes against an 
application to register LE GANT MADEMOISELLE for ladies’ gloves.” 
The Court agreed with the Examiner of Interferences who had 
found that the word MADEMOISELLE was the dominant feature of 
both marks and that ladies’ shoes and gloves were closely related 
and generally sold in the same stores. In another appeal, from 
a decision by the Assistant Commisioner, the Court held that 
DEWY-FRESH and DAWN FRESH for fresh vegetables were likely to 
cause confusion.’ 

The cases thus far discussed in this category all involved 
reversals of holdings by the Assistant Commissioner of Patents 
in cases decided before the time of the formation of the Trial 
and Appeal Board, but at least four recent decisions have been 
found in which the Court disagreed with the unanimous opinion 
of the Board: 


E-Z LITE for a liquid chemical composition for use in starting 
fires, and the registered mark s&z-rrre for kindling blocks and al- 
leged prior use of £-z Lite for charcoal: a unanimous decision. 
The Board had found the marks confusingly similar but had 
dismissed the opposition on the ground that there had been a 
defect in opposer’s title to its registered mark; the Court re- 
versed the Board on this latter point.?” 

A composite mark including two terrestrial hemispheres with 
the word union thereacross and including beneath these features 
a long narrow panel with the words worLD wiDE sERvIcE and the 
additional words TANK & SUPPLY CO., as used on metal tanks, and 
TANKS FOR THE WORLD with the representation of a globe showing 
the western hemisphere around which was a ribbon or band 
bearing the aforesaid words, for tanks of all kinds: a 4-to-1 
decision. The Court reversed the Board primarily on the ground 


274. Phillips Petroleum Company v. Knox Industries Corp., 277 F.2d 945, 125 
USPQ 576 (CCPA, 1960). 

275. Carlisle Shoe Company v. Société Anonyme Roger Fare & Cie., 126 USPQ 54 
(CCPA, 1960). 

276. Michigan Mushroom Company v. Nash-Finch Company, 126 USPQ 136 (CCPA, 
1960). 

277. Black Panther Company, Inc. v. Cook Chemical Co., 277 F.2d 177, 125 USPQ 
402, 50 TMR 624 (CCPA, 1960). 
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that opposer’s globe symbol had acquired considerable good will 
and that use of an almost identical symbol by the applicant would 
rause likelihood of confusion despite the fact that opposer’s 
products were usually ordered under the name coLumBIA while 
applicant used the word unron in connection with its goods. Judge 
Rich emphasized that in a case of this sort, it was not of too 
much significance how the goods would be ordered, since con- 
siderable good will and secondary meaning had been created 
over a period of many years for opposer’s western hemisphere 
symbol.*”* 

camco for printing machinery including paper-cutting and 
letterpress machinery, and the registered mark cLamco used on 
packaging equipment, fixtures and supplies: Contrary to the 
Board’s decision, the Court, with only three of its members sitting, 
held that the goods were sufficiently related to be likely to cause 
confusion when bearing the marks camMco and cLAMCO, respec- 
tively.?” 


The Court also held unanimously that the Board had erred 
in dismissing an opposition by the registrant of crEaAmM wipt for 


salad dressing against an application for registration of DREAM 
wuHip for a pudding mix.**° Contrary to the Board, the Court held 
the goods to be closely related food products normally marketed 
through the same stores and also found that the two marks in- 
volved were similar in meaning, sound and appearance. 


Finally, brief mention should be made here of the cancella- 
tion proceeding in Bellbrook Dairies, Inc. v. Bowman Dairy Com- 
pany,*** in which the owner of the trademark stim sought to cancel 
a registration for sTA-sLim as registered on the Supplemental 
Register. The Commissioner had denied the petition on the 
ground that petitioner had failed to exercise sufficient control 
over the nature and quality of the stim product sold by its li- 
ecensees and on the further ground that the word stim as applied 
to a nonfat fluid milk product was “highly suggestive”. The Court 
disagreed with the Commissioner, both with regard to the issue 
of supervision and control and the question of likelihood of con- 





278. Columbian Steel Tank Company v. Union Tank and Supply Company, 277 F.2d 
192, 125 USPQ 406, 50 TMR 630 (CCPA, 1960). 

279. Cleveland-Detroit Corporation vy. Camco (Machinery) Limited, 277 F.2d 958, 
125 USPQ 586 (CCPA, 1960). 

280. Cream Wipt Foods, Inc. v. General Foods Corp., 126 USPQ 55 (CCPA, 1960). 

281. 273 F.2d 620, 124 USPQ 316 (CCPA, 1960). 
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fusion. It held stim and sta-stim to be confusingly similar, as it 


29 


had held vira-sLim and sui to be in an earlier proceeding.** 


c. No Likelihood of Confusion Found by Either the 
Patent Office or the CCPA: 


The letter “J” in an eight-pointed star for watches, clocks 
and parts thereof, and the word star with a five-pointed star for 
the same goods: a 4-to-0 decision, one judge not sitting.*** 

A composite mark including the letters swr with a design 
including the concentric letters cco, for fertilizers and insecti- 
cides, as well as the marks swrero and swFkiLu for the same goods, 
on the one hand, and the registered marks swirt and swirt’s for 


numerous products including fertilizers and insecticides on the 


other: a 4-to-0 decision, one judge not sitting, and Judge Rich 
dissenting in part.*** The Court said: 


“Considering first the marks swrearo and SWFKILL, we 
agree with appellant that ‘kill’ and ‘gro’ are descriptive or, 
at least, suggestive of the goods on which the marks are used. 
We are unable to agree, however, that the letters swr are 
substantially identical with swirr in appearance or sound, 
and certainly not in meaning. While it is true that the letters 
SWF appear in the word swirt, they do not, standing alone, 
constitute a word, and there seems to be no good reason 
for regarding them as a word or attempting to pronounce 
them.” 285 


Judge Rich, in an unusually strong dissent, stated: 


“It is not often that I find myself in such complete dis- 
agreement with my colleagues as | do in this case, with respect 
not only to their conclusion but also the reasoning in support 
of it, which I consider to be untenable.” ** 


ROYAL PALM for work shirts, dress and sport shirts, ete. and 
the registered mark PALM BEACH on textile fabrics for wearing 





282. Bellbrook Dairies,. Inc. vy. Hawthorn-Mellody Farms Dairy, Inc., 110 USPQ 
372, 46 TMR 1311, rev’d 353 F.2d 431, 117 USPQ 213, 48 TMR 995 (CCPA, 1958). 

283. Star Watch Case Company v. Gebruder Junghans, A.G., 267 F.2d 950, 122 
USPQ 370, 50 TMR 54 (CCPA, 1959). 

284. Swift g Company v. Southwest Fertilizer § Chemical Company, 271 F.2d 268, 
123 USPQ 442, 50 TMR 522 (CCPA, 1959). 

285. 271 F.2d 268, 269, 123 USPQ 442, 443. 

286. 271 F.2d 270, 123 USPQ 443. 
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apparel: a unanimous decision.*** Appellant’s argument that 
appellee’s use of a pictorial design of a palm tree as compared 
with appellant’s use of palm branches made the word pPaLm the 
dominant feature of the two marks was held to be unrealistic. 
The Court said: 


“We do not think the mental images of a beach and a tree 
will be likely to confuse an average purchaser as to the 
source of the goods.” 


SPRITE for nonalcoholic soft drinks, and the registered mark 
squirt for the same goods: another unanimous decision.*** The 
Court, in affirming the Examiner-in-Chief said: 


“.. we have nothing further to say in support of our decision 
that has not already been clearly, competently and completely 
said in the opinion of the Examiner-in-Chief.” 


AcTO-vATE for water softeners, and the prior registrations of 
acto on petroleum sulphonates for various industrial processes: 
Unanimous. The opposition was dismissed despite the fact that 
opposer had been using the mark acto on a wide variety of goods 
for many years.” 

SAFELITE for lenses for optical use, and registrations of 
OPTILITE and many SAF-I- composite marks on industrial safety 
equipment to protect the head and eyes: Unanimous.*° 


PROM PLAID for men’s dinner jackets, and the registered mark 
PROM as used on collars and wing collars for formal wear: a 4-to-0 
decision, Chief Judge Worley not participating. According to 
the Court, the marks, taken in their entirety, do not look or sound 
alike nor do they convey the same meaning.*” 


POSNER’S EBONAIRE for a hair treatment kit, and the registered 
mark pesponarr for after-shaving lotions, hair tonics and other 
cosmetics: In this case the Board had found no likelihood of 
confusion, considering both the differences between the marks and 


287. Goodall-Sanford, Inc. v. Tropical Garment Manufacturing Co., 275 F.2d 736, 
125 USPQ 189 (CCPA, 1960). 

288. Squirt Company v. T. C. Evans, 276 F.2d 415, 125 USPQ 350 (CCPA, 1960). 

289. Esso Standard Oil Co. v. E. F. Drew § Co., Inc., 277 F.2d 171, 125 USPQ 404, 
50 TMR 627 (CCPA, 1960). 

290. United States Safety Service Co. v. Graham, 125 USPQ 405, 50 TMR 648 
(CCPA, 1960). 

291. Cluett, Peabody & Co., Inc. v. Savatux Facing Company, 277 F.2d 944, 125 
USPQ 574 (CCPA, 1960). 
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the goods.”? The Court in effect split three ways. Two of the 
majority judges voted for affirmance primarily on the ground 
that the addition of the word PosnER’s served to reduce whatever 
likelihood of confusion might otherwise have been found to exist 
and should be considered “a significant or co-equal portion” of 
the mark. The opinion continues: 


“This court is not prepared to say that there is some 
magic in a fanciful word such as ‘ebonaire’ which causes it 
to stick in the public’s mind any more than PosNER’s or 
POSNER’S EBONAIRE under all possible circumstances.” 


It was then stressed (for the first time, it is believed) that the 
members of the Court were “reassured” by the fact that their 
opinion was in accord with the unanimous decision of the three 
members of the Appeal Board. Judge Rich, in a concurring 
opinion, would affirm the Board’s decision on the entirely dif- 
ferent ground that the words pEBOoNAIR and EBONAIRE had such 
a different meaning when applied to the products involved as to 
negative any possibility of confusion. According to Judge Rich, 
the primary meanings of the applicant’s and opposer’s marks 
were “poles apart”. Judges Martin and Smith, on the other hand, 
thought that the two marks, even including applicant’s mark 
POSNER’s, were sufficiently similar to give rise to a likelihood of 
confusion and that, for that reason, the Board’s opinion should 
have been reversed. 

sEw-Easy for ready-cut doll clothes including materials, needles 
and thread, and the registered mark sEwHANDy for sewing ma- 
chines and sewing-machine needles: a 4-to-0 decision, Chief Judge 
Worley not participating. The Court affirmed the Board and, 
after a painstaking analysis of the elements of both marks, 
commented : 


“Our psychological reaction to EAsy is something simple, not 
difficult. HANDY means to us convenient, ready-to-hand for 
use. These reactions correspond to the meanings ascribed by 
opposers but we cannot go with them the next step, that these 
meanings are manifestly similar, even in a broad sense.” *° 


292. Daggett & Ramsdell, Inc. v. I. Posner, Inc., 277 F.2d 952, 125 USPQ 581 
(CCPA, 1960). 
293. The Singer Mfg. Co. v. Brueggeman, 126 USPQ 193 (CCPA, 1960). 
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d. Likelihood of Confusion Found by the Patent Office 
But Not by the Court of Customs and Patent Appeals: 


Only one instance has been found in which the Court re- 
versed the Board’s finding of likelihood of confusion and dis- 
missed an opposition which had been sustained by the Board 
on that ground. In Milwaukee Nut Company v. Brewster Food 
Service, the Board had held that while the word marks neither 
looked nor sounded alike, the term scHNAPS NuTS would convey 
the same general impression as BEER Nuts. The Court’s unanimous 
decision was influenced primarily by the fact that the words 
BEER NUTS, despite opposer’s registration, lacked trademark sig- 
nificance, although 20 million packages of BEER Nuts had been 
sold over the years. Speaking through Judge Kirkpatrick, the 
Court made the rather unexpected statement that the Court did 
not believe that “confusion as to source is a significant factor in 
this case.” The opinion continues: 

“Furthermore, if we permitted appellee to prevail here, 


we would be saying, in effect, that no one else could sell this 
type of merchandise employing a trademark suggestive of 


the most appealing use of the goods. We do not believe that 


appellee’s mark warrants such protection.” *** 

Summary. This review of recent CCPA decisions would bear 
out the observation of Judge Smith in one of the first trademark 
decisions in which he spoke for the Court since his elevation to 
the bench. In emphasizing the necessarily subjective nature of 
the issue of likelihood of confusion, he said: 


“The determination of this issue requires that we evalu- 
ate the marks for the purpose of determining their probable 
impact upon potential purchasers as the marks would be 
encountered on the products of the respective parties in their 
usual markets. This evaluation is subjective and requires, 
among other things, a consideration of the probable psy- 
chological reactions of potential purchasers to the respective 
marks.” ** 


It is this same elusive subjective element which caused former 
Federal Trade Commission Chairman Mason, in an early opinion 


294. 277 F.2d 190, 192, 125 USPQ 399, 401, 50 TMR 621, 623 (CCPA, 1960). 
295. Star Watch Case Co. v. Gebruder Junghans, A.G., n. 264 supra, at p. 371. 
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on the effect of an allegedly deceptive beer label on the general 
public, to say: 


“Tt is hard to tell exactly what this label does to me. The 
infinity of different impressions I receive when reading this 
beer label are too subtle to be reported. It depends on what 
o’clock it is when I look at it; it depends on whether I am 
hungry, thirsty, sleepy, cross or happy. Every time I stare 
at it I get a different emotion but so far I have not had the 
feeling that I was ‘being put upon’ ”’.*°° 

Perhaps our notions on whether two trademarks are likely to 
cause confusion are similarly influenced by psychological and 
emotional reactions which may, on occasion, consciously or un- 
consciously depend upon momentary impressions of uncertain 
stability. 


II. “DAMAGE” OR “INJURY” BASED ON 
OTHER GROUNDS 


a. Descriptiveness or Genericness of Applicant’s Mark 


As in the past, both opposition and cancellation proceedings 
have from time to time been instituted not based on priority of 
use but solely on the ground that the mark sought to be opposed 
or canceled is, in itself, a common descriptive term which should 
_be free for use by all competitors. It is now well established that 
in eases of this sort, it is not even necessary for the opposer or 
petitioner for cancellation to prove that he had actually made a 
descriptive use of the term, but it will suffice to allege that he 
and others have a right so to use the word. 

Taking up opposition proceedings first, we find that in Jones & 
Laughlin Steel Corp. v. Bliss & Laughlin, Inc.,?" an opposition 
was filed against registration of the term STRAIN-TEMPERED. It 
was the opposer’s contention that registration of this language 
would place an unwarranted restriction on applicant’s competitors 
to employ a descriptive term in the advertising and selling of 
their products. The opposer was successful, having shown that 
the words had a well understood meaning in the steel industry 
and were commonly used by opposer and others in that way. More 





296. In the Matter of Manhattan Brewing Company, FTC Dkt. 4572, April 3, 
1946, p. 5, reproduced in Mason, THE LANGUAGE OF DISSENT (1959) at p. 186. 
297. 122 USPQ 282, 49 TMR 1240 (Com’r, 1959). 
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recently, the Board sustained an opposition on the same ground 
in Koppers Company, Inc. v. Allgemeine Holzimpragnierung, 
Dr. Wolman G.m.b.H.*** 

Of particular interest is the most recent case of Massey- 
Ferguson Inc. v. Sperry Rand Corporation,” where an opposition 
| was filed against registration of the term HAY-IN-A-DAY as applied 
| to machinery for quick hay-making. The Board held the slogan 
to be merely descriptive not only of applicant’s machinery but of 
| that of opposer as well, so that its registration would involve 
| “notential damage to opposer notwithstanding that opposer has 
| not as yet exercised the right to use the same expression or one 
of like import in connection with the sale of its goods.” In other 

words, it was clearly held that an opposition will be sustained 
under such circumstances even though the opposer may not have 
actually used the descriptive language at the time of the filing 
of the opposition. 
| On the other hand, an opposition against registration of the 
word TELEPHONICS in a design®”® filed by a competitor on the 
ground of descriptiveness was only partially successful; registra- 
tion was granted but applicant was required to file a disclaimer 
to the effect that he asserted no rights in the word “telephonics” 
in its proper descriptive meaning. 
In Chemex Corporation v. Tarbox, an application to reg- 
ister FILTERITE for coffee makers was unsuccessfully opposed by 
a competitor, who failed to present pertinent evidence that the 
term was merely descriptive and should, therefore, be held avail- 
able to all competitors. Also unsuccessful was an opposition filed 
against an application to register a cross symbol for spectacles 
and goggles which, according to the opposer, was in the shape 
of the Greek cross and had merely a descriptive meaning of in- 
dicating safe industrial use.*’ In other words, the opposition 
was based on opposer’s fear that registration would interfere with 
his right to use the same symbol in connection with safety equip- 
ment. The Board held that the record failed to show that a Greek 
cross was merely descriptive of safety spectacles. An opposer 





298. 124 USPQ 114, 50 TMR 273 (Tm. Bd., 1960). 

299. 125 USPQ 316 (Tm. Bd., 1960). 

300. General Dynamics Corp. v. Telephonics Corp., 122 USPQ 322, 49 TMR 1241 
(Com’r, 1959). 

301. 123 USPQ 273, 49 TMR 1360 (Tm. Bd., 1959). 

302. Bausch & Lomb Optical Co. v. United States Safety Service Co., 124 USPQ 
517 (Tm. Bd., 1960). 
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trying to prevent registration of the term supsy for ammonia 
products for home use fared no better.*’* In view of substantial 
trademark use made by applicant of this term, it was held that, 
despite the dictionary meaning of the term “sudsy”, it was not 
inherently incapable of indicating origin and that the applicant 
had submitted sufficient evidence to show that its supsy product 
had become well-known and impressed upon the public and the 
trade as applicant’s trademark. 

With regard to petitions for cancellation based on alleged 
descriptiveness, it appears that the petitioners in only two recent 
eases were successful. In Golden Cracknel and Specialty Com- 
pany v. Weiss Noodle Company,** a registration of Ha-LUSH-KA 
for egg noodles was canceled upon proof that this was but the 
common Hungarian or Slavic word for “noodles”; and in 
The Plastic Contact Lens Company v. Contact Lens Foundation, 
Ltd.,° the Board recently ordered cancellation of the trademark 
contour for contact lenses on the ground that the term was 
clearly descriptive of a certain type of lens construction and 
should, therefore, be held freely available to all competitors. 


III. COURT DECISIONS INVOLVING RECTIFICATION, 
CANCELLATION OR OTHER MODIFICATIONS OF 
REGISTERED TRADEMARKS: SECTION 37 


a. Invalid Vesting of Enemy-Owned Trademark; the zxtss Case. 


In one of the most significant trademark decisions of recent 
years, the Court of Appeals for the District of Columbia unani- 
mously affirmed Judge Jackson’s decision in the zztss litigation to 
which reference was made in last year’s report.** It will be re- 
ealled that the district court had held that the Government had 
never acquired valid title to the ze1ss trademark by its vesting 
orders either during the first or the second World War; as a 
result, the court, while not ordering outright cancellation, had 
directed the Commissioner of Patents “to rectify the Trademark 


303. Roselux Chemical Co., Inc. v. Parsons Ammonia Co., Inc.; Bonnie-Lan, Inc. 
v. same; Proxite Products, Inc. v. same, 124 USPQ 524 (Tm. Bd., 1960). 

304. 124 USPQ 187, 50 TMR 767 (Tm. Bd., 1960). 

305. 125 USPQ 358 (Tm. Bd., 1960). 

306. Rogers, Atty. Gen. v. Ercona Camera Corp. and Steelmasters, Inc., 277 F.2d 
94, 124 USPQ 489 (C.A., D.C., 1960), aff’g Ercona Corp. v. Rogers, 120 USPQ 100, 
49 TMR 444 (D.C., D.C., 1958). Cf., The Twelfth Year, infra n. 426, p. 18, 49 TMR 
at 1066. 
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Register by deleting any and all references to the Attorney Gen- 
eral of the United States or to The Chemical Foundation Incor- 
porated, as the owner or registrant of Trademark Registration 
No. 85,539, for the trademark zeiss. On appeal, it had been the 
Government’s contention that, based on its war powers under the 
Trading with the Enemy Act, the good will surrounding the trade- 
mark zetss in the United States was subject to seizure even though, 
as a matter of trademark law, it might have amounted to no more 
than a seizure of a trademark in gross. Judge Washington’s 
opinion leaves no doubt that the war-time fegislation had not been 
intended to disregard established principles of trademark law or 
to encourage any exploitation of foreign-owned trademarks which 
would necessarily result in a deception of the publie because of 
complete lack of any manufacturing good will in the United States. 
In distinguishing its earlier Leitz decision®’’ in which, contrary 
to the zEIss case, there had been an assignment to American Leitz 
and some manufacturing activity in the United States, Judge 
Washington wrote: 


“In view of this history we cannot conclude that Con- 
gress intended to treat a naked trademark disassociated from 
a business as property which could be seized, in disregard of 
settled principles of trademark law. The implication is quite 
to the contrary. In other words, it seems plain that the in- 
tention was that the Government could get nothing more 
by seizure than could have been obtained by a private citizen 
in a voluntary transfer.” *°* 


The issue of ultimate ownership of this world-famous trade- 
mark as between the present West German zeEIss concern and the 
VEB Zeiss, Jena, which operates from East Germany under 
Russian control, was not before the Court but, as stated last 
vear, the “rectification” of the trademark register must neces- 
sarily result in the invalidation of the two past renewals of the 
registration which had been secured on behalf of the Chemical 
Foundation and the Attorney General, respectively. It may be 
added that the Court of Appeals decision has since become final 
since the Government has not petitioned for certiorari. 





307. E. Leitz, Inc. v. Watson, Comr., 152 F.Supp. 631, 47 TMR. 1008 (D.C., D.C., 
1957), aff’d 254 F.2d 777, 48 TMR 974 (C.A., D.C., 1958). 
308. 277 F.2d 94, 100; 124 USPQ 489, 494. 
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b. Other Instances of Court Orders under Section 37. 


A rather extraordinary development occurred in the recent 
infringement suit of Car-F'reshner Corporation vy. Marlenn Prod- 
ucts Company, Inc.,** involving, inter alia, a charge that the de- 
fendant offered for sale a small tree-shaped figure of blotter-stock 
material impregnated with a deodorant in direct infringement of 
plaintiff’s exclusive right to the tree-shaped figure which had been 
registered in the Patent Office in 1954. It appeared from the file 
wrapper of the registration that applicant’s mark had originally 
been rejected on the ground that the mark was dominated by a 
representation of the goods themselves, i.e., a tree-shaped pack- 
age. Subsequently, and after several rejections, the application 
was finally allowed in the form of a two-dimensional picture of 
the tree device. The district court, in an unusually comprehensive 
opinion, found that defendant’s tree-shaped dry deodorant was 
virtually a “Chinese copy” of plaintiff’s product and that without 
doubt the defendant was guilty of unfair competition since, in 
addition, defendant had also “lifted” from plaintiff’s advertising 
material. Moreover, the court found that plaintiff had established 
a secondary meaning and that defendant was guilty of deliberate 
passing off. An injunction consequently issued and defendant was 
ordered to turn over to plaintiff all gains or profits derived from 
its unfair competition and to compensate plaintiff for all damages 
sustained, including the costs of the suit. But despite all this, 
the court on defendant’s counterclaim and in exercise of its jJuris- 
diction under See. 37, ordered cancellation of plaintiff's trademark 
registration on the ground that the tree device was not registrable 
even in the form in which it had been ultimately accepted by the 
Patent Office, at least not at the time of the actual registration in 
1954. According to Judge Watkins, the Examiner had _ been 
“clearly in error” in allowing the representation of the goods 
even in picture form to be registered in the absence of secondary 
meaning. This part of the court’s decision would indeed seem to 
be astonishing if read in conjunction with the remaining part of 
the opinion and particularly the court’s finding that, as of the 
present time, the plaintiff’s product had without doubt acquired 
a substantial secondary meaning which would probably, on ap- 
plication for reregistration, result in the issuance of a new reg- 





309. 183 F.Supp. 20, 125 USPQ 111 (D.C., Md., 1960). 
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istration under Sec. 2(f) taking the place of the canceled 
registration. 

It is perhaps interesting to note that the Sixth Cireuit ex- 
pressed considerably greater reluctance to overturn a Patent Office 
determination of registrability than did the court in the pine tree 
case, supra. In Clarence L. Neely v. Boland Mfg. Co.,° the de- 
fendant had argued, inter alia, that plaintiff’s design trademark, 
for which an application was pending in the Patent Office, was 
invalid and unregistrable. The district court, although holding 
plaintiff’s trademarks not infringed, in any event, had proceeded 
to pass upon the registrability of the design trademark and had 
found it to be not subject to appropriation as a trademark. With- 
out specifically deciding the issue of registrability, the appellate 
court stated: 


“In any event, we think the question whether Neely’s design 
trade-mark is or is not entitled to registration is primarily 
one for the Commissioner of Patents to decide, under the 
applicable law and his rules and regulations.” ** 


On the other hand, in Conley v. Colgate-Palmolive Company, fur- 
ther discussed infra,*” the court directed the Patent Office to issue 
certain pending registrations to plaintiff and to restrict an ex- 
isting registration which had been acquired by defendant so as 
to eliminate eleven western states therefrom and to enter a sim- 
ilar partial restriction with regard to defendant’s own registra- 
tion. The court specifically requested the Commissioner of Patents 
to make appropriate entry of these restrictions in the records of 
the Patent Office and “to be controlled thereby”’. 

Another unusual development evidencing an increasing exer- 
eise of the court’s jurisdiction under See. 37 of the 1946 Act 
occurred in Safeway Stores, Inc. v. Chickasha Cotton Oil Co.,3*° 
where the well-known sareway grocery chain brought suit to enjoin 
defendant from registering SAVE way in conjunction with a design 
as a trademark for poultry and livestock foods. At the same 
time, an injunction was sought permanently to restrain defen- 
dant from using the name save way. The defendant, although 
organized in 1919, had not used the name savE way until 1957 





310. 274 F.2d 195, 124 USPQ 158, 50 TMR 745 (C.A. 8, 1960) ; see infra n. 352. 
311. 274 F.2d 195, 203; 124 USPQ 158, 163; 50 TMR 745, 753. 

312. 125 USPQ 2 (D.C., N.D. Cal., 1959) ; see infra ns. 352. 353. 

313. 180 F.Supp. 534, 125 USPQ 67 (D.C., W.D. Okla., 1959) ; see infra n. 365. 
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and then sought registration of that name in the Patent Office. 
Promptly upon publication of defendant’s application, plaintiff 
filed a notice of opposition and demanded by separate letter im- 
mediate discontinuance of the use of the name save way by de- 
fendant and withdrawal of the application. When defendant failed 
to comply with this request, the present suit was instituted and 
resulted in a decision finding defendant guilty of trademark in- 
fringement and, at the same time, enjoining defendant from fur- 
ther proceeding with registering the name in the Patent Office. 
In this effective way, plaintiff not only won a complete victory 
in the infringement suit but simultaneously prevented defendant 
from further prosecution of the pending inter partes proceeding 
in the Patent Office. 

The most recent and rather unorthodox instance of an equity 
court’s use of its directive authority under Sec. 37 may be found 
in the Second Cireuit decision in the HAYMAKER case, to which 
reference will again be made later in this report. There a unani- 
mous court sustained the district court’s decree directing the 
Commissioner of Patents to dismiss a pending opposition be- 
tween the two litigants and to grant to the defendant “a concur- 
rent registration” of the HAYMAKER mark for women’s shirts, 
blouses, and other similar merchandise recited in defendant’s 
application over plaintiff’s previous registration of HAYMAKERS 
for women’s shoes. This directive was based not on the first 
but on the second concurrent use proviso in See. 2(d) of the 
1946 Act, which permits concurrent registration “when a court 
has finally determined that more than one person is entitled to 
use the same or similar marks in commerce”. Judge Hincks stated 
in this respect: 


“On the face of the proviso the second class was stated 
more broadly than the first in that it was not restricted to 
eases in which concurrent registration of a second mark would 
not result in confusion. We think it reasonable to infer that 
the absence of that restriction in the second class was delib- 
erate. We hold that by the second class it was intended to 
extend rights of registration to cases like this in which the 
applicant has engaged in a lawful concurrent use of the mark 
and proposes to continue in the use only on noncompeting 
goods where the likelihood of public confusion and of pri- 
vate harm is slight.” *** 





C.A. 2, 1960) ; 


314. Avon Shoe Co., Inc. v. David Crystal, Inc., 125 USPQ 607 
see also infra n. 324. 
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As will be pointed out later in this report, the court held defen- 
dant not only entitled to the wse of the HAyMAKER mark on its 
product but also entitled to register it as just indicated, despite 
the fact that the court deemed HAYMAKERs to be a “strong” trade- 
mark and had found, contrary to the district court, that there 
was likelihood of confusion, if not indeed actual confusion. 

It seems rather puzzling that the court would direct a “con- 
current registration” under See. 2, after the Examiner of Trade- 
marks had decided to permit registration of defendant’s mark 
on the ground that women’s shoes on the one hand, and women’s 
shirts, blouses, and similar products on the other were not so 
closely related as to make an ex parte rejection of defendant’s 
application mandatory. Be that as it may, the last three-mentioned 
cases certainly indicate a distinct trend toward by-passing the 
-atent Office tribunals through invocation of the authority of 
the courts under See. 37 of the Lanham <Act.** 


PART III. TRADEMARK INFRINGEMENT AND 
UNFAIR COMPETITION 


I. USE OF INFRINGING MARK OR NAME 
a. Appellate Federal Court Decisions 


In the proposed federal unfair competition act (the Lindsay 
3ill),"*° which was briefly mentioned at the conclusion of last 
year’s report, a provision is included which proposes generally 
to outlaw all competitive acts which violate “reasonable standards 
of commercial ethics”. Those who do not favor the enactment of 
a statute of such general scope have often expressed the view 
that most unfair and unethical business practices could be curbed 
by an enlightened and flexible application of existing common law 
principles in conjunction with the broad injunctive authority of 
our equity courts. A certain measure of support could have been 
found for this view in the much-quoted observation of the Re- 
statement of Torts that, in the field of unfair competition, the 
tendency of the law “has been in the direction of enforcing in- 


315. But see the most recent case, infra n. 411, where a federal court refused to 
entertain a suit for cancellation of a registered trademark on the ground that plaintiff 
should first exhaust his administrative remedy (cancellation petition) in the Patent 
Office. 

316. H.R. 7833, see Addendum, infra. 
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creasingly higher standards of fairness or commercial morality 
in trade. The tendency still persists.” (Restatement, Torts, Vol. 
III, p. 540.) This optimistic statement proudly announced over 
20 years ago and since quoted by the courts in many cases in 
which various forms of unfair competition were effectively en- 
joined, has unfortunately lost much of its promise in recent years 
and—it must be admitted—particularly during the most recent 
past. This observation would seem to be especially pertinent 
when a series of recent decisions of the Court of Appeals for 
the Second Cireuit, which had rendered so many landmark de- 
cisions in this field several decades ago, is examined. In all of 
these except one,*”’ the plaintiffs were unsuccessful. This is true 
not only with regard to the court’s rulings on issues of technical 
trademark infringement since the DAWN DONUT decision,**® but even 
more so with regard to the court’s most recent decisions con- 
cerning unfair competition by slavish and deliberate copying of 
nonfunctional features of a competitor’s product. 

Turning first to trademark infringement cases, we find that 
in Camloc Fastener Corp. v. OPW Corp.,*” the court in a per 
curiam opinion affirmed Judge Murphy’s decision of 1958. The 
district court had dismissed an action for trademark infringe- 
ment and unfair competition involving plaintiff’s registered trade- 
marks camMLoc as used on fasteners, push-button latches and 
similar products which was alleged to have been infringed by 
defendant’s use of KamMLoK for quick coupling assemblies for 
connecting pipes or hose for the handling of hazardous liquids. 
Defendant had counterclaimed for a declaratory judgment that 
plaintiff’s marks were invalid and for an order directing the 
Commisioner of Patents to cancel those marks. Because of the 
considerable differences between the products involved, no like- 
lihood of confusion was found. Moreover, plaintiff’s mark cAMLoc 
was held to be descriptive and not distinctive despite the fact 
that the plaintiff had made such an allegation in securing reg- 
istration thereof under Sec. 2(f) of the 1946 Act; only one of 
plaintiff’s four registrations was held valid. Thus, the plaintiff, 
upon affirmance by the appellate court per curiam, not only lost 





317. Seen. 344, infra. 

318. Dawn Donut Co., Inc. vy. Hart’s Food Stores, Inc., 267 F.2d 358, 121 USPQ 
430, 49 TMR 631 (C.A. 2, 1959), discussed in The Twelfth Year, infra n. 426, p. 20, 
49 TMR at 1070, 1071. 

319. 271 F.2d 415, 123 USPQ 423 (C.A. 2, 1959), aff’g 164 F.Supp. 15, 118 USPQ 
332, 49 TMR 306 (D.C., S.D. N.Y., 1958). 
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the lawsuit but also three of the registrations on which the suit 
was based. 

More recently, the court held in a two-to-one decision that 
confusion was not likely to arise between plaintiff’s trademark 
ARTCARVED as used on wedding, engagement and other diamond 
rings, and defendant’s art-crEsT as used on the same products.*” 
Defendant, although in business since 1946, had used a different 
name until 1955 and had only then started using art-crest. In 
sustaining the lower court’s finding of noninfringement,*™ Judges 
Moore and Clark were apparently influenced by the fact that 
an “ordinarily prudent purchaser” of a wedding or diamond ring 
would be “most discriminating” in his purchase and make it “care- 
fully and deliberately”. 


“The desire to please the recipient of the purchase, the im- 
portance of the occasion (engagement or wedding), the rather 
large cost, and the hoped-for permanence of the purchase, 
all combine to make a shopping trip for a diamond ring a 
memorable event for most people.” *” 


Judge Friendly, on the other hand, in his dissent strongly sug- 
gested a return to the higher standards of “fairness and com- 
mercial morality”, referred to in the Restatement of Torts, supra, 
and stated: 


“When middle-aged judges are obliged to determine the 
‘likelihood of confusion’ in the purchase of engagement and 
wedding rings by youthful swains not enjoying our advantage 
of knowing the answer in advance, I should suppose the most 
resolute mind must entertain some doubts. I prefer to resolve 
mine in favor of a plaintiff who has spent money and effort 
in exploiting its mark for nearly a score of years rather than 
of a defendant who, with the world of possible names before 
him, has chosen to inch as close to the plaintiff’s mark as 
he believes he safely can, even if he has done this in a ‘good 
faith’ belief that he has succeeded.” ** 


But the dissenting judge most recently joined Judges Clark and 
Moore in the Avon Shoe case** in denying any relief to the owner 


320. J. R. Wood and Sons, Inc. v. Reese Jewelry Corp., 278 F.2d 157, 125 USPQ 
367, 50 TMR 583 (C.A. 2, 1960). 

321. 19 F.R.D. 391, 112 USPQ 103, 47 TMR 338. 

322. 278 F.2d 157, 159; 125 USPQ 367, 369; 50 TMR 583, 586. 

323. 278 F.2d 160, 125 USPQ 369, 50 TMR 586. 

324. Avon Shoe Co., Inc. vy. David Crystal, Inc., 125 USPQ 607 (C.A. 2, 1960). 
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of the trademark HAYMAKER used by a manufacturer of women’s 
shoes against defendant’s use of the almost identical mark in 
connection with women’s sportswear. As mentioned in last year’s 
report, the district court had found after a protracted trial that 
the equities heavily weighed in favor of the defendant who had 
adopted the mark in entire good faith many years prior to plain- 
tiff’s registration although subsequent to plaintiff’s first use, and 
that any likelihood of confusion between plaintiff’s shoes and 
defendant’s high class sportswear line was “de minimis”;*” the 
court had also emphasized the defendant’s fine reputation and 
much greater sales volume, and had found plaintiff guilty of laches 
as well as misrepresentation in securing its registration. The 
Second Circuit, although stating that the balance of interests did 
not, in its opinion, preponderate as heavily in defendant’s favor 
as had been held by the court below, agreed with the latter in 
the overall result, i.e., in finding that after many years of con- 
current use in good faith, defendant should not at this late date 
be enjoined from continued use of the HAYMAKER trademark on 
its line of women’s wear; indeed, the court, as previously men- 
tioned,*** directed the Patent Office to issue a concurrent regis- 
tration to defendant under the second proviso of Sec. 2(d). While 
a reading of both courts’ decisions makes it clear that the de- 
fendant in this ease was neither a deliberate infringer nor an 
unfair competitor and that, consequently, under the circumstances 
of this case the plaintiff was not entitled to the relief it had sought, 
it would still seem difficult to subscribe to some of the legal rea- 
soning found in the appellate court’s opinion. This is particularly 
true with regard to the court’s statement that 


“... it is perfectly clear that this Court, at least, has never 
subscribed to such a restrictive reading of the Act as would 
empower a first user, solely because of his priority, to auto- 
matically enjoin the use of the mark by an innocent junior 
user on related goods in every case where confusion of source 
of origin is likely. Such may be the law when the junior user, 
although acting in good faith, sells products which are in com- 
petition with those of the senior user since injury to its 
business is then inevitable.” **? [Emphasis added. ] 





325. 121 USPQ 397, 49 TMR 731 (D.C.,S.D.N.Y., 1959), discussed in The Twelfth 
Year, supra n. 426, p. 24, 49 TMR at 1080. 

326. Supra n. 314. 

327. 125 USPQ 607, 612. 
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It is submitted that this statement of the court’s position finds 
justification only when the trademark involved is originally “weak”, 
such as the family name sonnson,** which was involved in one 
of the cases cited by the court, or the word FEDERAL*” or the name 
EMERSON.**’ In those cases, the court did indeed point out that 
the scope of protection to which the first user of such marks as 
EMERSON Or JOHNSON was entitled should be carefully circumscribed 
in the light of the interests of others bearing the same family 
name. But the opposite rule had been applied in the famous 
AUNT JEMIMA case on the ground that the owner of a strong and 
unique trademark should be held entitled to protection against 
use even on noncompeting, although “related”, goods.*** In the 
HAYMAKER case, the Court of Appeals emphasized that it was 
“quite clear” that the plaintiff’s mark was a “strong” one because 
it was fanciful and arbitrary as applied to the goods and because 
“it has not been often used by others on other related or unrelated 
goods.” *** Beyond that, and contrary to the district court’s ex- 
tensive fact findings, the Court of Appeals did not find likelihood 
of confusion to be “de minimis” but, on the contrary, held after 
detailed discussion that likelihood of confusion had been estab- 
lished, particularly since the parties’ products were frequently 
sold on the same floor of the same leading department stores and 
were used on “closely related goods which served both common 
functions and common purchasers”.** If we were actually to con- 
clude that the owner of a “strong” trademark may not under 
ordinary circumstances enjoin use of the identical trademark on 
“closely related goods” under circumstances which, according to 
the court, made a finding of likelihood of confusion “mandatory”, 
then trademark protection has indeed not been placed “on a new 
“footing” by the Act of 1946 but has become shaky in its very 
foundations. In other words, while, under the facts of this ease, 
one could hardly quarrel with the result reached by the court, 
the same conclusion, it is submitted, could more properly have 
been reached on some of the other grounds stressed in the opinion 





328. 8S. C. Johnson v. Johnson, 175 F.2d 176, 81 USPQ 509, 39 TMR 557 (C.A. 2, 
1949), cert. denied 338 U.S. 860, 83 USPQ 543. 

329. Federal Telephone and Radio Corp. v. Federal Television Corp., 180 F.2d 250, 
84 USPQ 394, 40 TMR 219 (C.A. 2, 1950). 

330. Emerson Electric Mfg. Co. v. Emerson Radio and Phonograph Co., 105 F.2d 
908 (C.A. 2, 1950). 

331. Aunt Jemima Mills Co. v. Rigney g& Co., 247 F. 407, 8 TMR 163 (C.C.A, 2, 


125 USPQ 607, 613. 
125 USPQ 611. 
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of the lower court, i.e., particularly plaintiff’s acquiescence and 
laches (and, according to the lower court, “unclean hands”). Or 
the Court might have adopted the district court’s view (apparently 
shared by the Patent Office when it had permitted defendant’s 
application to be passed to publication after having first rejected 
it in view of plaintiff’s registration) that, as a result of defen- 
dant’s success, high reputation and unmolested use of its mark 
through many years, the purchasing public was unlikely to as- 
sociate its products with those of the plaintiff. But it seems rather 
unorthodox for the court first to find considerable likelihood of 
confusion and, therefore, possibility of deception of the public, 
and then, subsequently, to conclude that as a matter of trademark 
law this normally crucial finding may have to be disregarded 
even in cases involving a “strong” trademark and “closely related” 
goods. 

In now turning to the other line of recent Second Circuit 
decisions which did not primarily involve issues of trademark 
infringement but the ever-recurring problem of “slavish imita- 
tion” or “Chinese copying”, we must note an even greater retro- 
gressive trend.*** The handwriting on the wall first appeared in 
the Norwich case** in which the court unanimously reversed the 
district court which had held, in 1958,°*° that Sterling Drug, in 
appropriating the identical pink color for its new product PEPSAMAR 
had been guilty of unfair competition as a result of intentional 
copying of a nonfunctional attribute of a competitor’s product. 
Unfair competition had been found on the basis of appropriation 
of nonfunctional features of PEPTO-BIsMAL “as a whole rather 
than upon the sum of its parts individually”.**’ Moreover, the 
lower court was apparently influenced by the fact that Sterling 
had been motivated to some extent by “a purpose of retaliation” 
when it had learned that the plaintiff had planned to expand into 
the manufacture of aspirin. It is true that, in the course of its 
opinion, the district court had remarked that under New York 
law proof of secondary meaning was not necessarily a basis for 
relief against unfair competition but one does not gather the 





334. It may also be worth mentioning that the Court once again expressed the 
view that the remedies under the New York Antidilution statute were available only 
to a New York State registrant. Ibid., at 613. As pointed out in last year’s report, 
in connection with the review of the DAWN DONUT decision, n. 318 supra, there appears 
to be no basis either in the statute or in its legislative history for this conclusion. 

335. The Norwich Pharmacal Company vy. Sterling Drug, Inc., 271 F.2d 569, 123 
USPQ 372, 50 TMR 349 (C.A. 2, 1959). 

336. 167 F.Supp. 427, 119 USPQ 126, 49 TMR 53 (D.C., N.D. N.Y., 1958). 

337. 119 USPQ 130, 49 TMR at 61. 
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impression from the opinion that the decision itself had hinged 
upon the presence or absence of secondary meaning, but centered 
around the court’s view that in cases of deliberate copying of 
nonfunctional features the burden of proving no likelihood of 
confusion would shift to the defendant. The appellate court’s 
reversal, on the other hand, was principally directed toward the 
view that secondary meaning was no longer required under New 
York law. Judge Moore, in the initial portion of his opinion, 
expresses criticism of the attitude of some courts (including the 
district court in the present case) to permit their “distaste for 
sharp or unethical practices” to let them lose sight of the “fun- 
damental consideration in the law of unfair competition—protec- 
tion of the public.” The court then seeks to establish a distinction 
between two categories of cases: those involving outright mis- 
appropriation of property rights in which ordinarily no question 
of secondary meaning will arise, and those based on consumer 
deception through passing off or other similar means. With regard 
to this latter category, in which the court apparently includes all 
instances of intentional copying of nonfunctional features of a 
competitor’s product, proof.of secondary meaning or “special 
significance” would be required. However, this part of the court’s 
decision would seem in effect to be dictum only because, contrary 
to the lower court, it was held that the use of the pink color was 
functional since its purpose was “to present a pleasant appear- 
ance to the customer and to the sufferer”. It would, therefore, 
be difficult to determine what the court’s decision might have been 
if it had shared the district court’s view that the color and other 
nonfunctional elements had been deliberately copied. But this 
much at least would seem clear: the court not only would insist 
upon proof of secondary meaning in this type of case but would 
also disagree with the view that even upon a showing of wide rec- 
ognition by the public of nonfunctional features, the burden of 
proof should be shifted to the imitator. Moreover, the court— 
it is submitted without real support for this observation— 
charged the district court with having overlooked “the difference 
between a deliberate attempt to deceive and a deliberate attempt 
to compete.” The trial court actually went out of its way to 
recognize the right to compete as long as it was exercised fairly 
judged by the court’s conception of fairness among commercial 
competitors. The Supreme Court recently denied certiorari.** 


338. 362 U.S. 919 (1960). 
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On the same day, the court, once more speaking through Judge 
Moore, handed down its decision in Speedry Products, Inc. v. Dri 
Mark Products, Inc.** In this ease, the lower court’s denial of 
a preliminary injunction was affirmed. Contrary to the Norwich 
case, there had been no trial on the merits in this instance. Plain- 
tiff sought to prevent defendant from importing and selling a 
marking device known as DRI MARK, alleging infringement of cer- 
tain patents on its MAGIC MARKER device, and further alleging that 
defendant’s device was so similar in appearance to plaintiff’s that 
confusion as to source would be inevitable. However, for purposes 
of the injunction motion, plaintiff relied solely on its claim of 
unfair competition and not on the charge of patent infringement. 
The district court had denied the injunction on the ground that 
likelihood of confusion was “extremely doubtful” and that plaintiff 
should not be awarded such relief, if at all, until after trial, 
particularly since plaintiff had failed to show irreparable dam- 
age. Again the court took a most restrictive view with regard to 
recognizing any feature concerning size and shape of a product 
as “nonfunctional”. Judge Moore said: 


“Athough use of such generic terms as ‘functional’ and ‘non- 
functional’ is likely to lead to oversimplification and arbitrary 
classification, size and shape of an article of the type of these 
marking devices are highly functional. The mere copying of 
functional features, absent some fraudulent factor, is not un- 
lawful. A contrary holding would be an unwarranted exten- 
sion of patent and copyright protection.” **° [Emphasis 
added. | 


As in Norwich, the court again expressed the general view that 
even with regard to nonfunctional features a plaintiff could not 
succeed without proof of secondary meaning, notwithstanding cer- 
tain earlier New York precedents to the contrary. 


339. 271 F.2d 646, 123 USPQ 368, 50 TMR 343 (C.A. 2, 1959). 

340. 271 F.2d 646, 648; 123 USPQ 368, 370; 50 TMR 343, 345. 

341. The case usually relied upon for the view that proof of secondary meaning 
is no longer required in unfair competition cases under New York law is Santa’s Work- 
shop V. Sterling, 2 A.D.2d 262, 153 N.Y.8.2d 839, 46 TMR 1356 (N.Y. Sup. Ct., App. 
Div., 3d Dept., 1956). It was there stated that an equity court would grant protection 
in the absence of secondary meaning only in cases where, as in the Santa’s case, there 
was proof of “predatory business conduct” (271 F.2d 650, 123 USPQ 371, 50 TMR 
at 346). Once again, Judge Moore took occasion to admonish the courts and the bar 
to bear in mind the distinction between misappropriation cases on the one hand and 
passing off and imitation of nonfunctional features on the other hand. But these obser- 
vations must be considered dicta since the court failed to find any copying of nonfunc- 
tional features or any similarity between the parties’ trademarks, prices or other relevant 
factors. 





| 
| 
| 
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But a still more conservative approach is reflected in the 
court’s subsequent decision in the American-Marietta case,** in 
which Judge Learned Hand spoke for the court. Again it was 
found both by the lower court and by the Court of Appeals that 
no nonfunctional features of plaintiff’s mop had been imitated 
except certain horizontal slots in the presser plate, but at the same 
time the court failed to find “a jot or tittle of evidence” to suggest 
that it was these slots which misled purchasers into assuming 
that defendant’s product came from the same source as plaintiff’s. 
Although conceding that buyers may have assumed an identity in 
the origin of the two mops because of their general similarity 
to which the identical form of slots may have contributed, the 
court proceeded to set up the following further roadblock for 
plaintiffs in this type of case: 


“ .. but one who seeks to enjoin the reproduction of what is 
in the public domain must affirmatively show that the copied 
features were the reason for the confusion; it is not enough 
that perhaps it may have contributed.” ** 


It should be noted, however, that this case, like the Speedry case, 
was an appeal from a motion for a preliminary injunction and 
Judge Hand at least left the door open to the plaintiff to prove, 
upon trial of the case, that the slot had become “the earmark” 
of plaintiff’s product. The district court, although not granting 
relief on the primary issue, had enjoined defendant from using 
upon its refill sponges the legend THIS REFILL FITS THE O’CEDAR 76 
AND CROWN 400.” The court had held this type of prominent ref- 
erence to a competitor’s trademarked product to be enjoinable. 
On appeal, even this limited measure of protection was denied, 
although the court acknowledged the fact that defendant had for 
a considerable period of time wrapped their refills in a cellophane 
eover which closely imitated that used by plaintiff. It added, how- 
ever, that since defendants had recently changed the cover, they 
should not have been enjoined from referring to the fact that 
their refills fit the plaintiff’s apparatus, not even if they saw fit 
to mention plaintiff’s product before mentioning their own. 

If an attempt were made to summarize the judicial approach 
expressed in the three last-mentioned Second Circuit cases, the 


342. American-Marietta Company v. Krigsman, 275 F.2d 287, 124 USPQ 320, 50 
343. 275 F.2d 287, 290; 124 USPQ 320, 322; 50 TMR 498, 501. 
TMR 498 (C.A. 2, 1960). 
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conclusion would seem inescapable that an almost insuperable 
burden is now being placed upon those plaintiffs who seek legal 
protection against deliberate imitation by a competitor of non- 
functional features of their products. No preliminary injunction 
is likely to be granted in such cases unless all of the following 
prerequisites are met, in addition to the necessary showing of 
likelihood of irreparable damage: 


1) Plaintiff must succeed in satisfying the court that what 
has been copied in whole or in part is nonfunctional; in the light 
of the Norwich, Speedry and Marietta cases, this, in itself, appears 
to have become an increasingly difficult task. 

2) Having satisfied the court that nonfunctional elements 
have been deliberately copied, plaintiff will have to proceed to 
prove that these specific features have become the “earmark” 
plaintiff's article and have acquired a secondary meaning apart 
from plaintiff’s product as a whole. 

3) According to the last-mentioned decision, it would still 
be necessary, after having established deliberate copying of non- 
functional elements which have acquired a secondary meaning, 
specifically to prove that the copied features, as such, are the 
reasons for consumer confusion or likelihood thereof. There is 
no suggestion in any one of these three cases that, at any time, 
the burden of proof should shift to the competitor for the purpose 
of rebutting a prima facie case of unfair competition inferred 
from deliberate imitation of nonfunctional elements. If this be 
a eorrect evaluation of the court’s current attitude, then little 
indeed would be left of the comment in the Restatement of Torts 
that the tendency of the law “has been in the direction of en- 
forcing increasingly higher standards of fairness or commercial 
morality in trade.” ** 

There has been an unusual dearth of appellate court decisions 
in the area here reviewed throughout the other federal circuits. 








344. The one instance in which a trademark owner was awarded effective protec 
tion and even an award of treble profits was Deering, Milliken & Co., Inc. vy. Gilbert, 
269 F.2d 191, 122 USPQ 355, 50 TMR 43 (C.A. 2, 1959), but there the defendant 
had previously been found guilty on a criminal charge of counterfeiting plaintiff 
trademark and had deliberately made it impossible for plaintiff to prove p rofits 
damages. As a result, plaintiff had to proceed to estimate defendant’s profits through 
expert testimony. Following the — recently established in the copyright infringe 
ment case of Shapiro, Bernstein & Co. Remington Records, 265 F.2d 263, 121 U SPQ 
109 (C.A. 2, 1959), the court not a held such evidence to be admissible but. 
addition, ruled that under the court’s broad discretion under Sec. 35 of the Act of 1946 
an award of treble profits, rather than treble damages, was authorized in cases of this 
sort. 
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The majority of the few decisions which have been found deserve 
no more than passing reference. The Court of Appeals for the 
First Cireuit had occasion to note by way of dictum in Allied 
Chemical Coatings, Inc. v. Allied Chemical Corp.,** that in a suit 
in the federal court based on the Massachusetts Antidilution 
statute it was not necessary to allege that the parties were in 
competition but had no occasion to pass upon the merits of the 
controversy since the appeal was dismissed for lack of juris- 
diction.**® 

The Court of Appeals for the Third Circuit appears not to 
have considered any trademark appeal since its decision in the 
Bancroft case,*** to which reference was made last year,*** nor 
has there been any reported decision in the Fourth Circuit. The 
Court of Appeals for the Fifth Circuit, in its only decision during 
the period under review, affirmed the ruling of a Florida district 
court which had enjoined a defendant from using the name MIAMI 
CREDIT BUREAU, INC. on the ground of likelihood of confusion with 
plaintiff’s well established practically identical name.** 

The only reported Sixth Circuit case was Levi Strauss and 
Company v. Longley, where it was held per curiam that a so- 
‘valled arcuate design used by plaintiff as a trademark and 
stitched on the back pockets of overalls and jeans was not infringed 








345, 272 F.2d 204, 123 USPQ 472, 50 TMR 275 (C.A. 1, 1959). 

346. It may be recalled that a similar allegation was made without success (and, 
indeed, without any basis in law) under the Illinois Antidilution Act in the case of 
John Morrell ¢ Co. v. Reliable Pack.ng Co., 172 F.Supp. 276, 121 USPQ 133, 49 TMR 
961 (D.C., N.D. Ill., 1959). The Court of Appeals for the First Circuit also affirmed 
the lower court’s decision in Unistrut Corp. v. Power, which had held that POWER-STRUT 
did not infringe UNISTRUT, 126 USPQ 82 (1960). 

347. Joseph Bancroft ¢ Sons Co, v. Shelley Knitting Mills, Inc., 119 USPQ 463, 
49 TMK 412 (D.C., E.D. Pa., 1958), reversed and remanded, 268 F.2d 569, 122 USPQ 
113, 49 TMR 1103 (C.A. 3, 1959). 

348. The Twelfth Year, infra n. 426, p. 19, 49 TMR at 1068. 

349. Miami Credit Bureau, Inc. v. The Credit Bureau, Inc., 276 F.2d 565, 125 
USPQ 87 (C.A. 5, 1960). It may be mentioned that a rather interesting case which 
may perhaps reach the Court of Appeals during the coming year arose in Louisiana 
in connection with a suit brought by the manufacturers of the zippo lighter to enjoin 
the marketing in New Orleans of Japanese cigarette lighters substantially identical in 
appearance with plaintiff’s product. Zippo Mfg. Co. v. Manners Jewelers, Inc., 180 
F.Supp. 845, 124 USPQ 329, 50 TMR 487 (D.C., E.D. La., 1960). With regard to the 
slavish copying, a temporary injunction was denied because plaintiff’s product no longer 
enjoyed protection. The court observed that the problem of design imitation had 
resulted in an increasing amount of jurisprudence “much of which is difficult to recon- 
cile.’ It was held that, at least in connection with the granting of temporary relief, 
the sale of the imitated product as such should not be enjoined, but that a temporary 
injunction should issue restraining defendant from using the name zippo or any ZIPPO 
advertising displays in merchandising the Japanese imitation (which, it may be added, 
bore an inscription on the bottom including the Japanese trade name and the legend 
that the lighters were made in Japan). 

350. 272 F.2d 820, 124 USPQ 1, 50 TMR 354 (C.A. 6, 1959). 
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by defendant’s mark although admittedly similar in general 
appearance. 

In the Seventh Circuit not a single reported decision has been 
found this year apart from the special ruling in the Metropolitan 
Insurance Company case to which reference will be made later in 
this report.*” 

In the Eighth Circuit, on the other hand, we are once again 
confronted with the problem of slavish imitation. It may be re- 
called that a Minnesota district court had denied the plaintiff 
all relief from trademark infringement or unfair competition in 
Neely v. Boland Mfg. Co.,° although the court had held defen- 
dant’s product to be “almost an exact duplicate” of the plaintiff’s 
product. The Court of Appeals, however, emphasized the fact 
that defendant had not only copied plaintiff’s diagonal design 
from the product itself but had, in addition, imitated plaintiff’s 
package and, more particularly, had copied plaintiff’s container 
with its cellophane window.** The conclusion of the trial court 
that defendant had not engaged in unfair competition was set 
aside as contrary to the weight of the evidence and based upon 
a misconception of the law.** 

The Ninth Circuit Court of Appeals once again had to pass 
upon an aspect of the apparently never-ending SUN-KIST-SUN-MAID 
litigation.** It held that the assignment of the trademark sun-kIst 
would, of course, not “in and of itself cause all rights under the 
contract and injunction to vanish magically as in a puff of smoke,” 
as the owner of the suN-mArp trademark had alleged.**® 





351. See text and n. 366, infra. 

352. Neely v. Boland Mfg. Co., 170 F.Supp. 769, 120 USPQ 442, 49 TMR 540 
(D.C. Minn., 1958), discussed in The Twelfth Year, infra n. 426, p. 24, 49 TMR 1080, 
1081. 

353. Neely v. Boland Mfg. Co., 274 F.2d 195, 124 USPQ 158, 50 TMR 745 (C.A. 
8, 1960). See also supra, n. 310. 

354. As previously mentioned, the court found it unnecessary to pass on the validity 
of plaintiff’s design registration (see text at n. 310, supra), but did express the opinion 
that plaintiff’s trademark Jirry had not become invalid on the alleged ground that it 
had been actually used only in conjunction with the name NEELY. 

355. Sun-Maid Raisin Growers of California v. California Packing Corp., 273 F.2d 
282, 124 USPQ 26, 50 TMR 276 (C.A. 9, 1959), aff’g 165 F.Supp. 245, 119 USPQ 304, 
49 TMR 184 (D.C., 8.D. Calif., 1958). 

356. The court also handed down, in Wolfe v. National Lead Co., 272 F.2d 867, 
123 USPQ 574, 50 TMR 48 (C.A. 9, 1959), a detailed opinion with regard to the 
proper method of determining the profits to which the plaintiff was held entitled as a 
result of defendant’s infringing use of the trademark DUTCH Boy (223 F.2d 195 (C.A. 
9, 1955)). The history of the litigation since the court’s first decision is stated in 
footnote 1 of the most recent decision. The court decided, inter alia, that the accounting 
period should be coextensive with the period of infringement and that it would make 
no difference that the district court had originally held defendant not to be guilty of 
infringement or that he had acted in good faith and in reliance upon counsel’s advice. 
Nor was defendant held entitled to any apportionment as between DUTCH and non-pUTCH 
products. 
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The only trademark decision in the Tenth Circuit was Fried- 
man v. Sealy, Inc.,*"" in which the owner of the registered trade- 
marks POSTUREPEDIC and GOLDEN SLEEP was found entitled to an 
injunction and damages against a defendant who had been using 
the marks PROPER-PEDIC and THE GOLDEN FLEECE On similar products, 
mattresses and box springs. Defendant’s contention that plain- 
tiff’s marks had been abandoned and had, at most, been used 
as style designations rather than as trademarks was not upheld 
either by the lower court or on appeal. On the principal issue of 
likelihood of confusion, the court said: 


‘““POSTUREPEDIC and PROPER-PEDIC create similar impact upon 
the eye and the ear and carry similar connotations to the 
brain. Although GOLDEN SLEEP and THE GOLDEN FLEECE may 
upon considered analysis present different meanings, the con- 
cepts are hazy and when linked to the promoted product, 
sleep equipment, are designed to impress the buyer with the 
notion of luxury rest.” ** 


b. District Court Decisions 


A review of recent district court decisions invites the con- 
clusion that it may become an increasingly difficult task for trade- 
mark owners and their counsel to impress upon an equity court 
the need for issuance of a preliminary injunction or a temporary 
restraining order. Only a few drastic cases have been found in 
which such relief was granted. Such a case was, for instance, 
Karen Industries, Inc. v. Chiaverotti,* where plaintiff, who had 
marketed its toy telephones under the name HI-FONE and, within 
a six-month period, had sold hundreds of thousands of the toy, 
secured a temporary injunction against defendant’s use of the 
mark HI-LINE FONE for an almost identical product. Previously 
defendant had approached plaintiff with an offer to act as the 
latter’s distributor. Defendant argued that its trademark HI-LINE 
FONE did not constitute an infringement of plaintiff’s H1-ronr. In 
granting temporary relief, the court said: 


“The sales life of the toys involved in this suit is very 
short. In addition, both toys are identical in nature and 
thus will, of necessity, be sold in the same markets and to 
the same clientele. In view of these facts, the court is of 





358. 274 F.2d 255, 261; 124 USPQ 196, 201. 


357. 274 F.2d 255, 124 USPQ 196 (C.A. 10, 1959). 
> 
359. 181 F.Supp. 827, 125 USPQ 11 (D.C., E.D. Wis., 1960). 
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the opinion that the plaintiff will be irreparably damaged if 
the defendant is allowed to continue his sales activities using 
his present trademark and dress of goods.” **° 


Quite recently, the registrant of the trademark rina for petroleum 
products, of which the defendant was held to have had at least 
constructive notice, secured a preliminary injunction against two 
individual defendants who, subsequent to plaintiff’s federal reg- 
istration, had secured a New York State registration for the word 
FINA enclosed in a diamond for lubricating oil and gasoline and 
operated two service stations in up-state New York under the 
FINA name.** It also appeared that defendants used the 
name FINA in commerce between the United States and Canada. 
Defendants offered as explanation of their adoption of the name 
the rather far-fetched excuse that they had done so in memory 
of the deceased uncle of one of the defendants who had used the 
name in a vegetable business in Brooklyn. Under these facts, and 
balancing the equities, the court had little hesitation in issuing 
a preliminary injunction restraining defendants from any further 
use of the trademark Frna or a colorable imitation thereof in any 
business or on any product or service. Defendants were also 
ordered to report to the court within 30 days under oath and in 
detail about the manner and form in which they had complied 
with the injunction.*” 

A preliminary injunction also issued in Smith, Kline & French 
Laboratories v. Broder; involving a flagrant instance of substi- 
tution and deceptive practices on the part of a small distributor 





360. 181 F.Supp. 827, 830; 125 USPQ 11, 13. 

361. American Petrofina, Inc. v. Mauro, 125 USPQ 643 (D.C., W.D. N.Y., 1960). 

362. Judge Murphy held in Consumers Union of United States, Inc. v. Lectra Sales 
Corporation, 179 F.Supp. 161, 123 USPQ 430, 50 TMR 520 (D.C., S.D. N.Y., 1959), 
that, in view of the public’s familiarity with plaintiff’s periodical, CONSUMER REPORTS, 
defendant’s advertisements falsely created the impression that plaintiff had tested and 
endorsed defendant’s product; a motion to continue a temporary restraining order was 
granted. The court said: “Because of its peculiar nature, plaintiff’s good name and 
good will is its most valuable asset, if not its sole asset. Defendant’s two-page adver 
tisement utilizes two words, to wit, CONSUMER REPORTS which appear once therein and 
which, whether by design or otherwise, tend to give the reader familiar with plaintiff’s 
magazine the impression that plaintiff had tested and endorsed defendant’s product.” 
Most recently, in Listo Pencil Corp. v. A & W Products Co., Inc., 126 USPQ 173 (D.C., 
S.D. N.Y., 1960), a district court gave strong protection against copying of nonfune 
tional features. In addition to copying the features, defendant had also completely 
copied plaintiff’s advertising and had used the name sisto while plaintiff’s name was 
LISTO. The defendant was ordered not only to change the name but to eliminate the 
distinctive features of plaintiff’s product or at least to mark each of his own products 
with the language NOT A LISTO PENCIL in letters 3/16ths of an inch high and of a 
contrasting color. 

363. 125 USPQ 299 (D.C., 8.D. Texas, Houston Div., 1959). 
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of drugs who had sold imitation drugs to retailers in duplication 
of the well-known shapes, colors and dosages of plaintiff’s well- 
known DEXEDRINE and DEXxAMYL tablets. The defendant was recently 
found guilty of contempt of court for having violated the prelimi- 
nary injunction and, after trial, a permanent injunction issued 
restraining defendant, inter alia, from making any use whatso- 
ever of plaintiff’s trademark on unauthorized products not marked 
by plaintiff and from in any way imitating the packages, shapes or 
styles of plaintiff’s products. Judge Connolly in his final judg- 
ment specifically noted that the limited scope of relief which had 
been granted in the earlier leading cases,*** under which defen- 
dant would have been permitted to continue in dealing in the 
imitation product as long as his products were clearly marked 
as his own, would not do in case of flagrant deceptive practices 
and unfair competition. 

Among some of the more significant cases in which permanent, 
as distinguished from preliminary, relief was granted by federal 
district courts in infringement cases, reference should again be 
made to the sAFEWAY case, which has been previously referred to, 
and where the defendant was enjoined from using the term sAvg 
way in connection with poultry and livestock feed.*® 


Another instance in which permanent injunctive relief was 
granted centered around defendant’s misuse of the name METRo- 
POLITAN in the insurance business. The Metropolitan Life Insur- 
ance Company secured a judgment restraining defendant from 
using the name METROPOLITAN INSURANCE COMPANY or any other 
name suggesting a connection with the plaintiff insurance com- 
pany.*** It was held to be no defense that the defendant’s change 
of name to METROPOLITAN had been filed with and approved by 
the Director of Insurance of the State of Illinois. It is interesting 
to note that among the conclusions of law included in the lengthy 
opinion of Judge Miner was a finding (No. 8) that adoption by 
defendant of the name METROPOLITAN INSURANCE COMPANY was, 
inter alia, a violation of the Illinois Antidilution statute. Since 
the decision of the district court, the Court of Appeals for the 
Seventh Cireuit has recently denied defendant’s motion to dis- 





364. Warner & Company v. Lilly Co., 265 U.S. 526, 14 TMR 247 (1923); Upjohn 
Co. v. Schwartz, 246 F.2d 254, 114 USPQ 53, 47 TMR 1230 (C.A. 2, 1957). 

365. Safeway Stores, Inc. vy. Chickasha Cotton Oil Company, 180 F.Supp. 534, 
125 USPQ 67 (D.C., W.D. Okla., 1959). See also supra, n. 313. 

366. Metropolitan Life Insurance Co. vy. Metropolitan Insurance Co., 180 F.Supp. 
682, 125 USPQ 160 (D.C., N.D. Ill., 1959). See also supra, n. 351. 
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miss, which had been based on the ground that the approval of 
the use of defendant’s name was within the exclusive jurisdiction 
of the Director of Insurance under the Illinois Insurance Code. 
The district court’s decision was affirmed on the merits.*” 

Perhaps the most interesting case, in which the owner of a 
registered trademark was successful against a giant competitor, 
was Conley v. Colgate-Palmolive Company, to which brief ref- 
erence has already been made elsewhere in this report.** Plaintiff 
had used the registered trademark JEENIE in connection with cer- 
tain detergents in a line of related household products. Subse- 
quently, defendant commenced to use the mark centre for similar 
products and in 1958 started an enormous advertising campaign 
with regard thereto. The record showed that the defendant had 
actual notice of plaintiff’s trademark at that time. Both parties 
agreed that likelihood of confusion existed between the marks 
JEENIE and GENIE as used on closely related products. The court 
concluded that in at least 14 states, plaintiff’s rights were su- 
perior to those of defendant and that as applied to household 
liquid detergents, defendant’s trademark GENIE was an infringe- 
ment of plaintiff’s registered mark. As a result, plaintiff was 
not only granted relief for trademark infringement and unfair 
competition but the court at the same time ordered rectification 
of the Patent Office records under Sec. 37 of the Act of 1946, 
as previously mentioned. 

Relief was granted also in Greatway Corporation v. Great 
Way, Inc.;** the plaintiff there operated five retail discount de- 
partment stores in the Chicago area known to the general public 
under the name SHOPPERS wWoRLD. While the plaintiff intended to 
expand into Wisconsin and to operate a store there, defendant 
engaged in the construction of a similar store in Milwaukee in 
which it also planned to use the names GREAT wAy and SHOPPERS 
worLp. Although defendant had indicated a willingness not to 
use the latter words and although the court observed that the 
drastic remedy of a temporary injunction should only he resorted 
to on rare occasions, it was held that such injunction should issue 
against defendant, enjoining him from using the name GREAT way, 
INC. in connection with the purchase of merchandise. 





367. Metropolitan Life Insurance Co. v. Metropolitan Insurance Co., 277 F.2d 896, 
125 USPQ 427, 50 TMR 589 (C.A. 7, 1960). 

368. 125 USPQ 2 (D.C., N.D. Calif., 1959). See also supra, n. 312. 

369. 179 F.Supp. 774, 124 USPQ 231 (D.C., E.D. Wis., 1960). 
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Compared with these relatively few cases in which the plain- 
tiff prevailed, there will be found a larger number of instances 
in which plaintiffs remained unsuccessful either in applying for 
preliminary relief or after trial. Thus, a preliminary injunction 
was denied in the Tonr case**® where the owner of the well-known 
trademark tonrt for women’s hair preparations sought perma- 
nently to enjoin use by defendant of the name tronicrEAM. The 
latter name had been registered for face lotion by defendant’s 
predecessor in 1944 under the Act of 1920 and was alleged to 
have been used since 1939. Although the record established sub- 
stantial evidence of confusion, the court concluded that the basic 
issues before it, particularly the alleged acquiescence on the part 
of plaintiff in defendant’s use of ToNicrEAM for women’s hair 
dressing, should not be resolved without trial. Defendant should 
be offered an opportunity to prove that plaintiff’s failure to object 
to its use of ToONICREAM on hair lotion lulled it into a justifiable 
sense of security to enter the hair spray market. Judge Bryan 
emphasized that plaintiff’s acquiescence during at least a four- 
vear period negatived any claim for urgent preliminary relief. 
The court did, however, recommend that the case be granted a 
preference on the trial calendar. It may be interesting to com- 
pare the Tont case with The Seven-Up Company v. O-So Grape 
Company litigation,*"* where a motion for a separate trial on the 
issue of laches in advance of trial was granted by the court. In 
that case, the manufacturer of 7-up sought to enjoin defendant’s 
use of BUBBLE uP which had been in use by defendant for many 
vears after the plaintiff had, as far back as 1946, dismissed its 
suit against defendant’s predecessor as a result of an unsuccessful 
effort to enjoin the use by another competitor of the trademark 
CHEER UP.* Since that time, defendant had made uninterrupted 
use of its BUBBLE up trademark and its business had expanded 
substantially all over the United States. In granting the motion, 
after a thorough review of all precedents on the issue of aequi- 
escence and laches, the court reached the conclusion that, contrary 
to plaintiff’s allegation, there could be situations in which the 
defense of laches, if proven, might act as a bar to “essentially 








370. The Gillette Co. v. Ed. Pinaud, Inc., 178 F.Supp. 618, 123 USPQ 531, 50 
t 


7 
1. 177 F.Supp. 91, 123 USPQ 520, 50 TMR 163 (D.C., 8.D. TIL, 1959). 
2. The Seven-Up Company v. Cheer Up Sales Co., 148 F.2d 909, 65 USPQ 237 


35 TMR 174, cert. denied 326 U.S. 727; Seven-Up Company v. Cheer Up Sales Co., 153 
F.2d 231, 68 USPQ 250, 36 TMR 93, cert. denied 329 U.S. 717, 
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all of plaintiff’s claims”, including his right to a permanent in- 
junction. Despite that, however, it was the court’s view that it 
would be preferable from the standpoint of both the court and 
the parties, to “fight the battle which might win the war, than 
to bypass the battle and fight the whole war as a means for deter- 
mining whether in the first instance, the battle should have been 
fought.” *” 

A preliminary injunction was denied in Anderson v. National 
Broadcasting Company, Inc.*** where plaintiff had secured a ser- 
vice mark registration for THE PLAINSMAN for a television show 
of a western type. Plaintiff claimed that defendant broadcaster 
in its program LAW OF THE PLAINSMAN had infringed upon plain- 
tiff’s rights. In noting that the characters portrayed in defen- 
dant’s show differed widely from the program which plaintiff had 
at one time initiated and after commenting upon the generally 
descriptive character of the term PLAINSMAN, the court concluded 
that plaintiff had failed to show reasonable probability of con- 
fusion or irreparable injury and was, therefore, not entitled to 
preliminary relief. It was, however, suggested that the plaintiff 
might apply for trial calendar preference. A preliminary injune- 
tion was also denied in Executive Employment Service, Inc. v. 
Executives Unlimited, Inc.**° The court ruled that plaintiff had 
failed to make a sufficiently strong showing of confusion or injury 
as the result of defendant’s use of a corporate name which in- 
eluded the words EXECUTIVE or EXECUTIVES Which had been used 
by plaintiff’s employment bureau for many years. The testimony 
of one of plaintiff's employees with regard to an erroneously 
received telephone call was held to be insufficient evidence of 
confusion. 

Among the numerous cases in which a permanent injunction 
was denied after trial, one of the most significant was the Polaroid 
Corp. v. Polarad Electronics Corp. litigation.** The plaintiff, 





373. 177 F.Supp. 91, 101; 123 USPQ 520, 527; 50 TMR 163, 173. After the 
court had ordered a separate trial of the issue of laches in advance of trial, plaintiff 
took the unusual step of filing a motion under Sec. 1292(b) of the Interlocutory Appeals 
Act (28 U.S.C., 72 Stat. 1770, Sept. 2, 1958), under which a district judge in an 
appropriate case may authorize an appeal from an otherwise nonappealable interlocutory 
order, if the court, in its discretion, should find that such appeal would “materially 
advance the ultimate termination of the litigation . ...” Chief Judge Mercer held, 
however, in a separate comprehensive opinion, 179 F.Supp. 167 (D.C., 8.D. Ill, N.D., 
Nov. 18, 1959), that this statute had never been intended to be applied in “run of the 
mill” litigation (179 F.Supp. 167, 170), but only in exceptional cases, 

374. 178 F.Supp. 762, 124 USPQ 216, 50 TMR 503 (D.C., S.D. N.Y., 1959). 

375. 180 F.Supp. 258, 124 USPQ 223, 50 TMR 520 (D.C., E.D. Pa., 1960). 

376. 182 F.Supp. 350, 125 USPQ 57 (D.C., E.D. N.Y., 1960). 
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owner of the well-known trademark poLarorm, sought to enjoin 
defendant from using PoLARaApD in the electronics and radio field. 
In its counterclaim, defendant asked for a declaratory judgment 
to the effect that plaintiff had been infringing defendant’s trade 
name and that plaintiff’s registrations be canceled and adjudged 
null and void. It appeared, however, that the names PoLARom and 
POLARAD had been used uninterruptedly by both parties since at 
least 1944. The court came to the conclusion that defendant’s 
field of activities did not overlap plaintiff’s and that, while there 
had been some evidence of actual confusion (wrongly addressed 
letters), there was no such likelihood of confusion as would justify 
injunctive relief after many years of simultaneous use of both 
marks. Moreover, plaintiff was found guilty of laches, since it 
had not objected to defendant’s use for a period of at least eight 
years. When plaintiff, in 1955, filed a notice of opposition against 
registration of PoLARAD, the opposition was dismissed by the Ex- 
aminer of Interferences for lack of confusion and further pro- 
ceedings in the Patent Office were suspended pending the deter- 
mination of the infringement suit. One of the interesting features 
of the PoLARAD case was plaintiff’s contention that its trademark 
had become incontestable and that the defense of laches was, 
therefore, not available as a defense to the infringement action. 
This allegation was held to be without merit by the court; plaintiff 
was held not entitled to equitable relief not only because of laches 
but because of the dissimilarities of the products, absence of 
likelihood of confusion and lack of proof that use by defendant 
of the name poLaraD had in any way resulted in impairment of 
plaintiff’s prestige with the general public or in any dilution of 
its name.*” 

The POLARAD case was not the only recent district court de- 
cision in which the court found no likelihood of confusion despite 
the fact that some instances of actual confusion had occurred. 
The same conclusion. was reached by Chief Judge Ryan in the 
still pending litigation involving alleged infringement of plain- 
tiff’s registered trademark BRYLCREEM by defendant’s use of 
VALCREAM.*”* Plaintiff’s product was a popular preparation for 
men’s hair dressing and was sold in tubes contained in paper- 
board cartons bearing the word BRYLCREEM, and plaintiff’s name 


377. In a separate cause of action, plaintiff sought to rely on the New York State 
Antidilution Statute. Defendant’s counterclaim was dismissed. 

378. Harold F. Ritchie, Inc. v. Chesebrough-Pond’s, Inc., 176 F.Supp. 429, 123 
USPQ 322, 50 TMR 80 (D.C., S.D. N.Y., 1959). 
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and address. The name of defendant’s vALcREAM product, which 
was likewise a hair preparation, was derived from defendant’s 
famous trademark vasELINE and its registration had been opposed 
by plaintiff after the application had been allowed and published 
by the Patent Office. In dismissing plaintiff’s case in its entirety, 
no likelihood of confusion was found between vaLcREAM and 
BRYLCREEM in view of the entirely descriptive nature of the word 
“cream” and the differences between the arbitrary portions BRYL 
and vat. As against plaintiff’s contention that in view of some 
evidence of actual confusion, a finding of likelihood of confusion 
was, in effect, mandatory, the court made the following important 
observation: 


“We do not accept as law the doctrine that a showing of 
actual confusion by plaintiff, no matter how minimal, dictates 
a holding that defendant’s use * * * (is) likely to cause 
confusion.” *° 


In support of this conclusion, the court observed—as had the 
court in the above-mentioned PoLARAD case—that whatever actual 
confusion had been proven was the result of careless inattention 
on the part of purchasers and failed to satisfy the standard of 
confusing “an appreciable number of ordinarily prudent pur- 
chasers.” **° 

{qually unsuccessful was a plaintiff who operated a news- 
paper house plan service called HOME OF THE WEEK and sought 
to enjoin Associated Press, Inc. from offering a similar service 
entitled THE HOUSE OF THE WEEK.* A Rhode Island district court 
found that there was nothing arbitrary or fanciful about the 
phrase HOME OF THE WEEK which, as defendant tried to show, had 
been used in connection with similar services in related fields by 
numerous other concerns and that the phrase had not acquired 
a secondary meaning as identifying plaintiff’s service. Moreover, 
the court noted that even if some secondary meaning were at- 
tached to the phrase, plaintiff was unable to show that prospec- 
tive purchasers would regard defendant’s services as originating 
with plaintiff. Since there was no allegation or evidence that 





379. 176 F.Supp. 429, 432; 123 USPQ 322, 324; 50 TMR 80. 

380. The case was recently argued before the Second Circuit Court of Appeals 
and the decision has been reversed, see: 126 USPQ 310. The decision on appeal is not 
contained within this article for the reason that it was published after August 1, 1960. 

381. Home of the Week, Inc. v. Associated Press, Inc., 178 F.Supp. 460, 124 USPQ 
101, 50 TMR 257 (D.C., D. R.1., 1959). 
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defendant’s plans were copied from plaintiff’s or that defendant 
had used any other means of unfair competition, the action for 
unfair competition was dismissed in toto. 

Still another instance of denial of all relief occurred in Maas & 
Waldstein Company v. American Paint Corporation? A Min- 
nesota district court there held that plaintiff’s registered trade- 
mark PLEXTONE as used on paint products was not infringed upon 
by defendant’s trademark FLExIToNE used on a paint line of coat- 
ings intended for industrial use. The court’s decision was at 
least partially based on the fact that it appeared from the Patent 
Office file wrapper that plaintiff had originally tried to secure 
registration for practically the entire field of protective coatings 
but had subsequently restricted its description so as to overcome 
a reference to the previously registered trademark TextTong. In 
pointing to this Patent Office history, the district court, it is sub- 
mitted, may have overrated or at least overstated the effect of 
the filing of a restrictive amendment during the prosecution of 
an application. The court’s categorical statement that 


“The exclusive right to use the mark is limited to use on the 
class described in the application. Whatever was not claimed 
is not included in or protected by the trademark.” *** 


would seem to lose sight of the fact that, for purposes of unfair 
competition and common law protection, the owner of a registered 
mark may be entitled to relief beyond the confines of the deserip- 
tion of merchandise in the Patent Office application. Be that as 
it may, the court was satisfied that in any event no unfair com- 
petition nor likelihood of confusion had been established under 
the circumstances of this case. 

In a rather interesting trademark litigation still in its early 
stages, the question was presented in defendant’s counterclaim 
whether plaintiff’s pharmaceutical trademark TRIcoruRON for an 
antibacterial drug infringed defendant’s mark tTRIBuRON for an 
antimicrobial agent.*** This part of defendant’s counterclaim was 
dismissed on the ground that defendant’s trademark originally 
had been TREBURON which had been registered in 1952 and which 
had been modified into TRIBURON several years later and regis- 





382. 178 F.Supp. 498, 124 USPQ 207, 50 TMR 490 (D.C., D. Minn., 1959). 

383. 178 F.Supp. 498, 501; 124 USPQ 207, 208; 50 TMR 492. 

384. The Norwich Pharmacal Company v. Hoffmann-La Roche, Inc., 180 F.Supp. 
222, 124 USPQ 129, 50 TMR 755 (D.C., D. N.J., 1960). See also text at n.422 infra. 
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tered in that form in 1958. In observing that there could 
hardly have been any likelihood of confusion between plaintiff’s 
TRICOFURON and defendant’s originally used mark TREBURON, the 
court made it clear that defendant could derive no rights from 
its recent modification of TREBURON into TRIBURON since plaintiff’s 
TRICOFURON had been registered before such modification had 
occurred, Said the court: 


“How a trademark registered in 1958 can be considered le- 
gally as if registered six years earlier, to the detriment of 
the drug of a third party registered meanwhile, quite without 
reference to the differing natures of the two Hoffmann drugs, 
is far from clear. Indeed, to permit this would create havoc 
in the whole field of trademark law.” **° 


The LISTERINE Litigation 

Probably the most sensational federal court decision collat- 
erally involving the famous trademark LISTERINE was Judge 
Bryan’s decision in Warner-Lambert Co., Inc. v. John J. Reynolds, 
Inc., et al.*°> Since this protracted multi-million dollar litigation 
was not decided upon the basis of trademark law, we must refrain 
from discussing its numerous fascinating collateral aspects in this 
report. Suffice it to say that plaintiff failed to succeed in its 
contention that it should no longer be held obligated to pay 
royalties for LISTERINE under an 1881 agreement by which the 
originator of the product had conveyed the right to the then 
secret formula and the name LISTERINE to plaintiff’s predecessor, 
since the “secret” had become public knowledge through no fault 
of plaintiff’s predecessor in the early 1930s. In other words, it 
was the plaintiff’s theory that, under analogy to the copyright 
ease of April Productions v. G. Schirmer, Inc.,**" his contractual 
obligation to pay royalties should be deemed to have ceased with 
the publication of the secret formula, although the original con- 
tract itself had failed to provide for this eventuality, just as in 
the Schirmer case it had been held by a divided New York Court 
of Appeals that a copyright licensee should be relieved of his 
obligation to pay royalties upon expiration of the copyright even 
though the license agreement provided for such payment as long 


385. 180 F.Supp. 222, 223-4; 124 USPQ 129, 130; 50 TMR 755, 756-7. The court 
refused to dismiss defendant’s second counterclaim, which charged the plaintiff with 
misrepresentation under Sec. 43(a) of the Act of 1946. 

386. 178 F.Supp. 655, 123 USPQ 431 (D.C., S.D. N.Y., 1959). 

387. 308 N.Y.S.2d 366, 105 USPQ 286 (C.A. N.Y., 1955). 
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as the plaintiff continued to publish the work in question. In 
granting summary judgment for the defendants, the district court 
distinguished the Schirmer case and held that as long as plaintiff 
manufactured and sold ListerrNe#, its obligation to pay royalties 
continued in perpetuity. The Second Circuit, in a per curiam 
opinion handed down at the end of June, affirmed without opinion.*** 


c. State Court Decisions 


Most state court decisions which may be of interest to the 
reader dealt, of course, with protection of trade names and cor- 
porate names, rather than technical trademarks, and, as in years 
past, the most recurrent problem among these has been alleged 
misuse of a person’s own family name. Perhaps the most sig- 
nificant of these cases was Hunt Potato Chip Co. v. Hunt.** The 
case involved defendant’s use of the names THE HUNT POTATO CHIP 
co. and HUNT’s POTATO cHIPS; defendant had placed a large sign 
at its place of business in Worcester, Mass., bearing the legend 
THE HUNT POTATO CHIP CO. WORCESTER BRANCH, although this was 
defendant’s only location. The plaintiff, on the other hand, had 
a well-known national business extending to almost all parts of 
the United States, including Massachusetts. The only question 
before the court was the scope of relief to which plaintiff should 
be entitled after the master, to whom the case had been referred, 
had found defendant guilty of a deliberate attempt to mislead 
the public; he had been absolutely enjoined from using his own 
name HUNT or HUNT’s within a certain definite area in Massa- 
chusetts. The highest Massachusetts court held, however, that 
despite defendant’s deliberate fraud, he should not have been 
enjoined from using the name HUNT or HUNT’s in connection with 
his business since the courts are “naturally reluctant” to forbid 
a man to use his own name.*” It would be sufficient, in the court’s 
opinion, even under the circumstances of the present case, if the 
trial judge would formulate a decree which would require de- 
fendant to “so clearly differentiate” its business from plaintiff’s 
that, for practical purposes, deception would be eliminated. 

On the other hand, a New York State court was less hesitant 
in issuing an injunction against a defendant corporation from 


388. Warner-Lambert Pharmaceutical Company, Inc. v. John J. Reynolds, Inc., 
126 USPQ 3 (C.A. 2, 1960). 

389. 164 N.E.2d 335, 124 USPQ 476, 50 TMR 612 (Sup. Jud. Ct. Mass., 1960). 

390. The court here quoted from S. M. Spencer Mfg. Co. v. Spencer, 319 Mass, 331, 
337-338 ; 69 USPQ 25, 27-28; 36 TMR 123. 
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using the names FLOYD BENNETT FARMERS MART OF BENNETTS.*” 
Here, plaintiff Bennett Bros., Inc., a family concern, operated 
for over 50 years a successful business including the issuance of 
catalogs known as the BENNETT BLUE BOOK, of which over 250,000 
copies were distributed in 1959 and about 25,000 in the Metro- 
politan New York area alone. It appears from the decision that 
none of the officers of the defendant company bore the family name 
BENNETT but apparently one of the reasons advanced by defendant 
to justify the use of the name was that its business was located 
near Floyd Bennett Field in Brooklyn. It also appears that de- 
fendant’s advertising had changed from FLOYD BENNETT FARMERS 
MARKET OF FLOYD BENNETT FARMERS MART in equal sized capital 
letters to BENNETT’s in much more prominent fashion and to the 
ultimate dropping of the words FLOYD BENNETT MaRT entirely. In 
issuing the injunction, the court observed that this case presented 
“what comes close to being an ideal set of facts on which to base 
injunctive relief.” ** 

There were two other New York State court decisions in which 
immediate and effective relief against misuse and misappropria- 
tion of well-known trade names were involved. Judge Greenberg 
held the owner of the world famous MAxiIm’s restaurant in Paris 
entitled to summary judgment and a permanent injunction against 
a defendant who operated a newly opened restaurant in the 
Gramercy Park section of New York City under the name 
MAxIM’s.** The plaintiff had also registered the mark MAxiIm’s 
in the Patent Office for catering services and wines and had, 
therefore, used the name as a service mark and trademark in 
addition to using it as the name of its internationally famous 
Paris establishment. Defendant not only wrongfully used the 
name but even imitated plaintiff’s distinctive style and script 
and, by calling itself MonTMaRTRE, INC., tried to “create the illusion 
of identity” with plaintiff’s Paris restaurant. The defendant 
attempted to defend its conduct by contending that the name 
MAxIM had become popular as the result of the invention of 
smokeless powder and the machine gun by two men bearing 
that name! Plaintiff was awarded a permanent injunction and 
was held entitled to an assessment of whatever damages it may 
have suffered as a result of defendant’s unfair competition. In 





391. 197 N.Y.S.2d 882, 124 USPQ 345, 50 TMR 508 (1960). 

392. 197 N.Y.S.2d 882, 888; 124 USPQ 345, 348; 50 TMR 508, 512. 

393. Vaudable v. Montmartre, Inc., 193 N.Y.S.2d 332, 123 USPQ 357, 49 TMR 
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a somewhat parallel case, the owners of the well-known magazine 
CUE enjoined a ticket brokerage firm from doing business under 
the name CUE THEATRE TICKETs.*’* The action was brought in the 
state court despite the fact that cuz had been registered in the 
Patent Office under the Act of 1905, had been republished in 
1948, and renewed in 1955. Since the plaintiff, for reasons not 
disclosed in the opinion, elected not to sue on the basis of trade- 
mark infringement but on that of a common law action for unfair 
competition, the court held it to be incumbent on plaintiff to prove 
that the word cur had acquired a secondary meaning; defendant’s 
counsel, taking advantage of this, argued to the court that “it 
would be extremely difficult” for a word in common usage to 
acquire such meaning, but the court was persuaded in the end 
that plaintiff’s name cuE was entitled to protection, particularly 
since defendant had failed to offer any satisfactory reason why 
he had chosen his name and even asked the court to believe that 
he had not been familiar with cur Magazine. Defendant was 
absolutely enjoined from using the word cur in his business or 
from in any way indicating to the public that he was associated 
with the magazine. 

But where, in Mele v. Ryder,®® the Republican County Com- 
mittee of Bronx County for the 13th Executive District sought 
to enjoin defendants from using the name WEST BRONX YOUNG 
REPUBLICAN CLUB and several other clubs from using the name 
REPUBLICAN or the initials G.o.P. accompanied by the traditional 
emblems of the Republican Party, the issuance of a temporary 
injunction, which had barred such uses by the defendants was 
only partially affirmed by the Appellate Division and two of 
the five justices wrote separate dissents even from such partial 
affirmance. The crux of the case was whether a regular political 
organization could prevent dissident groups from using the de- 
secriptive names and emblems of the party even though all per- 
sons involved actually were party members, although insurgent. 
A majority of three justices held the temporary injunction “en- 
tirely too broad”, but agreed with the lower court that such signs 
as “Republican Headquarters” and similar references were de- 
ceptive since they would be associated by the public only with 
the headquarters of the regular organization. 


394. Cue Publishing Co., Inc. vy. Kirshenberg, 198 N.Y.8.2d 993, 124 USPQ 533, 
50 TMR 264 (1960). 
395. 188 N.Y.S.2d 446, 122 USPQ 350, 49 TMR 1203 (1959). 
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While discussing New York State court decisions, it may not 
be amiss to call attention to a rather unique proceeding before 
Judge Hofstadter seeking approval of a certificate of incorpora- 
tion for NEW YORK BRAVES BASEBALL CLUB, INC.**® This was not a 
contested case, but the issue arose ex parte. In denying an ap- 
proval, the court observed: 


“Why, of all available names, did they have to hit upon a 
combination of NEW yorRK and BRAvES? New Yorkers un- 
doubtedly bemoan the fate which has taken from their midst 
and removed to the West Coast their old-time Giants and 
Dodgers and left the largest city in the country with a single 
ball team, the Yankees. Possibly the proposed name is in- 
tended to voice the grief of the incorporators that the city 
is in this plight and to contribute their mite towards the 
alleviation of the misfortune. If so, they have made a serious 
mistake, for they must be reminded that the Yankees are 
still here and that the Yankees are truly a New York Base- 
ball Club. Self-evidently, the proposed name leads to 
confusion.” **” 


As a result, the application was denied. Judge Hofstadter, while 
applauding the aims of the corporation (to “stimulate interest 
in the American institution known as ‘baseball’ among boys be- 
tween the ages of 13 to 20 years and to inculeate in them various 
traits making for good citizenship”) as “laudable in every way”, 
intimated that the applicant did not need “the prop of a grandiose 
name for their achievement”. 

Among the remaining cases in which trade name protection 
was sought and which reached the highest state courts, the fol- 
lowing may be mentioned: The Connecticut Supreme Court was 
asked by Yale University to enjoin the use of the name YALE Motor 
INN, INc. for a motel in the Yalesville section of the town of Wal- 
lingford, Conn.,*** on the ground that such use may result in a 
mistaken association in the public’s mind with the University 
with which defendants had no connection. Both the lower court 
and the Supreme Court, however, denied relief on the ground 
that no confusion of any sort was likely to arise under these facts 
and that any confusion of which a court should take cognizance 





396. Application for the Approval of a Certificate of Incorporation of New Yorl. 
Braves Baseball Club, Inc., 195 N.Y.S.2d 80 (S.Ct. 1959). 

397. 195 N.Y.S.2d 80, 81. 

398. Yale University v. Benneson, 150 A.2d 169, 125 USPQ 252, 50 TMR 646 
(Conn. Sup. Ct., 1960). 











866 THE TRADEMARK REPORTER Vol. 50 TMR 


“must be something more than the result of carelessness or 
ignorance upon the part of the uninformed.” 

Similarly, the Michigan Supreme Court failed to protect the 
owner of a general merchandise store in the city of Flint who 
operated under the name THE FAIR against a defendant who oper- 
ated a chain of stores under the name SHOPPERS FAIR and planned 
to open a store within one mile of plaintiff’s establishment.*” 
It appeared that defendant owned 125 stores in several states, 
one of which was conducted in Detroit and another was being 
built in Saginaw. It was emphasized that plaintiff’s store was 
a regular department store while defendant’s stores were more 
in the nature of supermarkets, emphasizing self-service opera- 
tions. In reversing the lower court, the Supreme Court of Michi- 
gan held unanimously that the names THE FAIR and SHOPPERS FAIR 
were not so similar in themselves as to justify the granting of 
an injunction and that no other evidence of unfair competition 
had been submitted. 

The Supreme Court of Mississippi, on the other hand, pro- 
tected the owner of a department store doing business under the 
trade name THE DOLLAR STORE against a defendant who had com- 
menced using the trade names THE DOLLAR DEPARTMENT STORES 
and OLEN DOLLAR DEPT, sToREs.*” In affirming the lower court, 
which had held that plaintiff’s name had acquired a secondary 
meaning and that defendant was guilty of constructive fraud, 
the Supreme Court rejected defendant’s argument that the name 
THE DOLLAR STORE was not “susceptible of monopolization as a 
trade name”. The fact that defendant’s corporate name had been 
approved under the laws of Mississippi was held to offer no 
justification for using the name as a means of unfair competition 
or deception of the public.*™ 

Temporarily unsuccessful, at least, was the plaintiff in a 
Florida case, who operated a telephone secretarial bureau under 
the trade name TELEPHONE ANSWERING SERVICE and who sought to 


399. Fair-South Flint Plaza, Inc. v. Shoppers Fair of Flint, Inc., 101 N.W.2d 342 
(S.Ct. Mich., 1960). 

400. Dollar Department Stores of Mississippi, Inc. v. Laub, d.b.a. The Dollar Store, 
120 So.2d 139 (S.Ct. Miss., 1960). 

401. The Kansas Supreme Court granted protection to plaintiffs trade name 
KENTUCKY FRIED CHICKEN, which was being used in connection with a process for frying 
chicken for sale at retail; the defendant had appealed from only that part of the lower 
court’s decision which had enjoined him from frying chicken under pressure by using 
plaintiff’s process. Since defendant had been one of plaintiff’s former licensees, whose 
franchise had been terminated, it was held that the injunction issued by the lower court 
did not absolutely enjoin defendant from frying chicken under pressure but only 
restrained him from doing so under plaintiff’s process. Turner v. Colbern, 348 P.2d 603 
(S.Ct. Kans., 1960). 
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enjoin the defendant competitor who had commenced business 
some eleven years later from advertising under the same name 
that plaintiff had adopted.*** Contrary to the lower court, the 
appellate tribunal held that generic words, such as “telephone 
answering service”, could not be exclusively appropriated by any- 
one but that plaintiff’s trade name may have acquired a secondary 
meaning imposing a duty upon competitors to distinguish their 
operations from plaintiff’s. Plaintiff had also joined as a de- 
fendant the Southern Bell Telephone and Telegraph Company 
which, in 1958, had changed plaintiff’s classification from “tele- 
phone secretarial bureau” to “telephone answering service” and 
had done so, according to the plaintiff, “for the purpose of aiding 
and abetting the other defendant.” 

The St. Louis Court of Appeals had to pass upon a claim 
for protection of plaintiff’s trade name SIMPLIFIED TAX RECORDS 
which had been appropriated by the defendant, who had filed a 
counterclaim against plaintiff.*°° Plaintiff operated two types of 
standard bookkeeping record services through 210 distributors 
in 44 states. The defendant had been one of plaintiff’s distributors 
in the St. Louis area and subsequently founded sImMpLiriep TAx 
RECORDS, INC., OF MISSOURI. Both the lower and appellate courts 
held that plaintiff had built up a considerable good will all over 
the United States, including the St. Louis area, and that con- 
fusion was likely to result from the use of defendant’s name. 
It was held to be no defense that the word “simplified” in its 
ordinary meaning was descriptive and not capable of exclusive 
appropriation. Nor was defendant successful in arguing that 
plaintiff’s case should have been dismissed on the ground that 
plaintiff had failed to qualify for doing business in the State 
of Missouri. 

A little out of the ordinary was the situation which arose 
before the Supreme Court of Colorado in Radio Station KTLN, 
Inc. v. Steffen.*°* There the plaintiff had been the principal per- 
former on a radio program broadcast over station KTLN in 
Denver. On the program she was identified as KAYTEE ELLEN, 
which name was, of course, derived from the letters of the station 
itself. After termination of her relationship with the station, 


402. Ruth S. Williamson, d.b.a. Telephone Answering Service v. Answer Phone 
of Jacksonville, Inc., et al., 118 So0.2d 248 (D.C. App. Fla., 1960). 

403. Simplified Tax Records, Inc. vy. Gant and Simplified Tax Records, Inc., of 
Missouri, 333 So.2d 328 (St. Louis Ct. Ap., 1960). 

404. Radio Station KTLN, Inc. v. Steffen, 346 P.2d 307, 123 USPQ 564, 50 TMR 
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another performer was hired to broadcast under the KAYTEE ELLEN 
name and the plaintiff in the present action contended that the 
name had become her professional and trade name which had been 
wrongfully appropriated by the station. Contrary to the trial 
court, the Supreme Court came to the conclusion that the name 
belonged to the station, rather than to the plaintiff performer, 
and that she had no right, after termination of her services with 
the station, to use the name elsewhere. The court said: 


“Radio Station KTLN having developed a vested and valuable 
property interest in its trade-name, the sound of the initials 
being of special import to a business in which the chief con- 
tact with the public is aural rather than visual, plaintiff can- 
not be held to have established a separate and severable 
property interest in a trade-name that, when spoken, is in- 
distinguishable from the call letters KTLN.” *” 


In California, an appellate court affirmed the trial court in up- 
holding a preliminary injunction against defendant’s use of the 
name FAMILY ALBUM PLAN or any name substantially similar to 
plaintiff’s name FAMILY RECORD PLAN.*” Plaintiff’s name was held 
to have acquired a considerable secondary meaning justifying 
under the facts of this case the granting of a preliminary injunc- 
tion, particularly since the plaintiff had succeeded in proving 
instances of actual confusion and unfair competition.*” 


II. PROBLEMS OF FEDERAL JURISDICTION 


a. Jurisdiction in Declaratory Judgment Swt Involving 
Defendant’s Registered Trademark. 


An important precedent was established in Hastman Kodak 
Company v. Velveray Corp.,*°° where the plaintiff had applied 
for registration of the trademark vereL for synthetic yarns and 
synthetie staple fiber, but had been opposed in the Patent Office 


405. 346 P.2d 307, 309; 123 USPQ 564, 565; 50 TMR 185, 186. 

406. Family Record Plan, Inc. vy. Mitchell, 122 USPQ 414 (Calif. D.C. App., 1959). 

407. Another division of the same court, in Ojala v. Bohlin, 124 USPQ 526 (1960), 
protected a plaintiff who had conceived and developed a design entitled HOLLYWooD 
FAST DRAW HOLSTER against use by the defendant of the same design which defendant 
alleged to have “pioneered.” The court held the defendant guilty of unfair competition 
and breach of confidential relationship inasmuch as the design had been entrusted to 
him solely for the purpose of manufacturing the holsters for plaintiff. It was held to 
be no defense that defendant’s name was stamped on the bottom of each of his holsters. 

408. 175 F.Supp. 646, 122 USPQ 603, 49 TMR 1299 (D.C., S.D. N.Y., 1959). 
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on the ground of likelihood of confusion with defendant’s pre- 
viously registered trademark veRvVEL as used for cotton, silk and/or 
rayon textile piece goods. While the opposition was still pending, 
defendant had instituted an action in the New York State court, 
charging plaintiff with unfair competition by infringing defen- 
dant’s common law rights in its trademark in the State of New 
York. After the instituting of this state court proceeding, plain- 
tiff filed the present suit in the federal court, seeking a declaration 
that it had not infringed defendant’s trademark and that the 
latter was invalidly registered and void. Defendant thereupon 
moved for summary judgment in the declaratory judgment suit 
on the ground that no actual controversy existed and that, more- 
over, the federal court lacked jurisdiction. With regard to the 
first ground, defendant took the rather peculiar view that the 
New York action did not involve an actual controversy involving 
defendant’s registered trademark, since it was based only on 
defendant’s alleged common law rights. The court correctly dis- 
posed of this portion of defendant’s motion by pointing out that 
a direct threat to sue was not necessary to a finding of an actual 
controversy. However, a more difficult question arose with regard 
to the allegation of lack of jurisdiction since there was no diversity 
of citizenship and no existing federal registration on which the 
plaintiff could rely. The court held, however, that under the Act 
of 1946—contrary to certain precedents under the Act of 1905— 
a suit for declaratory judgment may be instituted in any case in 
which a declaration involving the validity or infringement of 
defendant’s registered trademark was in issue, just as it was now 
well settled in patent law that a declaratory action will lie con- 
cerning validity or infringement of a patent regardless of whether 
the action is brought by the patentee or by the alleged infringer. 
In other words, the 1905 precedents, particularly the Mactc FoAM 
ease*”® which had held that, in the absence of diversity, the plaintiff 
must own a registered trademark in order to maintain a declara- 
tory judgment action, was overruled on the ground that there 
seemed to be “no logical reason why the law should be one way 
for patents and another for trademarks,” and that the Lanham 
Act had, as Judge Hand had observed in the Johnson case, “put 





409. Magic Foam Sales Corp. v. Mystic Foam Corp., 167 F.2d 88, 77 USPQ 66, 
38 TMR 550 (C.A. 6, 1948). 

410. S.C. Johnson §& Son vy. Johnson, 175 F.2d 176, 81 USPQ 509, 511; 39 TMR 
557 (C.A. 2, 1949). 
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federal trademark law on a new footing.” As a result, defendant’s 
motion for summary judgment was denied on both grounds. 

It may be of interest to compare the just mentioned decision 
with the still more recent case of Universal Sewing Machine Co., 
Inc. v. Standard Sewing Equipment Corp.,™ in which plaintiff 
sought a declaratory judgment for the sole purpose of having 
defendant’s registered trademark canceled. Judge Murphy held 
that an original suit for cancellation did not lie but that it was 
incumbent upon the aggrieved party first to institute cancellation 
proceedings in the Patent Office: 


“In other words, one seeking cancellation offensively and re- 
lying solely upon that claim for federal jurisdiction would 
seem to be relegated to first exhausting his administrative 
remedies before resorting to the courts. Such a situation, 
exemplified by the instant action, must be distinguished from 
the cases where there is present some independent basis of 
federal jurisdiction, and wherein the validity of a registered 
trademark is brought into issue.” *” 


He further held that the court’s jurisdiction under Sec. 37 could 
be invoked only in connection with “a properly instituted and 
otherwise jurisdictionally supportable action involving a regis- 
tered mark.” The result was reached that, absent diversity of 
citizenship and a federal registration on the plaintiff’s part, the 
court lacked jurisdiction. The complaint was accordingly dis- 
missed (although the court then proceeded to decide the case on 
the merits in the event its decision on the jurisdictional aspects 
might not be sustained on appeal). 


b. Jurisdictional Amount 


An unusually thorough and scholarly discussion of the pro- 
eedural aspects of proving the requisite jurisdictional amount 
in diversity cases may be found in the recent ruling by Judge 
Mathes in Shaffer v. Coty, Inc.“* That case involved an action 
for injunction and damages based on alleged infringement of an 
unregistered trademark. The jurisdiction of the federal court 
was first unsuccessfully invoked under Secs. 48(a) and 44(f) of 
the Lanham Act, after the original complaint had been dismissed 
on the ground that the act did not confer jurisdiction for “naked 


411. 126 USPQ 176 (D.C., S.D. N.Y., 1960). 
412. Ibid., 178. 
413. 125 USPQ 386, 50 TMR 595 (D.C., S.D. Calif., 1960). 
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claims for unfair competition or for claims for infringement of 
unregistered marks” ;** plaintiff thereupon filed an amended com- 
plaint based on diversity and alleged that the matter in controversy 
exceeded the sum or value of three thousand dollars.*** Defendant 
again moved to dismiss, now challenging the allegation regarding 
the jurisdictional amount. The question then arose whether this 
issue involving a jurisdictional fact should be tried summarily 
or plenarily and had to be submitted for jury determination. 
After having observed that the same result seemed to follow in 
eases in which claims of both legal and equitable nature were 
involved, Judge Mathes held that even in unfair competition 
cases seeking primarily equitable relief, the issue of jurisdictional 
amount should be disposed of in the discretion of the court only 
after plenary trial. As a result, this issue was not disposed of 
summarily even in a nonjury case, but had been subjected to 
plenary trial on the facts. It was then found that under plaintiff’s 
own evidence her losses had been in an amount less than $1,000 
and that she had spent not more than $200 in advertising her 
unregistered trademark. Accordingly, defendant’s motion to dis- 
miss the amended complaint was granted. The case is noteworthy 
not so much for the conclusion reached as for the critical dicta 
expressed by the court with regard to the correctness of the rule 
that the mode of trial or disposition of a jurisdictional issue such 
as this should turn upon whether the case is presented as an 
action at law or in equity. The court said: 

“To hold that a plaintiff, by the language of his plead- 
ing, can in effect control the mode in which this Court may 
determine whether or not it has jurisdiction of the subject 
matter of a cause would appear but a throwback to the days 
when form ruled over substance.” ** 


c. Jurisdiction under Section 43(a) and the Problem 
of “Naked” Unfair Competition 
It appears that even after twelve years of administration 
the scope of federal jurisdiction under Sec. 43(a) is far from 
settled. We have just called attention to the case of Shaffer v. 
Coty’ in which a California district court had ruled that more 





414. It is interesting to note that this latter statement is found in an opinion by 
a California court, despite the recognition in California of the “Stauffer” doctrine. 
Among the cases cited by the court was Stauffer v. Exley, 184 F.2d 962 (C.A. 9, 1950). 

415. The action had been commenced prior to the amendment of July 25, 1958, 
which increased the jurisdictional amount to $10,000. 

416. 125 USPQ 386, 390; 50 TMR 595, 601. 

417. Note 411, supra. 
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was required as a basis for jurisdiction under Sec. 43(a) than 
mere “naked” unfair competition in the form of alleged passing 
off or alleged infringement of an unregistered trademark. A sim- 
ilar view was exprssed by an Ohio district court in a patent 
and trademark litigation involving, inter alia, an allegation. that 
plaintiff had created a secondary meaning for the word PREFORMED, 
as applied to his product, although he did not own a federal 
registration.*** In passing upon various allegations of unfair com- 
petition, the court expressed the view that Sec. 43(a) did not 
apply to any of them and that it had not been the intention of 
Congress to bring all forms of unfair competition within federal 
jurisdiction but only those which involved a false designation of 
origin or a false description or misrepresentation in relation to 
goods sold in interstate commerce. Defendant’s alleged use of 
the same catalog numbers and catalog charts and its use of the 
word SUPERFORMED as compared with plaintiff’s PREFORMED, were 
all held to be types of unfair competition which were not included 
in the categories specifically defined in Sec. 43(a). Nor did the 
court assume pendent jurisdiction under Sec. 1338(b), under which 
such claims may be submitted to the federal court if they are 


joined with a substantial and related claim under the patent or 
trademark laws, since it found the requisite statutory relation- 
ship between infringement and unfair competition lacking in the 


present case.*” 


On the other hand, there has been at least one case in which 
a district court appears to have taken the view that See. 43(a) 
was broad enough to cover instances of “naked” unfair compe- 
tition and ordinary passing off. In American Rolex Watch Corp. 
v. Laufer,” there was no diversity of citizenship, nor did plaintiff 
rely on a federal registration. The sole basis for the complaint 
was that defendant had “by word and deed” falsely represented 
its product to be plaintiff’s. In other words, we had here a simple 
and outright allegation of passing off. Defendant’s motion to 
dismiss was denied on the broad ground that “Congress did in- 
tend to fashion a new federal remedy against a particular kind 
of unfair competition that the common law had effectively pro- 
tected.” * 


418. Preformed Line Products Company v. The Fanner Mfg. Company, 124 USPQ 
288 (D.C., N.D. Ohio, E. Div., 1960). 

419. 124 USPQ 288, 308. 

420. 176 F.Supp. 858, 123 USPQ 203, 50 TMR 275 (D.C., E.D. N.Y., 1959). 

421. In support of this conclusion, the court cited in footnote 10 this writer’s 
article, Federal Unfair Competition at the End of the First Decade of the Lanham Act; 
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Another recent court interpretation of Sec. 43(a) occurred 
in the TRIBURON litigation, to which reference has already been 
made.**” The defendant had counterclaimed, inter alia, on the 
ground that it would suffer injury as a result of the use of the 
language EATON LABORATORIES, NORWICH, N. Y. which appeared on 
plaintiff’s label. It was the defendant’s contention that no such 
laboratories existed in Norwich and the plaintiff had to admit 
this fact for the purpose of the motion. In finding the language 
of Sec. 43(a) rather unambiguous, the court held that a repre- 
sentation falsely referring to a laboratory, rather than to a mere 
manufacturing establishment, would be a false description or 
representation under Sec. 43(a). Since the defendant had alleged 
that it would be likely to be damaged by such misrepresentation 
since, according to defendant’s pleading, consumer reaction was 
quite different as between products made in a laboratory and 
those “originating in an ordinary manufacturing establishment”, 
the conclusion was reached that a cause of action was stated under 
See. 43(a) and that defendant should be permitted to prove its 
allegation of likelihood of injury. 


ADDENDUM 


No new federal legislation affecting trademarks has been 
enacted since H.R. 8826*** which established the Trademark Trial 
and Appeal Board in the Patent Office, but there is reason to 
believe that the Wiley Bill, S. 2429,*** modestly referred to as “a 
housekeeping bill,” will be enacted into law before Congress ad- 
journs this Fall. The bill passed the Senate on June 28th, after 
having been reported by the Judiciary Committee on June 24, 
1960.‘ As of August 1, 1960, the date on which this report goes 
to press, it has not yet passed the House. While, according to 
the Senate report, enactment of the bill would result only in 
certain “clarifying and correcting amendments” to the Act of 
1946, which are stated not to be of a “substantive nature,” there 
is almost universal agreement among trademark owners and 





Prologue or Epilogue? 32 N.Y.U. L. Rev. 1029 (1957). The quoted paper did not, 
however, take the view that Sec. 43(a) was a panacea for all instances of “naked” 
unfair competition, but suggested that it was limited to false designations of origin 
and other misrepresentations more specifically referred to in the section itself. 

422. Norwich Pharmacal Company v. Hoffmann-La Roche, Inc., 180 F.Supp. 222, 
124 USPQ 129, 50 TMR 755 (D.C., D. N.J. 1960). See also text at n. 384 supra. 

423. Public Law 85-609, 72 Stat. 540, 15 U.S.C.A. See. 1067 (Supp. 1958). 

424. 86th Cong., 1st Sess., introduced July 23, 1959. 

425. 8S. Rep. No. 1685, 86th Cong., 2d Sess. 
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lawyers that enactment of the bill would result in some impor- 
tant benefits for trademark owners and would remove certain 
ambiguities and inconsistencies which had been found in the Lan- 
ham Act soon after it became effective in 1947 and which have 
been frequently referred to in these reports during the last 
twelve years. Without reviewing the Wiley Bill in detail, it may 
suffice to call attention to but a few of the more significant changes 
included in 8S. 2429. 

The test for likelihood of confusion both in registration and 
infringement cases would be broadened by eliminating the present 
restriction to confusion or deception of purchasers and would, 
therefore, make it clear that potential, as well as actual purchasers, 
will be considered in determining confusion. 

The bill would do away with the mysterious concept presently 
found in See. 7(d) of a disclaimer “in whole”. 

More importantly, it would amend the renewal section by per- 
mitting a showing that nonuse at the time of renewal is due to 
“special circumstances excusing the nonuse.” Such provision is 
presently found in See. 8, with regard to the so-called “duration” 
affidavit after five years, but as a result of an obvious oversight, 
was not included in the renewal section. 

The present anomaly in See. 15, which suggests in one place 
possible incontestability of a trade name, although such names 
are not registrable under Sec. 2 of the Act, would be removed 
by striking the reference to trade names in that section. 

A decided improvement would be the proposed change in 
Sec. 23 of the Act which would do away with the necessity of 
making a showing that an applicant has begun the use of his mark 
in foreign commerce before the Commissioner may waive the one- 
year’s use requirement for purposes of registration on the Sup- 
plemental Register. Under 8S. 2429, an application could be filed, 
in appropriate cases, even without a showing of prior use in 
foreign commerce. 

Another welcome change would clarify the definition of a 
service mark by providing that titles, names and distinctive fea- 
tures of radio and television programs may be registered “not- 
withstanding that they or the programs may advertise the goods 
of the sponsor.” This is, in effect, the interpretation which the 
Patent Office, contrary to its earlier practice, had adopted since 
the MA PERKINS case.*”® 


426. Ex parte The Procter & Gamble Company, 97 USPQ 78, 43 TMR 747 (Com’r, 
1953). See The Sixth Year, infra, pp. 10-11, 48 TMR 779. The author’s annual reports 
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Equally salutary would be a clarifying amendment of the 
“use in commerce” definition with regard to service marks. It has 
been pointed out many times in these reports, even as recently 
as last year,**’ that the present literal interpretation of the lan- 
guage “services rendered in commerce” was unfortunate. Under 
S. 2429 an application for registration of a service mark may be 
filed whenever the services are rendered in more than one state 
or in this and a foreign country and the person rendering the 
service is engaged in commerce in connection therewith. Thus, 
if enacted, S. 2429 would permit registration of numerous valuable 
service marks which have in recent years been denied registration. 

The bill would also re-write the present “concurrent use” 
provision in Sec. 2, by making it clear that concurrent registra- 
tions may be sought not only in case of bona fide use in dif- 
ferent territories, but also in other situations in which either the 
mode or place of use of the marks or of the goods in connection 
with which the marks are used, would justify the issuance thereof. 
The same amendment contemplates certain changes with regard 
to the date prior to which the alleged concurrent user must have 
commenced the use of the mark. 

As compared with these and other beneficial amendments, 
most, if not all of which are noncontroversial, with the possible 
exception of the last-mentioned change, S. 2429 proposes two 
changes which could result in broadening the scope of jurisdic- 
tion of the Federal Trade Commission to apply for cancellation 
of registrations under Sec. 14 of the Act. 

The first of these would do away with the present limitation 
under which the Commission may not seek cancellation of a reg- 
istration on the ground that the mark may be or may have become 





to the ABA on Administration of the Lanham Act, 60 Stat. 427, 15 U.S.C. 22, since 
it became effective on July 5, 1947, and to which reference is made in this report, are 
cited below for the convenience of the reader: 


The First Year Bur. Nat’l Affairs tna and 38 TMR 628; 

The Second Year 82 USPQ No. 9, Pt. II (Sept. 17, 1949), and 39 TMR 651; 
The Third Year 86 USPQ No. 10, Pt. i (Sept. 23, 1950), and 40 TMR 914; 
The Fourth Year 90 USPQ No. 8, Pt. II (Sept. 15, 1951), and 41 TMR 893; 
The Fifth Year 94 USPQ No. 8, Pt. II (Sept. 13, 1952), and 42 TMR 712; 
The Sixth Year 98 USPQ No. 8, Pt. II (Sept. 14, 1953), and 43 TMR 779; 
The Seventh Year 102 USPQ No. 7, Pt. Il (Aug. 16, 1954), and 44 TMR 991; 
The Eighth Year 106 USPQ No. 8, Pt. II (Sept. 12, 1955), and 45 TMR 987; 
The Ninth Year 110 USPQ No. 8, Pt. II (Sept. 10, 1956), and 46 TMR 1017; 
The Tenth Year 114 USPQ No. 7, Pt. II (Aug. 12, 1957), and 47 TMR 879; 
The Eleventh Year 118 USPQ No. 7, Pt. II (Sept. 8, 1958), and 48 TMR 1037; 
The Twelfth Year 122 USPQ No. 10, Pt. II (Sept. 28, 1959), and 49 TMR 1019. 


427. The Twelfth Year, supra n. 426, p. 7, 49 TMR 1019; ef. also, The Eleventh 
Year, pp. 7-9, 48 TMR 1037. 
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a common descriptive term unless the mark was used in connec- 
tion with an article on which a patent had expired. There never 
was any reason why the Commission’s jurisdiction in this respect 
should have been limited to formerly-patented articles and the 
now proposed change would make it possible for the Commission 
to seek cancellation in situations such as the still pending Fiocco 
ease,*** without having to base its jurisdiction on an allegation 
of fraud in securing the registration. 

The other proposal would authorize the Commission to pro- 
ceed in any situation in which a registered mark is used by the 
registrant or with his permission so as to misrepresent the source 
of the goods or services in connection with which the mark is 
used. Under the present act, this jurisdiction attaches only in 
eases in which the registered mark has been assigned and is being 
misused by or with the permission of the assignee. This unnec- 
essary restriction would be eliminated by S. 2429 not only with 
regard to See. 14, but also in connection with Sec. 33(3), dealing 
with defenses in an infringement suit against an otherwise in- 
contestable registration. The assignment section, Sec. 10, would 
also be amended by entirely eliminating the language dealing with 


“misuse” by an assignee, since the identical provision is subse- 
quently found in See. 14, the cancellation provision. 

We may leave S. 2429 at this point with a feeling of optimism 
and hope that at the time of the American Bar Association meeting 
in 1961, these and other improvements in the Act of 1946 may 
have become part of our statutory law.**” 


428. The Federal Trade Commission y. Bart Schwartz International Textiles, Ltd., 
121 USPQ 99, 49 TMR 884 (Tm. Bd., 1959). Cf. The Twelfth Year, supra n. 426, p. 18, 
49 TMR at 1065. 

429. There have been no congressional hearings or other developments with regard 
to the Celler Bill, H.R. 7234, seeking to repeal Sec. 526 of the Tariff Act, which was 
referred to in last year’s report, The Twelfth Year, supra n. 426, p. 2, 49 TMR at 1022, 
1023; in the present writer’s article, Current Trademark Problems in Foreign Travel 
and the Import Trade, 49 TMR 674, and in Vandenburgh, The Problem of Importation 
of Genuinely Marked Goods Is Not a Trademark Problem, 49 TMR 707 (1959). Nor 
have there been any hearings concerning the Lindsay Bill (the proposal for a federal 
unfair competition act), H.R. 7833, 86th Cong., Ist Sess., introduced on June 18, 1959, 
and referred to the Committee on Interstate and Foreign Commerce, discussed in The 
Twelfth Year, supra n. 426, p. 27, 49 TMR at 1087, 1088. Perhaps the most drastic 
recent bill which, if passed, would have a severe effect on the pharmaceutical industry 
is H.R. 12831, introduced by Congressman Dingell in July 1960 and referred to the 
House Interstate and Foreign Commerce Committee. The bill would amend See. 15, 
para. 1, subsec. a, of the Federal Trade Commission Act, by providing that advertising 
of a chemical compound dispensed in a prescription drug under a trademark brand or 
trade name shall be considered misleading in a material respect if it fails to include or is 
not accompanied by a truthful disclosure of the generic name of such chemical com- 
pound. The Dingell Bill is, of course, but one aspect of the Government’s present overall 
investigation of the industry and its price structure. 








